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Summary of Facts and Subm ssi ons

1884.D

The appel |l ant (applicant) |odged an appeal, received on
11 January 1995, agai nst the decision of the Exam ning
Di vi si on, dispatched on 18 Novenber 1994, refusing the
application No. 90 307 445.8 (publication

No. O 407 227). The fee for the appeal was paid on

12 January 1995 and the statenent setting out the
grounds of appeal was received on 15 March 1995.

The application as originally filed conprised clains 1
to 17 directed to a "magnetic field generating device
for MRI", whereby clains 1, 6 and 12 were independent,
and clains 2 to 5, 7 to 11 and 13 to 17 were directly
or indirectly dependent on clains 1, 6 and 12,
respectively.

In a first comrunication dated 13 July 1993, the

Exam ning Division objected to the patentability of
clains 1 to 17 of the application as originally filed,
inter alia, on the ground that the subject-matters of
claim1l to 17 | acked novelty within the neaning of
Article 54 EPC or did not involve an inventive step
within the neaning of Article 56 EPC

In reply to the first conmunication of the Exam ning
Di vision, the appellant filed a set of clains 1 to 13
wth aletter dated 11 January 1994. Caim1l and its
dependent clainms 2 to 13 were directed to "a magnetic
field generating device for MRl having a pair of

per manent magnet assenblies”.

In a second comuni cati on dated 9 March 1994, the
Exam ning Division, inter alia, infornmed the appell ant
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that the subject-matters of clains 1 to 13 filed with
the letter dated 11 January 1994 | acked an inventive
step and that the expression "magnetic field intensity
nodi fier" used throughout the new set of clains had no
basis in the application as originally filed

(Article 123(2) EPC).

Wth a letter dated 25 August 1994, the appellant filed
new clains 1 to 17 relating to "a magnetic field
generating device for MRI", and, for the first tine in
the procedure before the Exam ning Division, clains 18
to 24 directed to "a nethod of adjusting the field
intensity existing in the working gap of a magnetic
field generating device for MR ".

The i ndependent clains 1 and 18 read as foll ows:

"1l. A magnetic field generating device for MRl having a
pai r of pernmanent nagnet assenblies (1) disposed
opposite one another to forma gap (7) therebetween,
yokes (6) for magnetically linking said pair of
assenblies and magnetic pole pieces (2) fixed to air
gap confronting surfaces of said assenblies to generate
magnetic fields within said gap (7), said opposed pole
pi eces being circular and in symetry on either side of
the gap (7),

and including a plurality of magnetic field
intensity nodifiers conprising per se known magnetic
mat eri al segnents (8) or permanent nmagnet segnents (9,
9') which may be recessed in grooves (11), each capable
of influencing the magnetic field intensity in the gap
(7), placed at | ocations on the surface of one or both
of the pole pieces (2) for the purpose of naking nore
uniformthe nagnetic field intensity in a notiona
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sphere situated symmetrically between the pole pieces
(2) within the gap (7) and having a polar axis (2)
extendi ng normal |y between the pole pieces (2);

characterized in that selected said field
intensity nodifiers (8,; 9, 9'; 11) are placed at
sel ected | ocations on the opposed surfaces of said pair
of pole pieces, as a result of neasurenents taken at a
set of nmeasuring |locations at the edge of a single
pl ane traversing of said notional sphere normally of
said polar axis (Z2), to determ ne the | ack of
uniformty of magnetic field intensity at such
nmeasuri ng | ocati ons,

and said field intensity nodifiers (8,; 9, 9'; 11)
bei ng sel ected and pl aced at selected | ocations on said
opposed surfaces of said pole pieces (2) in acircle or
circles concentric with said polar axis, said selection
and | ocation being calculated to reduce said | ack of
uniformty of magnetic field intensity in accordance
with said set of neasurenents determ ned at said
nmeasuring | ocations.”

"18. A nethod of adjusting the field intensity existing
in the working gap of a nmagnetic field generating
device for MRl having a pair of permanent magnet
assenblies (1) disposed opposite one another to form
the gap (7) therebetween, yokes (6) for magnetically
l'i nking said pair of assenblies and magnetic pole
pieces (2) fixed to air gap confronting surfaces of
said assenblies to generate magnetic fields within said
gap (7), said pole pieces being circular and in
symmetry on either side of said gap (7),

and wherein a plurality of magnetic field
intensity nodifiers conprising per se known nagnetic
materi al segnents (8) or permanent magnet segnents (9,
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9') which may be recessed in grooves (11), each capable
of influencing the nagnetic field intensity in the gap
(7), are selected and placed at |ocations on the
surface of each of the magnetic pole pieces (2) for the
pur pose of nmaking nore uniformthe nmagnetic field
intensity in a notional sphere situated symetrically
bet ween the pole pieces (2) within the gap (7) and
having a polar axis (Z) extending normally between the
opposed pol e pieces (2);

characterized in that selected said field
intensity nodifiers (8,; 9, 9'; 11) are placed at
sel ected | ocations on the opposed surfaces of said pair
of pole pieces, as a result of neasurenents taken at a
set of nmeasuring |locations at the edge of a single
pl ane traversing said notional sphere normally of said
polar axis (Z), said neasurenents being taken to
determ ne the lack of uniformty of magnetic field
intensity at such neasuring |ocations,

and said field intensity nodifiers (8,; 9, 9'; 11)
bei ng sel ected and pl aced at selected | ocations on said
opposed surfaces of said pole pieces (2) in acircle or
circles concentric with said axis (Z) said selection
and | ocation being calculated to reduce said | ack of
uniformty of magnetic field intensity in accordance
with said set of neasurenents determ ned at said
nmeasuring | ocations.”

Furthernore, the appellant pointed out that, whereas in
the previous attenpts to fornulate the clains the
measur enent | ocations were descri bed en nasse, the new
device claim1l and the nethod claim18 were directed
mai nly to the organi zed system of neasurenent and

adj ustment of the invention, which consisted in making
separate, discrete, sets of neasurenents, the
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measurenents of each set being all in a single

| atitudinal plane. As to the expression "magnetic field
intensity nodifiers”, it did not offend Article 123(2)
EPC because such nodifiers were per se known, as it
appeared fromthe acknow edgnents of prior literature.

In the contested decision, which was issued w thout any
further communi cation, the Exam ning D vision held,
inter alia, that clains 1 and 18 were not adm ssible
under Article 123(2) EPC on the ground that:

- the alternative of placing field intensity
nodi fiers on the surface of only one of the pole

pi eces, and

- measurenents of the field honbgeneity nmade only on

a single plane

were not directly and unanbi guously derivable fromthe
application docunents as originally filed.

Furt hernore, the Exam ning Division considered that
claim2, though formally dependent on claim11, had, in
fact, to be regarded as independent. As its subject-
matter essentially coincided with that of claim1l filed
with the letter dated 11 January 1994, the sane

obj ections with respect to inventive step applied.

Wth the statenent of grounds of appeal, the appellant
filed a new set of clains 1 to 15 and submtted, inter
alia, that the patentability of the nethod clains had
been considered for the first tinme in the contested
deci sion so that the appellant had been given no
opportunity to reply to the Exam ning Division's
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argunents, although the letter dated 25 August 1994
concluded with an indication of readi ness to nake
further amendnments after consultation with the

exam ner. Furthernore, the objections under

Article 123(2) EPC related not only to new clai ns but
al so to features which had not appeared in the
previously filed clains.

The appel |l ant requested that the decision under appea
be set aside and the case remtted to the first
i nstance for further prosecution.

Reasons for the Deci sion

2.1

2.2

1884.D

The appeal is adm ssible.

As shown in the statenment of facts set out above, the
contested decision is based on clains which present
substantial differences with respect to the clains
consi dered by the Examning Division in its first and
second communi cations. In particular, the fornmer cover
not only a device but also a nethod, and define sets of
nmeasuring locations with respect to certain planes, as
poi nted out by the appellant in the letter dated

25 August 1994.

Under Article 113(1) EPC, decisions of the EPO may only
be based on grounds on which the party concerned has
had an opportunity to comment. As the appellant had not
been afforded any such opportunity in relation to the
obj ections raised against the clains referred to in the
contested deci sion, an essential procedural requirenent
of the EPC was not conplied with in the course of the
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exam nation proceedings. On this ground al one, the
deci si on under appeal nust be set aside, and the natter
referred back to the Exam ning D vision.

3. As a failure to conply with the procedural requirenents
of Article 113 EPCis clearly a substantial procedura
irregularity within the meaning of Rule 67 EPC, the
Board consi ders that reinbursenent of the appeal fee is
equitable in the present circunstances.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order that the substantive exam nation be continued on
the basis of clains 1 to 15 filed by the appellant wth
the statenent of the grounds of appeal dated 15 March

1995.
3. Rei mbur senment of the appeal fee is ordered.
The Regi strar: The Chai r man:
M Beer G Davies
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