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Summary of Facts and Subm ssi ons

1673.D

The Appel |l ant (Patentee) | odged an appeal against the
deci sion of the Qpposition Division by which European
patent No. 0 313 146 was revoked in response to an
opposition, based on Article 100(a), (b) and (c) EPC

whi ch had been filed agai nst the patent as a whol e.
Claiml of the patent in suit as granted read as foll ows:

"“A granul ar detergent conposition conprising

(a) conventional detergent ingredients; and

(b) <clay agglonerates conprising from60%to 99. 5% by
wei ght of snectite-type clay and

characterised in that it further conprises from30%to
0.5% by wei ght of an organic hunectant selected from

gl ycerol, ethylene glycol, propylene glycol, diners and
trimers of glycerol, and m xtures thereof." (enphasis
added)

The deci sion was based on three sets of clains according
to the main, first auxiliary and second auxiliary request
as submtted on 14 February 1995.

Caiml of the main request corresponded to Caim1l as
granted, except that the term"it" was replaced by "said

aggl onerate".

The main clainms of the two auxiliary requests
substantially contained the sane anendnent.
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The Opposition Division held that due to this amendnent
the scope of protection conferred by the patent in suit
as granted was extended and that, consequently, the

cl ai med subject-matter did not neet the requirenents of
Article 123(3) EPC

Oral proceedings before the Board were held on
18 February 1999.

The Appel | ant defended the formal allowability of the
cl ai med subject-matter on the basis of sets of clains
according to the main, first auxiliary and second
auxiliary request submtted on 20 January 1999.

Caim1 of this new nmain request corresponded to Claiml
of the patent in suit as granted, except that the
expression "in that it further conprises” was replaced by
“in that said clay aggl onerates further conprise". This
anmendnent corresponded therefore essentially to the one
consi dered by the OQpposition Division.

The Appell ant argued that the clains of the new main
request satisfied Article 123 EPC. In this context, he
argued in particular that in accordance with Article 69
EPC and the Protocol on the Interpretation of this
article, adopted at the Munich D plomatic Conference on
5 Cctober 1973, the scope of protection conferred by a
Eur opean patent should be determ ned by the terns of the
cl ai ns, whereby the description should be used to
interpret the clains. Therefore, having regard to the
description and Clains 2 and 12 of the patent in suit as
granted indicating that according to the invention the
softening clay was present in the form of aggl onerates
conprising from0.5%to 30% preferably from2%to 15%
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of the humectant, a proper interpretation of the subject-
matter of Caiml as granted would give rise to a scope
of protection not differing fromthat of daim1l of the
present nmain request.

The Respondents (Opponents) argued that Caim1l of the
present mai n request extended the scope of protection of
the patent in suit as granted and therefore did not neet
the requirements of Article 123(3) EPC. They argued in
particul ar that the subject-matter of said Claim1l was
clear as it stands and that it was not inconsistent with
the totality of the disclosure of the patent. Moreover,

t hey enphasised that an interpretation of the wording of
Caiml as granted in the sense of Caim1l of the present
mai n request woul d contravene the Protocol on the
Interpretation of Article 69 EPC, since such an
interpretation woul d degrade the neaning of the wording
used in Caiml as granted to an unall owabl e extrene | ow
| evel and would clearly be against the interests of third
parties who mght find thenselves within the scope of the
amended cl aimwhile outside the scope of Claim1l as

gr ant ed.

The Appel |l ant requested that the decision under appeal be
set aside and a decision by the Board concerning the
formal allowability of the clains of the nmain, the first
auxiliary or the second auxiliary request as filed on

20 January 1999 under Article 123 EPC or Rule 88 EPC
Furthernore, the Appellant requested the remttal of the
case to the Qpposition Division, if the Board cane to the
conclusion to set aside the decision of the first

I nstance.

The Respondents requested that the appeal be di sm ssed.
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They al so requested the remttal of the case to the
Qpposition Division, if the Board cane to the concl usion
to set aside the decision of the first instance.

At the conclusion of the oral proceedings the Board's
deci si on was pronounced.

Reasons for the deci sion

1

2.1

2.2

1673.D

The appeal is adm ssible.

Mai n request

Caiml is supported by Cains 1 and 4 as originally
filed.

Claim2 is based on the originally filed Caim 3.

Clains 3 to 11 and 13 to 16 correspond to the originally
filed dains 5 to 13 and 15 to 18, respectively.

Claiml1l2 is supported by the originally filed Caim 14,
but is restricted to organic hunectants as defined in
present Caiml.

Therefore, the subject-matter as defined in the present
clains of the patent in suit conplies wth the

requi renments of Article 123(2) EPC. The Respondents did
not raise objections in this respect.

The issue to be dealt with by the Board is whether the
clains of the patent in suit in accordance with the
present main request neet the requirenents of
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Article 123(3) EPC

2.2.1 Article 123(3) EPC stipulates that the clains of a
Eur opean patent "may not be anmended duri ng opposition
proceedi ngs in such a way as to extend the protection
conferred".

2.2.2 Furthernore, Article 69(1) EPC specifies that the extent
of protection conferred by a European patent shall be
determ ned by the terns of the clains, and that,
neverthel ess, the description and draw ngs shall be used

to interpret the clains.

In this context, the Protocol on the Interpretation of
Article 69 EPC, adopted at the Munich D plomatic
Conference for the setting up of a European System for
the Grant of Patents on 5 Cctober 1973, which forns an
integral part of the Convention pursuant to

Article 164(1) EPC, stipulates that:

"Article 69 should not be interpreted in the sense that
the extent of the protection conferred by a European
patent is to be understood as that defined by the strict,
literal meaning of the wording used in the clains, the
description and draw ngs being enpl oyed only for the

pur pose of resolving an anbiguity found in the clains.

Nei ther should it be interpreted in the sense that the
clains serve only as a guideline and that the actua
protection conferred nmay extend to what, from a

consi deration of the description and draw ngs by a person
skilled in the art, the patentee has contenplated. On the
contrary, it is to be interpreted as defining a position
bet ween these extrenmes which conbines a fair protection

1673.D N
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for the patentee with a reasonabl e degree of certainty

for third parties." (enphasis added)

Thus, in each case, the question to be answered is
whether, on a fair interpretation of the clains as
granted in the light of the disclosure of the patent as a
whol e, the protection conferred by them has or has not in
fact been extended.

In the present case, it is true that the skilled person
woul d not on a reading of Claiml1l as granted on its own
have reason to doubt that the indicated amount of one of
the specified organic hunectants relating to the granul ar
det ergent conposition was a technically feasible feature,
al t hough he woul d perhaps ask hinself what the function
of that feature mght be, in particular in the |ight of
Clains 2, 12 and 13 indicating that the hunmectant forns
part of the clay aggl onerates.

In view of this fact, the Respondents argued that Claim1l
as granted was clear on its own, so that the skilled
person had no reason to suppose that it was not what the
Appel l ant intended to claim In this context, he also
submtted that, in view of the Exanples Il to V of the
patent in suit, Caim1l as granted was not evidently

i nconsistent with the teaching of the patent in suit as a
whol e.

However, in the Board's judgnent, it clearly follows from
Article 69(1) EPC and the Protocol on its interpretation,
which - as indicated above - set out the way in which the
extent of protection conferred by a patent is to be
determ ned, that the description of the patent nust be
used to interpret the clains, irrespective of the
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question whether the latter contain any anbiguity.

Moreover, it is clear fromthe patent in suit as a whole
that the invention relates to detergent conpositions
conprising clay agglonerates as softening agents, whereby
sai d aggl onerates conprise 60%to 99, 5% by wei ght of a
snectite-type clay and, in addition, 30%to 0.5% by

wei ght of one or nore of the specified organic hunectants
(see page 2, lines 3 to 5 and 36 to 39; page 5, lines 3
to 5; the exanples, which all describe the preparation of
clay agglonerates; and Cains 2, 12 and 13 as granted).

Therefore, in the Board's judgnent, it was not intended
in the patent in suit to claimpatent protection for a
det ergent conposition conprising clay aggl onerates which
did not contain the indicated anount of the specified
organi ¢ hunect ants.

Thus, in these circunstances, the Board concl udes that
the present anmendnent of Claim1l as granted does not
broaden its scope of protection because, on a proper
interpretation of granted Caiml1l in the light of the

di scl osure of the patent in suit, its scope is actually
as set out in the anended version, i.e. in the version of
present Claim1l.

In this context, the Respondents argued that such an
interpretation of the granted Claiml, essentially
relying on what the skilled person would derive fromthe
description, while disregarding the specific wording of
the claim would not be in conformty with the Protoco
on the Interpretation of Article 69(1) EPC

However, having regard to the facts of the present case,
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nanely, that - as indicated above - the skilled reader of
the patent in suit would have i mmedi ately under stood that
what is defined in the granted Claim1 could only be that
for which protection is sought in present Claiml, it is
the Board's position that the interpretation of the
granted claimas indicated above under point 2.2.4 is
clearly in line with the Protocol, since it conbines a
fair protection for the Appellant with a reasonable
degree of certainty for third parties.

Thus, in view of the above consi derations, the Board
concludes that all the clains of this request conply with
Article 123(3) EPC

Since the Board considers the anmended Caim1l as
al | owabl e under Article 123 EPC, there is no need to
consider its allowability under Rule 88 EPC.

Auxi liary requests

In the light of the above findings, it is of course not
necessary to consider the Appellant's auxiliary requests.

Rem ttal

O der

1673.D

Since the Opposition Division did not exam ne the
substantive allowability of the clains of the present
mai n request, the Board makes use of its conpetence under
Article 111(1) EPC and remts the case to the first

i nstance for further prosecution.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Opposition Division for
further prosecution on the basis of Clains 1 to 16 filed
on 20 January 1999 as nmin request.

The Regi strar: The Chai r man:

E. Gorgnmaier J. Jonk

1673.D



