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Headnot e:

From t he Enl arged Board of Appeal case |aw, decisions G 10/91
and G 1/95 in particular, and the Guidelines for the

exam nation in the EPO follows that the aimof the patent
prosecution to avoid invalid patents conmes to the foreground
as far as proceedings before the first instance are concer ned.
By adding that the Enlarged Board of Appeal did not see any
reason to change the practice of the first instance, it
indicated that the first instance at | east needs to exan ne
whet her a fresh ground is relevant. Therefore, before
declaring it inadm ssible, the opposition division should have
exam ned under Article 114(1) EPC whether the ground raised
under Article 100(c) EPC could prejudice the maintenance of

t he patent.
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The opposition raised by the appell ant agai nst European
patent No. 0 108 128 was rejected by the decision under
appeal . The grounds of opposition referred to in the
notice of opposition were |lack of novelty and inventive
step, Article 100(a) EPC, and sufficiency of

di scl osure, Article 100(b) EPC. In the proceedings
before the opposition division, the appellant also

rai sed the ground under Article 100(c) EPC that the
subj ect-matter of the European patent extended beyond
the content of the application as filed. This latter
ground was not admitted by the opposition division into
t he proceedi ngs.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed.

In the oral proceedings held before the board, the
adm ssibility of the ground under Article 100(c) EPC
rai sed by the appellant was di scussed. The parties
argued with respect to this question essentially as
fol | ows:

The appel | ant:

Al t hough this ground had not been nmentioned in the
notice of opposition, it was raised about 18 nonths

| ater and about 16 nonths before the oral proceedings
before the opposition division took place. The

opposi tion division and the respondent therefore had
anple tinme to consider it. The opposition division
shoul d have admtted this ground as highly relevant. In
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fact, it did so by examning this issue under the
headi ng of novelty in the context of the claimto
priority, on pages 5 to 7 in the decision under appeal.
This meant that in the appeal no new | egal or factual
situation would arise which would go agai nst the
essence of decisions G 10/91, QJ EPO 1993, 420, and

G 1/95, Q3 EPO 1996, 615, if this ground were admtted
into the proceedings. The facts on which the Enl arged
Board of Appeal decisions were based were not related
to the particular facts of the present case, where a
hi ghly rel evant ground had been rejected as

i nadm ssible in the opposition proceedi ngs. Therefore,
there woul d be reason to refer a question to the

Enl arged Board of Appeal. Decision T 922/94 of

30 Cctober 1997 concerned a situation simlar to the
one in the present case, where the ground under
Article 100(c) EPC had not been nentioned in the notice
of opposition, but the opposition division had in fact
di scussed this ground in its reasons. The board of
appeal decided to admt this ground in the appeal
proceedi ngs, since it would not raise any new factual
or legal situation. If in the present case the board
woul d not be prepared to exam ne and decide this issue
itself, either the case could be remtted to the first
instance for exam nation of this matter or a question
could be referred to the Enl arged Board of Appeal.

The respondent:

Decisions G 10/91 and G 1/95 limted the roomfor new
grounds strictly, in the sense that a fresh ground for
opposition was not adm ssi ble unless the patentee
agreed to its being admtted into the proceedings,
which in the present case it did not do. A fresh ground
for opposition not included in the notice of opposition



. 3. T 0736/ 95

could otherwi se only be exam ned on appeal if it had
been introduced by the opposition division itself in

t he opposition proceedings. The respondent woul d not be
against a referral of a question to the Enlarged Board
of Appeal or a remttal to the first instance for

exam nation of the fresh ground rai sed under

Article 100(c) EPC. However, under decision G 1/95 this
ground was not open for the board to exam ne.

Reasons for the Deci sion

1
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The appeal is adm ssible.

The ground referred to by the appellant under

Article 100(c) EPC was not raised in the notice of
opposition. The question therefore arises whether it
can at all be exam ned under Article 114(1) EPC and the
case |law of the Enlarged Board of Appeal, in particular
decisions G 10/91 and G 1/95 interpreting this

provi sion. Decision T 922/94 seens |ess relevant, since
in that case the opposition division had recogni sed and
admtted the late filed ground referring to

Article 123(2) EPC as relevant. As a consequence, the
board of appeal considered that this ground had been
part of the legal framework of the opposition and that
its admttance into the appeal proceedi ngs woul d not

rai se any new | egal issue, and decided to examne it.
Further, Article 102(3) EPC in conjunction with

Article 66(1) EPC conferred wi de powers on the boards
to consider all possible objections, pleaded or not

pl eaded, arising fromanmendnents nade to the clains
originally filed. In contrast, in the present case the
new ground was rejected as inadm ssible. Another
distinction in conparison to the situation in T 922/94
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is that no amendnents have been made in the present
case to the clains as granted.

Deci sion G 10/91, point 16 of the reasons, discussed
the framework of the exam nation by the opposition
division with regard to grounds not nentioned in the
noti ce of opposition. The Enl arged Board of Appeal did
not consider that there was sufficient justification
for changing the practice of exam nation of fresh
grounds under Article 114(1) EPC in exam nation or
opposi tion proceedings. The aimof this practice was
obviously to prevent that invalid European patents were
mai ntai ned. It concluded that an opposition division
may therefore of its own notion introduce such a ground
or consider it, if raised by the opponent after the
expiry of the time limt laid down in Article 99(1)

EPC. The Enl arged Board of Appeal stated, however, that
this should only take place in cases where, prina
facie, there were clear reasons to believe that such
grounds were relevant and would in whole or in part
prejudi ce the maintenance of the European patent.

In view of the cited passage, the argunent of the
respondent that the Enlarged Board of Appeal strictly
[imts an opposition to the extent indicated in the
noti ce of opposition in accordance with Rule 55(c) EPC
woul d seemto be pertinent only for appeal proceedings.
The procedural decision under Article 114(1) EPC by the
opposition division in the present case not to admt
the fresh ground was taken w thout giving the parties
any indication that it had considered it to be |ess
pertinent. Waile it is true that decision G 10/91
refers to the opposition division as having a

di scretion to decide whether to admit new grounds ("may
of its own notion ... or consider such a ground raised
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by the opponent™), according to the Guidelines for the
exam nation in the EPO Part D, Chapter V, 2.2, grounds
which, prima facie, may in whole or in part prejudice

t he mai ntenance of the European patent shoul d generally
be exam ned by the opposition division, while taking
account of the interests of procedural expediency. In
this context, the Guidelines refer to decision G 10/91.
According to Part E, Chapter VI, 1.1, referring to
Article 114(1) EPC, the conpetent departnent nust
comply with this Article during all proceedi ngs before
it, and exam ne whether there are facts and evi dence on
file which, prima facie, may prejudice the maintenance
of the patent. The Guidelines were also cited by the
Enl arged Board of Appeal in decision G 10/91.

From the Enl arged Board of Appeal case |aw, decisions
G 10/91 and G 1/95 in particular, and the Guidelines
for the exam nation in the EPO foll ows that the aim of
t he patent prosecution to avoid invalid patents cones
to the foreground as far as proceedi ngs before the
first instance are concerned. By saying that it did not
see any reason to change the practice of the first

i nstance, the Enl arged Board of Appeal indicated that
the first instance at |east needs to exam ne whether a
fresh ground is relevant. Therefore, before declaring
it inadm ssible, the opposition division should have
exam ned under Article 114(1) EPC whether the ground
rai sed under Article 100(c) EPC could prejudice the

mai nt enance of the patent. Since it did not do so, but
based its refusal to admt this ground only on the fact
that it had been raised |late, the opposition division
deprived the appellant of the opportunity to have the
rel evance of this ground, and thus its adm ssibility,
exam ned on appeal .
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6. In view of decision G 10/91 and the Gui del i nes quoted
above, the board does not find it necessary to refer
any question to the Enlarged Board of Appeal, but
considers it appropriate to remt the case for further
prosecution by the opposition division. This
exam nation shall have to deal with the question
whet her the ground raised by the appellant under
Article 123(2) EPC (Article 100(c) EPC) woul d prejudice
t he mai ntenance of the patent and any further issue
which may arise as a result of the answer to that
guesti on.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r woman:

U. Bul t mann U. Ki nkel dey
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