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Summary of Facts and Submn ssions
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This appeal is fromthe Exam ning Division's decision
refusing the European patent application

No. 90 915 650.7 (international publication nunber

WO 91/06038), which related to a col our inmagi ng process
and apparatus, on the ground that the subject-matter of
the then pending Clains 1 to 22 | acked an inventive
step in view of docunent

(1) US-A-4 770 978.

The then pending clains 1 to 22 were those submtted
during oral proceedi ngs which took place before the
Exami ning Division on 17 May 1995; claim 1 thereof
reads as foll ows:

"1l. A process for recording a positive or negative
conti nuous tone col our copy of a continuous tone
original imge, conprising the steps of:

provi di ng a phot ographic el enent conprising a support
havi ng thereon a silver halide enulsion unit capable of
formng a yellow image, a silver halide enulsion unit
capable of formng a cyan inmage, and a silver halide
emul sion unit capable of form ng a magenta i mage, each
I mge-formng unit having a maxi num spectra

sensitivity at a different wavel ength of radiation, and
at | east one of the image-form ng units having a gamma
of greater than 1.5,

receiving i nage data representing the densities of the
yel l ow, nmagenta, and cyan records of the origina
I mage,
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nodi fying said i mage data and using it to control three
exposure sources, each emtting radiation in the region
of maxi mum spectral sensitivity for a correspondi ng one
of the image-formng units, so that after exposure, the
recorded i mage density range for at |east one of the
yel l ow, nagenta, and cyan inmage-formng units is
substantially the sane as the inmage density range for
the correspondi ng yell ow, nagenta, and cyan records,
respectively, of said original imge, and

exposi ng sai d photographic elenent to said exposure
sources".

| ndependent claim 11l differs fromclaim1 in that the
passage "at | east one of the inmage formng units having
a gamma of greater than 1.5" was replaced by "at | east
one of the image formng units having a gamma of
greater than 1"; and the words "substantially the sane
as the imge density range" were replaced by "0.1 to
0.9 tines the i mage density range".

The Exam ning Division's main |line of argunent was in
essence

- that conversion of gradation was a technica
probl em under | yi ng each and every photographic
copyi ng process the purpose of which is to provide
accurate copies of an original,

- that to achieve such a conversion by mani pul ati on
of electronic inmage data was known,

- that docunent (1) related, at least inplicitly, to
this problem and of fered gui dance how to solve it,
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- that, consequently, the subject-matter of the
application in suit did not involve an inventive

st ep.
| V. The Appellant (Applicant) contested these argunents.
V. In response to a communication i ssued by the Board of

Appeal , which nmenti oned docunent

(5 Ul mann, "Photography", vol. 18, 4th edn., Verl ag
Chem e, 1979, 494

the Appellant pointed to technical details which
di sti ngui shed the clained invention fromthe prior art
and hel ped to define the actual problemto be solved.

\Y/ During oral proceedi ngs which took place on 24 January
2001, the Appellant submtted a new set of clains 1 to
22. The only difference as conpared with the fornmer set
of clains was the deletion of "substantially" from
claim1.

VI, The Appel | ant requested that the decision under appeal
be set aside and that the case be remtted to the first
instance with the order to grant a patent on the basis
of clains 1 to 22 as submtted during oral proceedings

bef ore the Board.

VIIl. At the end of the oral proceedings the Chairnan
announced the deci sion of the Board.

Reasons for the Deci sion

1. Articles 84 and 123(2) EPC
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Claim1ll

Claimll is directed to a process operating at a gamma
val ue of at |east one of the image form ng units which
can be | ower than the respective ganma val ue addressed
in claiml (see above point I1). Thus the range of
gamma values in claim1ll is broader than that in
claim1. Therefore, claim1l will be anal ysed before
claim1.

The Board is satisfied that claim1ll, which corresponds
to claim12 as originally filed, conplies with the
requirenents of Articles 123(2) and 84 EPC.

Caiml

Caim1l of the set of clains submtted during ora
proceedi ngs before the Board differs fromclaim1l as
originally filed only in that the term "substantially"
was del et ed.

The deletion of this termanounts only to a
clarification of the claimand is based on information
al ready available in the application as filed (see e.qg.
page 5, lines 35 to 36, the first alternative). Thus,
it does not extend beyond the content of the
application as originally filed.

Therefore, claiml1 neets the requirenents of
Articles 84 and 123(2) EPC

Novel ty

The Board is also satisfied that none of the citations
is novelty destroying with respect to the subject-
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matter of clains 11 and 1. Since novelty has not been
di sputed, detail ed reasons are not necessary.

I nventive step

The application concerns, as already nentioned, a
process for produci ng copies having a | ower contrast
than the original inmage by using a photographic el enent
having a gamma greater than 1 (see claim 11). The use
of an inmage formng unit having a gamma greater than 1
will result in a recorded i mage density range which is
0.1 to 0.9 tines the i mage density range of that of the
original image; this is called the "reduced-contrast
scenari o".

Further, the application concerns a process for
produci ng copies having a contrast that is the sane as
the original inmage by using a photographic el enent
having a gamma greater than 1.5 (see claim1l). The use
of an inmage form ng unit having a ganma greater than
1.5 will result in a recorded i mage density range which
is the sane as that of the original inmage; this is

call ed the "mat ched-contrast scenario".

The starting point for evaluating inventive step nust
first be determ ned.

The probl em addressed in the application in suit was to
produce col our copies having the sane contrast as the
original inmage or | ower contrast than the origina

I mage. The di sadvantage of the state of the art was the
necessity to use either nmultiple silver halide

emul sions for each region of spectral sensitivity or

hi ghly pol ydi sperse enul si ons (application as
publ i shed, page 5, lines 24 to 30). The objective of
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the application in suit is to provide a process
avoi di ng that disadvant age.

3.4 The Exam ning Division took docunent (1) as the
starting point for assessing inventive step.

3.5 Docunent (1) concerns an i nmage form ng system suitable
for use in obtaining high-quality imge colour prints,
t he system produci ng an out put of a col our inmge which
is converted into electric signals or digital signals
on a silver halide col our photographic material, in
parti cul ar photographi c col our paper, particularly by
using | aser beans (colum 1, lines 60 to 66).

3.6 The probl em defined in docunent (1) was to find a
remedy agai nst the deterioration of the purity of the
yel | ow col our when using a | aser instead of the
conventi onal negative-positive process (see colum 2,
lines 51 to 60).

The system of docunment (1) was capabl e of nodul ati ng
the intensity of the red, green and blue | aser beans by
i mge data of an original provided in digitised form
and of making various conpensati ons or conversions of
col our images on electric signal levels or digital

| evel s that had been inpossible in the conventiona
negati ve-positive process, for exanple, gradation

conversion and col our conversion (colum 3, lines 2 to
12; colum 6, line 47 to colum 7, line 6).
3.7 According to the process of the application in suit, it

is possible to receive and nodify the i mage data
representing the densities of the yell ow, nagenta and
cyan records of the original inmage, and to contro
t hree exposure sources so that the inmge density range

0408. D Y A
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for at |least one of the image-formng units is 0.1 to
0.9 tines the imge density range of the origina

I mge, which is the case with the subject-nmatter of
claim1l; or to control exposure sources so that the

i mage density range for at |east one of the imge-
formng units is the sane as that of the origina

i mge, which is the case with the subject-nmatter of
claim1 (see application as published, page 7, lines 12
to 20 and page 6, lines 16 to 29).

Even if docunent (1) describes the use of |aser beam
technol ogy and the sanme nethod as used in the
application, the Board finds that the probl em addressed
in the application in suit (see above under 3.3)
differs fromthat of docunent (1) and can not be
inferred therefrom since the main objective of
docunent (1) was the avoidance of colour turbidity in
the yell ow col our image (columm 2, lines 51 to 57,
colum 4, lines 32 to 33).

The crucial point is that docunent (1) does not

di scl ose digital conversion of an original imge for
printing on a high contrast paper in the | ower density
range (the reduced-contrast scenario range of claim 11)
or on a high contrast paper in the sanme density range
(the mat ched-contrast scenario of claim1l).

The Board has no reason to doubt that the state of the
art is correctly described in the specification of the
application in suit. In the absence of other nore
appropriate citations, it is accepted as the starting
poi nt for assessing inventive step. In this case, the
technical problemto be solved is as defined in the
application as filed, nanely to produce onto col our
print paper of higher contrast col our copi es having
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either | ower contrasts than the original inage
(reduced-contrast scenario) or the sane contrast as the
original inmage (matched-contrast scenario) thereby

avoi ding the use of nultiple silver halide enul sions
for each region of spectral sensitivity or highly

pol ydi sperse enul sions (application as filed, page 5,
lines 26 to 32; application as published, page 5,

lines 24 to 30).

There is no exanple illustrating the invention in the
application in suit, either for the reduced-contrast
scenario or for the matched-contrast scenario. However
the figures, and the expl anations thereof, regarding

t he mani pul ati on of imge data according to the
invention to nodify contrast (application as published,
page 17, line 11 to page 19, |line 20,) are accepted by
the Board as the detail ed description of howto carry
out the invention as required by Rule 27(e) EPC. These
suffice to assess whether the problemas defined in the
application in suit was solved over the whole range of
claim1l or claiml.

In the reduced-contrast scenario (see claim1l),
represented by figure 6, the density range of the copy
is smaller than the density range of the original, the
phot ogr aphi ¢ el enent having a gamma greater than 1. A
concrete application regarding the use of a
phot ogr aphi c el enent having a gamm greater than 1 is
illustrated by transparency filns or paper print
materials fromwhich it is often desirable to take a

| ow contrast copy to use as an internegative imge to
produce further copy prints using conventional optica
means (application as published, page 16, lines 18 to
26). Figure 6 is conpared with the prior art process
represented by figure 3 where the use of a photographic
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el enment having a gamma greater than 1 necessarily
resulted in a copy having increased contrast.

In the matched-contrast scenario (see claim1l),
represented by figure 5, the density range of the copy
is the sane as that of the original, the photographic
mat eri al having a gamma greater than 1.5; further, a
concrete application regarding the use of a
phot ogr aphi c el enent having a gamma greater than 1.5 is
illustrated by the duplicate copies used in standard
printing sequence for notion picture film production
(page 16, lines 15 to 18).

Therefore, the Board finds that the problem was
credi bly sol ved over the whol e scope of claim1l1l and
claim1.

The question is whether the use of an imge-formng
unit having a gamma greater than 1 (see claim11l), or
1.5 (see claim1), involves an inventive step.

Claim1ll

The use of an image formng unit having a gamma greater
than 1 will result in a recorded i mage density range
which is |lower than that of the original imge.

Docunent (1) offered no incentive to the skilled person
to choose a high ganma nmaterial. Even if high ganma
materials and contrast mani pul ation were separately
known as such, there was no hint in docunent (1) to use
hi gh gamma material and contrast mani pul ation to obtain
an image with a contrast of 0.1 to 0.9 tines that of
the original image. At the filing date of the
application, the practice was to use a phot ographic

el ement having a ganma with an absol ute val ue of
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greater than 1 to produce a photographi c copy having
greater contrast than the original. Wen a photographic
copy having a |lower contrast than the original had to
be produced, then a photographic el enent having a gama
with an absol ute value of |less than 1 was used
(application as filed, page 2, lines 8 to 18).

It follows that the state of the art and, in
particul ar, docunent (1) did not foreshadow the use of
image formng units wwth a gamma greater than 1 for
produci ng i mage density ranges which are 0.1 to 0.9
times that of the original's inmage density range.
Consequently, the subject-matter of claim 11l involves
an i nventive step.

Claiml

The use of an image form ng unit having a ganma greater
than 1.5 will result in a recorded i mage density range
which is the sane as that of the original inage.

The prior art illustrated by docunent (5) taught the
use of a copy having a gamma of 1 with respect to the
original if the imge contrast had to correspond to the
light intensity grades of the real object, whichis
synonynous with the "matched-contrast scenario”; in

ot her words, the contrast of the copy is the sane as
that of the original imge (docunent (5), Chapter 9.5,
Sensitonetry of the copying process; page 494, left-
hand columm, lines 4 to 9).

According to the process of claim1l of the application
in suit however, at |east one of the imge-form ng
units has a gamma greater than 1.5.
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As docunent (5) required a gamma of only 1, and as
docunent (1) did not hint at an image-formng unit
having a gamma greater than 1.5 for obtaining the
mat ched-contrast scenario, the Board finds that the
subject-matter of claim1 also involves an inventive
st ep.

3.11 Therefore, the subject-matter of clains 11 and 1 neet
the requirenents of Article 56 EPC

4. Dependent clainms 2 to 10 and clains 12 to 22
There are no objections under Article 123(2) EPC since
clains 2 to 10 and 12 to 22 correspond to clains 2 to
10 and 13 to 23, respectively, as originally filed.
These groups of clains relate to particul ar enbodi nents
of i ndependent clains 1 and 11, respectively, and
derive their patentability therefrom

5. The description will have to be adapted to the new
clains before the Examning Division. This will allow a

check whether or not corrections of the | egends of
figures 5 and 6 are appropriate.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent with clains 1 to 22 of the

0408. D
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request submtted during the oral proceedings and a

description to be adapted thereto and drawings 1 to 7
as filed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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