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Summary of Facts and Subm ssi ons

The appel | ant | odged an appeal agai nst the decision of
the Exam ning D vision refusing the application
No. 09 904 485. 1.

The Exam ning Division was of the opinion that claiml
of the sole request of the applicant | acked an
i nventive step. The follow ng docunents were relied

on: -

D1: DE-C 3 602 563
D2: GB-A-1 138 011
D3: EP-A-0 046 327

1. In a comruni cation pursuant to Article 11(2) of the
Rul es of Procedure of the Boards of Appeal, objections
were raised to the clains of the request in force at
that tinme under the headings of adm ssibility of the
anmendnents, clarity and inventive step

L1l Oral Proceedings were held before the Board of Appea
on 5 February 1999.

| V. During the course of the oral proceedings, the
appl i cant anended his request to grant of a patent on
t he basis of an anended set of clains 1 to 4, claiml
of which reads as foll ows:

"A nmet hod of naking a docunent that is not faithfully
replicabl e by scanni ng-type copying devices, the

docunent using a visible original imge (10, 40)
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conprising art, pictures and/or inmage fornms nmade of
curvelinear |lines, dots and/or swirls, the nethod
conprising the steps of

determ ning the scanning pitch distance (p) and wdth
of the scanning |ines (36) of the copying devices;
producing a grid pattern of parallel lines (32) having
a pitch distance (d) mnutely nore or |ess than the
scanni ng pitch distance (p), the difference between the
pitch distance (d) of the parallel lines and the
scanni ng pitch distance (p) being within a range from
about one-half the width of the scanning |lines to about
one-half the scanning pitch distance (p); and
overlaying the grid pattern on the original inage to
produce on the docunent a printed i mage which conprises
the original inmage having a superinposed transmtted or
obstructed print pattern conformng to the grid pattern
and in which the print pattern normally is not

di scerni bl e by the naked eye, such that the origina

i mage and the printed i mage appear to the naked eye to
be generally the sane, the print pattern causing
visibly discernible interference (e.g., noire) patterns
and/ or false tones, colors or om ssions to be produced
in the printed image in copies of the docunent nmade by
t he copyi ng devices."

The applicant argued essentially as follows:

The cl osest state of the art is represented by D1 or
D2. The problemto be solved is to maintain the
appearance of the existing i mages on docunents, whil st
preventing counterfeit reproductions of those images.
In the nethods of the prior art, it is necessary to
provi de areas of the docunent which are solely printed
with lines intended to produce Miré fringes when
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copi ed on a scanning col our copier. This requirenment
restricts the freedom of the designer. Wilst the
drawi ngs of Figure 2 do not illustrate "art, pictures
and/ or imge forns nade of curvelinear |lines, dots
and/or swirls", this figure neverthel ess shows the
princi ple whereby distortion occurs in a reproduction.

Reasons for the Deci sion

Adm ssibility of the amendnents

Carity

0579.D

Claiml is restricted to the feature that the grid
pattern consists of parallel lines (32) having a pitch
di stance (d) mnutely nore or | ess than the scanning
pitch distance (p), the difference between the pitch
di stance (d) of the parallel lines and the scanning
pitch distance (p) being within a range from about one-
half the width of the scanning |ines to about one-half
t he scanning pitch distance. This feature is disclosed
in the application as filed as being an essentia
feature and is present at page 16, lines 10 to 13 of

t he published version of the application as filed. The
amendnments nade to the clains thus conply with the
requi renments of Article 123(2) EPC

Caiml refers to "determning the scanning pitch

di stance (p) and width of the scanning lines (36) of

t he copyi ng devices", thus rendering clear the
references in the claimto the scanning pitch distance
of the copier. In addition, the claimincludes all the
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features which are essential to achieving the desired
result, that is, to nake a docunent that is not
faithfully replicable by a scanning type copying
device, in particular the feature referred to in

par agraph 1. above.

The question of novelty has not been put at issue in
the present proceedings and, indeed, claiml is
rendered novel over the disclosures of the cited
docunents by the presence of the feature that a grid
pattern is overlaid on an original inage to produce on
the docunent a printed i mage which conprises the
original inmage having a superinposed transmtted or
obstructed print pattern conformng to the grid pattern
and in which the print pattern normally is not

di scerni bl e by the naked eye.

| nventive step

4.2

0579.D

The cl osest prior art is represented by docunent D2.

The problemto be solved starting fromthe disclosure
of this docunent is to allow the appearance of the

exi sting inmages on docunents to be retained, whil st
preventing counterfeit reproductions of those inages.
In the nethod of D2, as illustrated by Figure 15 of
this docunent, it is necessary to provide areas of the
docunment which are solely printed with lines intended
to produce Miré fringes when copied on a scanning
copier. This requirenent restricts the freedom of the
desi gner.
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According to the invention, this problemis solved in
that a grid pattern is overlaid on an original imge to
produce on the docunent a printed i mage which conpri ses
the original inmage having a superinposed transmtted or
obstructed print pattern conformng to the grid pattern
and in which the print pattern nornmally is not

di scerni bl e by the naked eye. The designer of the
docunent is thus freed fromthe necessity to provide
areas of the docunent solely bearing printed patterns

i ntended to produce interference patterns when scanned.
Instead, the interference patterns in a counterfeit
copy occur in the art, pictures and/or inage forns nmade
of curvelinear lines, dots and/or swirls which are
present on the docunent.

This solution is not suggested by the cited prior art.
The cl osest the prior art cones to nmaking such a
suggestion is the passage in D2 at page 5, lines 91 to
94 whi ch suggests "it is possible to conbine regular
line configurations even in representations of physica
obj ects such as portraits and scenes fromnature." This
passage i s, however, construed to nean that it is
nevert hel ess necessary to provide areas of the docunent
solely bearing printed patterns intended to produce
interference patterns when scanned, but that such areas
could forma part of an inage, for exanple, the
background t hereof.

The subject-matter of claim11 thus involves an
inventive step. Cains 2 to 4 are appendant to claim1
and simlarly involve an inventive step.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent with the follow ng docunents:
cl ai ns: 1 to 4 as presented during the oral

proceedi ngs;
descri ption: pages 1, 2, 3, 5, 6, 9, 12 to 17 and 19
according to the PCT publication; and
pages 4, 7, 8, 10, 11, 18, 20 as
presented during the oral proceedings;
dr aw ngs: as originally filed.
The Regi strar: The Chai r man:
A. Townend A. Burkhart
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