BESCHWERDEKAMMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROCPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMTS OFFI CE DES BREVETS

Internal distribution code:
(A [ ] Publication in QJ

(B) [ ] To Chairnen and Menbers
(O [X] To Chairnen

DECI SI ON
of 30 March 1999

Case Nunber: T 0063/96 - 3.2.2
Appl i cation Nunber: 86304097. 8
Publ i cati on Nunber: 0247260

| PC: A61B 3/10

Language of the proceedings: EN

Title of invention:
Apparatus for analysis and correction of abnormal refractive
errors of the eye

Pat ent ee:
Vi sx I ncorporated

Opponent :
01: Firma Carl Zeiss

02: Summt Technol ogy, Inc.

Headwor d:

Rel evant | egal provisions:
EPC Art. 54(2), (3), 56

Keywor d:

"Novelty (main request) - yes"

"I nventive step (main request) - no"

"Remttal to the first instance (auxiliary request)"”

Deci sions cited:

EPA Form 3030 10. 93



Cat chwor d:

EPA Form 3030 10. 93



9

Européaisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0063/96 - 3.2.2

DECI SI ON

of the Technical Board of Appeal 3.2.2

Appel | ant ;
(Proprietor of the patent)

Represent ati ve:

Respondent :
(Qpponent 01)

Respondent :
(Opponent 02)

Represent ati ve:

Deci si on under appeal :

of 30 March 1999

Vi sx | ncor porat ed
1150 Kifer Road
Sunnyval e, California 94086 (uUs)

M | hench, Howard Leslie
R G C. Jenkins & Co.

26 Caxton Street

London SWLH ORJ (CGB)

Firma Carl Zeiss
Pat ent abt ei | ung
73446 (Ober kochen (DE)

Summ t Technol ogy, |nc.
150 Col |l i dge Avenue
Wat ert own, Massachusetts (uUs)

Harvey, David Gareth

G aham Watt & Co.

Ri ver head

Sevenoaks Kent TN13 2BN (GB)

Deci si on of the Opposition Division of the

Eur opean Patent O fice posted 3 Novenmber 1995
revoki ng European patent No. 0 247 260 pursuant
to Article 102(1) EPC.



Conposition of the Board:

Chai r man: W D. Wi

Menber s: M G Noél
J. C M De Preter



-1 - T 0063/ 96

Summary of Facts and Subm ssi ons

Eur opean patent No. 0 247 260 was granted on 28 July
1993.

1. I n consequence of two oppositions filed by the
respondents agai nst the grant of the patent, the
Qpposition Division decided on 3 Novenber 1995 to
revoke the European patent for |ack of novelty of its
subject-matter with respect to docunent:

(3) EP-A-0 224 322 in connection with priority
docunent

(3b) GB-8 604 405 filed 21 February 1986

and/or for |ack of inventive step having regard, in
particular, to the conbination of docunents:

(1) "Photoablative reprofiling of the cornea using an
exci mer |aser: Photorefractive keratectony” by
J. Marshall et al., Lasers in Ophtal nol ogy,
volunme 1, No. 1, May 1986, pages 21 to 48; and

(2) WO A-86/02249

L1, The appel |l ant (proprietor of the patent) |odged an
appeal against the first instance's decision on
12 January 1996. A statenent of grounds was filed on
13 March 1996 to support the mai ntenance of claim1 as
granted (main request).

The respondent 1 (opponent 1) decided not to reply to
the appellant's statenent.
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The respondent 2 (opponent 2) replied by letter dated
19 Septenber 1996 and requested that oral proceedi ngs
be arranged.

Following a first communication by the Board issued on
15 May 1998 the appellant on 25 Septenber 1998, filed
an auxiliary request conprising three new i ndependent
clains 1, 9 and 13, the patent as granted being
mai nt ai ned as mai n request.

In a second conmmuni cati on sent on 29 Decenber 1998 and
annexed to the summons to attend oral proceedings, the
provi si onal opinion of the Board was that claiml1
according to the main request |acked novelty with
respect to docunment (3) within the nmeani ng of

Article 54(3) EPC. Instead, claim1l according to the
auxi liary request appeared to be novel. Subject to sone
formal anendnents to be made in the other independent
claims of the auxiliary request, it was the Board's
intention to remt the case back to the first instance
for further exam nation of the new i ndependent cl ai s,
the subject-matter of which had been renoved
substantially. In that view, oral proceedings could be
avoi ded provided that the respondent's request for ora
proceedi ngs be abandoned.

In response to the second comuni cation of the Board,
the respondent 2 decided to wthdraw its request for
oral proceedings and the respondent 1 inforned the
Board that it would not attend the oral proceedings.
The appellant replied by maintaining its viewas to the
novelty of claim1 according to the main request.

Oral proceedings were held on 30 March 1999 in the
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presence of the appellant only. At the oral proceedings

and in their witten subm ssions the parties argued as

foll ows:

(i) the appellant:

Docunent (3) is a state of the art within the
meani ng of Article 54(3) EPC. There is disclosed
"a display” in the paragraph at the bottom of
columm 24, but said paragraph has no counterpart
in the respective priority docunent (3b).
Therefore, the display disclosed in docunent (3)
with reference to Figure 24 is not entitled to
the priority date of docunent (3b) and,
consequently, not opposable to the novelty of
claim1.

In priority docunent (3b)(cf. in particular

page 17, lines 17 to 21) there is no nention of
any "display" or of any "nonitor" as a noun,

i.e. used as a visual control device. Instead, a
control and nonitoring unit is provided in order
"to nonitor"” (as a verb) the operation, using a
m croconputer, whereby reprofiling of the cornea
is effected between nmeasurenent operations.
However, a m croconputer does not require a

di splay to performthese operations and to
obtain the desired corneal profile. Further,
Figure 14 of document (3b) has very little in
comon with Figure 22 of docunent (3), which may
illustrate a subsequent devel opnent of docunent
(3b) but without the benefit of the priority
date. And even if docunent (3b) was held to

di scl ose a display, both the actually and
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desi red topographies of the anterior surface of
the cornea woul d not be displayed as required by
feature (e) of daiml in suit.

Si nce neither docunent (3) nor document (3b)
directly and unanbi guously di scl ose the

provi sion of a display, feature (e) of Claim1l
according to the main request nust be regarded
as novel .

Docunent (1) describes the clinical procedure of
phot orefractive keratectony (PRK) as being
premature. This docunent is specul ative and
actually contains no enabling disclosure but a
list of prerequisites, nost of which were
unobt ai nable at the time the docunment was
publ i shed. Therefore, the Qpposition D vision
failed to consider the teaching of docunent (1)
at the filing date of the opposed patent, which
results in an inadm ssi bl e ex-post-facto

anal ysi s.

Docunent (2) discloses a scanning keratoneter
provided with display neans for displaying
nmeasurenents of the actual topography of the
eye. To adapt such display neans to additionally
di splay the desired topography of the cornea and
to incorporate such topography determ ning neans
into the reprofiling systemaccording to
docunent (1) nust be regarded as a further ex-
post-facto reasoning. It results that claiml
cannot be derived froma conbi nation of the
precited docunments and, therefore, involves an

i nventive step.
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(ii) The respondent 2:

- The clear teaching in docunent (3) of nonitoring
paraneters which indicate the progress of a
reprofiling operation, inplies the display of
such paraneters in a visual display, the nore
because said nonitoring is done using a conputer
whi ch operates in dependence on the actual and
i deal topography data of the corneal shape.
Therefore, the subject-matter of claim11 | acks
novelty wth respect to the disclosure of
docunent (3).

- Docunent (1) only differs fromthe subject-
matter of claim1l according to the mai n request
by feature (e), that is by display neans for
di spl ayi ng the actual and desired topograhies.
Si nce docunent (2) discloses the provision of
di splay neans in a scanni ng keratoneter for
measuring and nonitoring the condition of the
cornea during PRK operation, this technique is
al so relevant to other ophtal no procedures,

i ncludi ng that proposed in docunent (1) or in
the contested patent as well. Therefore, the
subject-matter of claim1 is rendered obvious by
the consideration of docunents (1) and (2).

The appellant, at the end of the oral proceedings,
requested that the decision under appeal be set aside
and that the patent be maintained as granted (nain
request) or on the basis of clains 1 to 13 as submtted
by letter of 25 Septenber 1998 (auxiliary request).

The respondent 2, in its witten subm ssions, requested
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that the appeal be di sm ssed.

Claim1 according to the main request reads as foll ows:

" Opht al nol ogi cal apparatus for correctively inproving

optical properties of an eye by scul pturing the

optically used central area of the anterior surface of

the cornea to achieve a requisite change in the

curvature thereof, said apparatus conprising:

(a)

(b)

a digital conputer; and

conputer controlled automatic | aserscul pturing
means for directing laser radiation to the
optically used central area of the anterior
surface of the cornea, the |laser radiation being
such as to be capable of selectively ablating the
anterior surface of the cornea by

phot odeconposition with penetration into the
stroma and volunetric renoval of corneal tissue;

and sai d apparatus being characterized by the provision

of :

(c)

(d)

nmeans connected to said conmputer for determ ning
t he actual topography of the anterior surface of
the cornea and for entering correspondi ng
digitized actual topography data into storage in
sai d conputer

nmeans connected to said conmputer for enabling

digitized output data corresponding to a desired
t opography of the anterior surface of the cornea
to be entered into storage in said conputer; and



-7 - T 0063/ 96

(e) display nmeans connected to said conputer and
arranged to provide a conputer-aided and
coordi nated di splay of the actual and desired
t opogr aphi es;

and by virtue of the arrangenent being such that in
operation of the apparatus the |aser radiation of said
| aser-scul pturing neans is automatically controll ed by
said conmputer in dependence upon the actual and desired
t opography data in said conputer storage so as to
effect a scul pturing volunetric renoval of tissue from
the optically used central area of the anterior surface
of the cornea in order to achieve a change in the
curvature thereof away fromits actual topography and
towards its desired topography.”

Reasons for the Deci sion

2.1

1265.D

The appeal is adm ssible.

Novelty (main request)

Wth respect to novelty docunents (3) and (3b) have to
be considered as a state of the art under the provision
of Article 54(3) EPC

The Board has been convinced by the argunments submtted
by the appellant during the oral proceedi ngs and
summari sed i n above point VII(i). The term"nonitor"
nmentioned at several occasions in docunent (3) and
associ ated priority docunment (3b) always refers to the
function of controlling or checking the operation of
the system by mai ntaining a regular surveillance of the
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sanme. This function generally expressed by the verb "to
nmonitor" or "nonitoring"” (see docunent (3), columm 5,
l'ine 33 and colum 10, line 47; docunent (3b), page 5,
line 7 and page 17, line 15) is perfornmed by the
conput er but does not necessarily inply the provision
of a display device as such, whereas feature (e) of
claiml1 in suit refers specifically to a display used
as a visual control device ("a nonitor" as a noun) for
performng the function. Therefore, feature (e) is not
directly or unanbi guously derived from i.e. not
inmplicitly disclosed by docunent (3). Consequently, the
subject-matter of claim1 is novel within the neaning
of Article 54(3) EPC

Docunent (1) relates to photorefractive keratectony and
di scl oses (cf. in particular right-hand col ums of
pages 23 and 46) an ophtal nol ogi cal apparatus havi ng
all features recited in claiml1l, excepted feature (e),
as was accepted by the appellant too. As a matter of
fact, docunent (1) does not describe any display, stil

| ess "di splay neans for providing a conputer-aided

di spl ay of the actual and desired topographies of the
cornea" so that, again, the subject-matter of claim1l
is novel also within the neaning of Article 54(2) EPC

I nventive step (main request)

Docunent (3) being irrelevant for the assessnent of

i nventive step of the subject-matter of claiml in the
meani ng of Article 56, second sentence EPC,

docunent (1) is regarded as the closest prior art.

Wth respect to docunent (1), the only distinguishing
feature (e) of claim1l1 represents the contribution to
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the solution of the problem addressed in the patent
(cf. colum 4, lines 5 to 9) of providing a conputer-
ai ded neans for determ ning the nature and extent of
refraction-corrective corneal surgery required to
achi eve emmetropia of an eye to be corrected.

According to feature (e) display neans are connected to
the conputer and arranged to provide a display of the
actual and desired topographies. According to Figure 1
of the patent, these neans correspond to an additiona
CAD/ CAM di splay referred to in nodule D for receiving,
fromnodule A digitized neasurenent data of the actua
t opography of the corneal surface and, from nodule E
digitized data of the desired or idealized topography
of the sane (cf. colum 6, lines 47 to 55). Therefore,
feature (e) allows for a direct visual conparison

bet ween the idealized and the neasured eye along the
neridian selected for profile display (cf. colum 7,
lines 20 to 29).

Docunent (1) reconmends to exploit the extrenely
prom sing potential of photorefractive keratectony
(PRK), in particular in ternms of accuracy for
controlling corneal tissue renoval, although the

i ntroduction of PRK as a clinical procedure was
regarded as still premature at this tine.

However, docunent (1) discloses all the prerequisites
whi ch are necessary for performng said procedure, in
particular all essential neans the ophtal nol ogi ca
apparatus shoul d incorporate, sone of which are
nmeasuring and conputing neans for appropriately
calculating the desired correction, starting from
preoperative neasurenents. It is of mnor inportance
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that the nmeans proposed in docunent (1) are generally
di sclosed in terns of their functions since claim1lis
not nore specific either ("nmeans for"). Consequently,
the subject-matter of claim1 under appeal only differs
fromthe disclosure of docunent (1) by the provision of
di spl ay neans according to feature (e)(see al so

poi nt 2.2).

Docunment (2) discloses (cf. Figure 1) a scanning
keratoneter conprising a m croconputer and having

di spl ay neans 22 for the display of data and contro
information (cf. page 5, lines 1 to 8). Mbst
commercially available keratoneters are criticized in
docunent (1) as not being sufficiently precise when
measuri ng corneal refraction errors. This criticism
however does not apply to the keratoneter disclosed in
docunent (2) which has the advantages of speed, ease of
use, accuracy and | ow cost, and therefore allows for
rapi d and accurate neasurenent and mappi ng of the
corneal curvature. This known keratoneter may not only
be used during a nunber of ophtal mc surgica
procedures for the purpose of nonitoring the condition
of the cornea but also for other purposes such as, for
exanpl e, for neasuring and/or nonitoring w dth and
depth of incisions made in the cornea, e.g. during
radi al keratotony |asering (cf. page 16, second

par agr aph).

It is true that the scanni ng keratoneter according to
docunent (2) is suggested to be used mainly for

di spl ayi ng a topographic representation of the eye from
nmeasur enent val ues. However, whenever the eye
measurenents remain within a set range, a nunber of
scan are made and poi nts of any successive scan may be
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conpared with the correspondi ng point on the previous
scan (cf. bottom of page 13 and top of page 14). In
such cases, the displayed topography can be said to
correspond to desired values. In the Board's view, it
is close at hand for a person skilled in the art to
make use of the display neans at disposal in

docunent (2), in the nost appropriate way, in
particular to display both the actual and the desired
t opographi es of the cornea from neasured and desired
val ues provided by the procedure recommended in
docunent (1).

For these reasons the Board is satisfied that the
subject-matter of claim1 according to the nain request
i's rendered obvious having regard to the teachings of
docunents (1) and (2) in conbination. As a conseguence,
the provisions of Article 56 EPC are not fulfilled.

Auxi | i ary request

| ndependent clainms 1, 9 and 13 according to the
auxiliary request are forned by conbining different
features taken fromthe dependent clains of the main
request. In particular, independent clains 1 and 13

i ncorporate previous clains 6 and 8 rel ating
respectively to thickness neans connected to the
conmputer for determ ning the thickness of the cornea at
different | ocations (nodule B) and for storing the
corresponding data into the conputer (nodule C) as well
as nmeans for providing a conparative display of the
measur ed topography and thickness data in relation to a
correspondi ng i ntegrated data-bank experience

(rmodul e F).
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By the subm ssion of these new clains, the subject-
matter of the present invention has now been noved

t owar ds new conbi nati ons of features which have not yet
been exam ned by the first instance. Therefore, the
Board considers it appropriate to make use of its power
conferred by Article 111(1) EPC to remt the case to
the Opposition Division for further prosecution on the
basis of the clains according to the auxiliary request.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Opposition Division for
further prosecution on the basis of clains 1 to 13
submtted by letter of 25 Septenber 1998.

The Regi strar: The Chai r man:

S. Fabi ani W D. Wi ld
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