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The respondent is proprietor of European patent
No. 0 437 291.

The patent was opposed by the appellant on the ground
of lack of inventive step (Article 100(a) EPC). The
opposition division rejected the opposition in a
deci si on di spatched on 11 Decenber 1995 having regard
to the foll owi ng docunents:

D2: JP-1-18 747 B2 with English translation (and)

D4: US-A-4 551 292

and two ot hers docunments D1 and D3.

The two i ndependent Clains 1 and 3 read as follows

"1l. Method for manufacturing a catheter, conprising
manuf acturing a tube-like basic body (2) with a centra
channel, arrangi ng a connecti ng nenber (5) on a
connecting end thereof, formng a tube-like end portion
(3) with material properties different fromsaid basic
body (2) on the other end of said basic body (2), by

i njection noul ding, said end portion (3) during formng
being injected in liquid formdirectly onto said basic
body (2), characterised in that during injection in
liquid formof the end portion (3) onto the basic body
(2), a flow of heated, liquid plastic for formng the
end portion (3) is supplied in a position adjacent the
connecting end surface and against this surface.”

"3. Device for manufacturing a catheter, conprising an



1716.D

S o T 0124/ 96

i njection nmoulding device with a die (9,10) which has a
moul d cavity (12) defining an end portion of the
catheter, a feed channel (15) leading to said nould
cavity (12) for feeding heated, nolten plastic under
pressure to said nmould cavity (12), wherein connected
to said nould cavity is a recess (14) for enclosed
arrangi ng of an end of a basic body (2) for a catheter
and wherein a mandrel (13) extends fromthe end of said
moul d cavity (12) lying opposite said recess (14),
through said nould cavity into said recess, which
mandrel defines an axial channel of said end portion,
characterised in that at |east a portion (16) of the
feed channel debouches close to the recess (14) such
that liquid heated plastic flowng out if this feed
channel (15) is directed against the end surface (17)
of a catheter basic body (2) arranged in said recess
(14)."

On 3 February 1996, the appellant (opponent) filed an
appeal and paid the appeal fee on the sane day. The
statenent of grounds was filed on 10 April 1996.

The response of the respondent (proprietor) dated
19 August 1996, was answered by the appellant with
letter of 2 January 1997.

Al t hough not explicitly stated, the Board admtted that
the appell ant requested to set aside the decision under
appeal and to revoke the European patent in its
entirety.

The respondent (proprietor of the patent) requested
that the appeal be dism ssed and the patent be
mai nt ai ned i n unanended form In the case, however,
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anmendnent or revocation of the patent were envi saged,
oral proceedi ngs were requested.

V. The appel |l ant presented the follow ng argunents:

The subject-matter of Aaiml1l did not involve an
I nventive step on the basis of the docunents D2 and DA4.

Docunment D2 disclosed the features of the catheter
specified in daiml and further showed in Figure 3 how
to join by injection noulding the connecting nenber to
the one end of basic body. The skilled person would
apply the injecting noul ding process disclosed in
docunent D2 to the nethod of joining the tube-like end
portion to the connecting end surface of the basic body
di scl osed in docunent D4. The hand drawings a to d
annexed to the grounds of appeal, denonstrated the
sequence of routine steps the skilled person would have
to performwhen follow ng this obvious path. Mre
particularly, the skilled person would recognize that
docunment D4, in Figures 4A and 4B and lines 12 to 15

di scl osed the process of injection noulding to obtain
the junction and that obviously the nould for

manuf acturing the catheter should have an outer
cylindrical inner surface fitting on the main body of
the catheter. To the question of how to inject the
material the answer was obviously given in Figure 3 of
docunent D2 in that the skilled person wll inject the
material exactly onto the mddle portion of the free
end surface of the catheter's nmain body.

VI . The respondent presented the foll ow ng argunents:

Caiml did not contravene the requirenents of

1716.D N
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Article 100(a) in view of Article 56 EPC. The argunents
of the appellant did not answer the question why the
skill ed person woul d combi ne the teaching of the
docunments D2 and D4. The main difference of the nould
according to docunent D2 was that the obtained outer

di anmeter was necessarily larger than that of the basic
body which was contrary to the fact that the dianeter
at the junction should be the sane for the basic body
and the end portion.

Reasons for the Deci sion

1

1716.D

The appeal is adm ssible

The Board is satisfied that none of the cited docunents
di scl oses a nethod (and a device) for manufacturing a
catheter conprising in conbination all the features
specified in daim1 (and 3).

Since this has not been disputed by the parties, there
is no need for further detail ed substantiation.
Consequently, the subject-matter set forth in Caim1l
is novel within the neaning of Article 54 EPC

A generally encountered problemw th the manufacturing
of a soft catheter is to join a soft tip end (tube-like
end portion) to the distal end of basic-body of the
catheter, so that the risk of internal injury during
use is to a | arge degree excluded.

O the cited prior art, only docunent D4 relates to a
junction of the type nentioned above in which a soft
def ormabl e end portion is forned on the connecting end
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surface of the basic body. This prior art, however,

di scl oses a nethod in which the tapered distal end of
the basic body of a high duroneter pol ypropylene is
inserted into a suitable nould to which a soft plastic
of a |ower duroneter is added (see colum 5, lines 3 to
37). The resulting tubular end of soft plastics is
finally defornmed under heat into the desired ground
non-traumati ¢ shape.

The problemto be solved by the patent in suit is to
provide a nore efficient manufacturing nethod.

The solution according to Caim1l of the patent in suit
Is based on the principle that noulding is carried out
by injection noulding of a heated liquid plastic, a

fl ow of which being supplied adjacent the connecting
end surface of the basic body and agai nst this surface;
consequently this surface is well heated and its
material is fused with the soft material of the end
portion. A good junction of the two naterials is made
at the connecting end surfaces and the final shape of
the end portion is obtained wthout additional formng
st ep.

Docunent D2 di scl oses a catheter which is provided at
its distal end with a sealing nmatter B not having a
tube-1like cross-section, since it should performa
sealing function (see page 2 of the translation, the
part: "Prior Art and Problens”, lines 1 to 7; page 4,
and part: "(1I1l) Detail description of the invention",
lines 1 to 7). Therefore, this docunent does not relate
to the above problemof joining a tube-like soft tip
end at the distal end of a harder basic body of the
catheter and is unable to suggest, for this reason, any



1716.D

_ 6 - T 0124/ 96

solution to the skilled person.

The nmethod to join the connecting nenber to the basic
body at its proximal end disclosed in docunent D2 can
al so not guide the person to the subject-matter of the
patent in suit.

The connecting nenber usually consists of a plastic
material which is nore rigid than the material of the
basic body and is joint to the basic body by encl osing
its end portion. Consequently, the juncture of these
two el enents is achieved by a conbi nati on of nechanica
shrink fit and welding. In contrast thereto, the distal
tip according to the patent in suit consists of a
material which is softer than the material of the basic
body and its dianeter nust fit the dianmeter of the
basic body at its juncture therewth.

This essential difference would prevent the skilled
person searching in the state of the art for a solution
to the basic problemof the patent in suit fromeven
consi dering docunent D2. If he nevertheless did so, he
woul d not yet arrive at the subject-nmatter of the
patent in suit but would have to considerably nodify

t he nmoul d di scl osed in docunent D2 and direct the feed
channel to the head face of the basic body.

Foll owi ng the considerations in the paragraphs 3 to 6
above, the docunents D2 and D4 cannot chal | enge the
fact that the subject-matter of the independent
Clainms 1 and 3 involves an inventive step as required
by Articles 52(1) and 56 EPC
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O der

For these reasons it is decided that:

1. The appeal is dism ssed
The Regi strar: The Chai r man:
S. Fabi ani W D. Wil
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