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Summary of Facts and Subm ssi ons

1474.D

The appel | ants (opponents) | odged an appeal against the
deci sion of the opposition division nmaintaining the
present patent in amended form

In the above-nentioned decision, the opposition

di vision held that the subject-matter of clains 1 to 35
were novel and inventive over all the cited docunents.
Docunent D5 (DE-A-31 45 127) was considered to disclose
the cl osest prior art.

The i ndependent clains 1 and 14 as nmi ntai ned accordi ng
to the decision under appeal read as follows (the
identification of features is as used by the opposition
division in the appeal ed decision, claim1 being
identical to claim1l as granted, claim14 resulting
fromanended claim 14 as granted):

Caiml

"A nmethod of producing a |ight nmask for bal ancing |ight
transmtted to a display area (14, 16, 18) of an
i nstrunent conprising the steps of

(a) obtaining an inmage of an area containing at |east
part of the display area (14, 16, 18);

(b) defining an array of inmage areas, each of which
i mage areas conprises part of the obtained inmage;

(c) obtaining at least one illum nation val ue
representative of light intensity for each of the
i mage areas;
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(d)

(e)

()

(9)

(h)

(i)
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selecting a threshold illumnation |evel, imge
areas having an illum nation val ue or val ues above
the threshold illum nation | evel being selected
for maski ng;

determ ning an attenuation value for each of the
i mge areas in dependence upon the obtained
illum nation value or values and the reference
illum nation val ue;

determning the Iight attenuation properties of
t he maski ng to be used,;

determ ning the anount of masking required for
each of the image areas on the basis of the
determ ned attenuation value and the |ight
attenuation properties of the masking to be used;

generating masking data for the production of a
i ght mask on the basis of the anmobunt of masking

required for each image area; and

producing a light mask fromthe masking data."

Claim 14

"Apparatus for producing a |ight mask for bal anci ng

light transmtted to a display area (14, 16, 18) of an

i nstrument conpri sing

(a)

(b)

a canera (52) for obtaining an i mage of the
di spl ay area,;

i mage processing neans (54, 56) for formng a
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(c)

(d)

(e)

()
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plurality of inmage areas, each of which imge
areas conprising part of the inmage;

eval uating neans (54, 56) for obtaining at | east
one illumnnation value representative of |ight
intensity for each of the inmage areas;

means (56, 58) for selecting a threshold
illumnation | evel, imge areas having an
illumnation value or val ues above the threshold
illum nation val ue being selected for masking;

a processor (56) for determ ning an attenuation
val ue for each of the inage areas in dependence
upon the obtained illum nation value or val ues and
the threshold illum nation |evel, and being
adapted to determ ne the anount of masking

requi red for each of the areas on the basis of the
attenuation value and the |light attenuation
properties of the masking used;

generating neans (56) for generating maski ng data
for the production of a light mask fromthe
maski ng data."

Caim1l1l4 is the result of an anmendnment to claim 14 as

granted in that in feature (d) the word "sel ecting”

replaces the word "obtaining”" in claim1l4 as granted.

Moreover, the set of clains as maintai ned according to

t he deci sion under appeal included two i ndependent

clains (clains 26 and 31) directed to "a coverlay for

covering the display area of an instrunent”.
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In the grounds of appeal which were filed in tine the
appel l ants contested the decision and requested it to
be reversed. After a response fromthe respondents who
def ended the deci sion of the opposition division and a
further letter each fromthe appellants and the
respondents the Rapporteur on behalf of the Board in a
conmuni cation pursuant to Article 11(2) of the Rul es of
Procedure of the Boards of Appeal expressed the opinion
that the decision of the opposition division possibly
was not correct. It was agreed in that conmunication
that claim1l stated that a threshold |l evel had to be
"sel ected", but it was al so observed that the claim

i nvol ved the possibility to choose a threshold | evel
corresponding to the least lit part. It was pointed out
that the expression "least lit part" as used in the
patent (considered as a whole) had a specific neaning.
From the description of the patent, the inpression
arose that the threshold | evel should be selected so
that it equalled the level of the least |lit part of the
di splay area of interest. That area of interest was
apparently the area where there were graphic synbols.
Thus it appeared that according to the present patent
the intention was to select the said reference or
threshold level in the way that the display area of
interest was evenly illum nated, for which purpose the
least |it part of said area of interest was chosen as
the reference area. This, however, neant that parts of
the display which did not contain graphic synbols were
di scarded by the operator and not considered for the
sel ection of the threshold | evel, because such parts
were covered by an opaque | ayer and no |ight could
penetrate therethrough. It would, therefore, be obvious
for a skilled person having regard to D5 not to

consi der parts of the display covered by an opaque
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| ayer.

Since the opposition division had considered that
mainly this step of selecting the threshold |evel
contributed to the inventive step of claim1l1, the Board
expressed the prelimnary opinion that on the above
argunments the nethod according to claim1l appeared
rather to be obvious to a skilled person. Also the

subj ect-matter of the correspondi ng apparatus claim 14
was considered to be obvious to a skilled man.

Wth a letter filed on 11 May 1998 the respondents
filed five auxiliary requests, each of which was based
on a set of different clains. In the letter the
respondents criticized the | anguage in the Board's
communi cati on whi ch appeared to indicate that a fina
deci sion had al ready been taken. The Rapporteur's
coments appeared to be nothing nore than an attenpt to
di scredit the opinion reached by the opposition
division and it appeared that the rapporteur had
totally ignored the respondent's argunents.

In the oral proceedings, held before the Board on

16 June 1998, the respondents in addition to the clains
of the Main request (the anended cl ai ns as mai nt ai ned
by the opposition division) put forward further anended
clainms 1 and 14 according to appendix 4, filed on

11 May 1998, as the basis of a First auxiliary request
and, noreover, filed clains 1 and 14 of a Second
auxi |l iary request.

The first part of claiml1l of the First auxiliary
request (the introductory sentence of the claimand the
features a to c) is identical to claiml of the main
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request (see under | above), the features d to i read
as follows (words in bold are additions and words

wi thin parentheses are deletions in conparison with the
correspondi ng features of claiml1 of the main request):

(d) selecting a threshold illum nation |evel,
sel ecting image areas having an illum nation val ue
or val ues above the threshold illum nation val ue

(being sel ected for nmasking);

(e) determning an attenuation value for each of the
sel ected i nage areas i n dependence upon the
obtained illumnation value or val ues and the
threshold (reference) illum nation val ue;

(f) determining the |ight attenuation properties of
t he maski ng to be used,;

(g) determning the amount of masking required for
each of the selected i mage areas on the basis of
t he determ ned attenuation value and the |ight
attenuation properties of the masking to be used,;

(h) generating masking data for the production of a
[ ight mask on the basis of the ampbunt of masking
requi red for each selected i nage area; and

(i) producing a |light mask fromthe maski ng dat a.
Caiml of the Second auxiliary request is
di stinguished fromclaiml of the First auxiliary

request in that in the beginning of the claimit is
made clear that the claimis directed to

1474.D N
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A nethod for producing a coverlay for covering a
di spl ay area (14, 16,18) of an instrunment conprising
(the steps...).

At the end of this claim (after feature i of claim1 of
the first auxiliary request) the following features are
added:

- providing a coverlay including a substantially
transl ucent sheet (28) and one or nore graphic
synbols (26) on a first surface of the sheet;
covering the areas of the sheet not covered by
graphic synbols with a | ayer of opaque material;
and

- applying the light mask to the coverl ay

Claim14 of the Second auxiliary request is in
conmparison with claim 14 of the Miin request directed
to an

Apparatus for producing a coverlay for covering a
di splay area (14,16,18) of an instrunent conprising...

Features a to c of this claimare identical to the
correspondi ng ones of claiml1l of the Main request.
Features d to f and an additional feature mare worded
as follows (words in bold are additions and words

wi thin parentheses are deletions in conparison with the
correspondi ng text of claim 14 of the Miin request):

(d) neans (56,58) for selecting a threshold
illumnation | evel, neans for selecting inmage

areas having an illum nation value or val ues above
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the threshold illum nation |evel (value being

sel ected for masking);

(e) a processor for determ ning an attenuation val ue
for each of the selected i mage areas in dependence
upon the obtained illum nation value or val ues and
the threshold illum nation |evel, and being
adapted to determ ne the anount of masking
required for each of the selected i mage areas on
the basis of the attenuation value and the |ight
attenuation properties of the masking used,

(f) generating neans (56) for generating masking data
for the production of a light mask fromthe
maski ng data; and

(m light mask applying nmeans for applying the |ight

mask to the coverl ay.

In the oral proceedings the parties argued as foll ows:

Respondent s:

In order to understand the advantages of the invention
it is necessary to know sonething of the way the |ight
masks were produced before using conputers as according
to the invention. In fact the process had been nanua

in the sense that light intensity nmeasurenents had been
made and thereafter a provisional mask had been nade up
manual |y by an operator who covered parts of a

transl ucent sheet with an opaque paint to reduce |ight
penetration. This process had been repeated as many
times as necessary to get an acceptable |ight mask for
the display. The tinme needed for such a process had
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been up to two weeks. The production of the Iight mask
according to the patent on the other hand only took two
to three mnutes.

The reasoni ng under the second point in the

comruni cati on of the rapporteur concerning the

sel ection of the "threshold illum nation | evel"™ was not
fair, since it related to the enbodinent in the
description and did not take into account the wording
of claim1, which in fact nmade clear that the selection
was a "free selection" of the threshold | evel and did
not relate to the least |it part of the display area
concerned. Al so, the description of the patent
specification supported the "free selection”. In
particular it is stated (cf. page 4, lines 49 to 51 in
the present patent) that it is possible to "anend the
chosen threshold level, if necessary, so that it

mat ches the level of illumnation of this least |it
part". This teaching is different fromthe one of D5,
wherein there is no free choice of area to be nmasked
and no "free selection" of the threshold |evel.
According to this docunent the whole display area is
masked. D5 discloses a gap between the Iight mask 7 and
the display area 10 (Figure 1) which requires bal anci ng
of the whol e display. Thus, D5 teaches that under al
circunstances the least lit part of the whol e display
shoul d be used as the threshold level. This is
different fromthe teaching of the patent which teaches
that the threshold level is selected according to
preference and does not need to be equal to the |evel

of the least lit part of the display area.

Appel | ant s:
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The wording of claiml, feature (a), is such that it

al so covers the possibility of obtaining an i mage of an
area containing the whol e display area, because the
expression "at | east part of the display area"” clearly
i nvol ves this possibility. However, also D5 discloses
this possibility. Mreover, also feature (d) according
toclaiml1 is disclosed by D5, since D5 teaches that a
sel ection has to be nade anong the inmage areas (pixels)
to find the least lit part of the display area. This
is, as clainmed by the present patent, also a selection
according to preference.

Caim 14 corresponds to claiml1. It is obvious for a
skill ed person having regard to D5 to use a TV canera
for obtaining an i mage of the display area. It is,
noreover, pointed out that D4 (US-A-4 889 425, see e.g.
abstract) discloses the fact that a TV canera can be
used for indicating light intensity of an imge area.

Clains 1 and 14 of the First auxiliary request do not
nmeet the requirenents of Article 123 in that they no

| onger state that the inmage areas are selected "for
maski ng" (feature d). Also the second auxiliary request
does not neet these requirenents, since the features
added to the clains in conparison to the clains of the
mai n request, i.e. the last feature "applying the light
mask to the coverlay” according to claim1 and "Ilight
mask appl yi ng neans" according to claim 14 are not

di scl osed in the patent.

Respondent s:

The view of the appellants that the teaching of D5
could be read onto claim1l is contested. Db does not
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show that only part of the display area can be used for
obtai ning an i mage of an area. It discloses that the
whol e area is considered. According to the invention
the selection is free, i.e. the operator can al ways

sel ect exactly the threshold | evel he considers to be
suitable and is not bound to the least lit inage area
(e.g. pixel). None of the cited docunents discloses
this special "selecting feature" of the invention and
the patent, therefore, has an inventive step.

The clains of the first alternative are clear, since it
is clear fromthe wording of the clains as a whol e that
the said image areas are selected for nmasking. No
coments on the clains of the second auxiliary request
are nmade.

The party to the proceedings as of right:

The argunentation of the appellants is in principle
support ed.

The appel l ants requested that the decision under appea
be set aside and that the European patent be revoked.

The respondents requested that the appeal be dism ssed
(main request), subsidiarily to set aside the decision
under appeal and to nmaintain the patent in accordance
Wi th the decision under appeal but as anended accordi ng
to appendix 4 filed on 11 May 1998 (First auxiliary
request) or as anended according to appendi x 6
submtted in the oral proceedings before the Board
(Second auxiliary request).

After deliberation by the Board the Chairnman gave the
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fol |l ow ng deci sion:

The debate is closed. For the tine being no further
subm ssions will be accepted. The decision is reserved.

Reasons for the Deci sion

1

The appeal is adm ssible.

Mai n Request

1474.D

It is common ground that the teaching of docunent D5
represents the closest prior art, since this docunent

di scl oses nost of the features of claiml. In fact, in
t he proceedi ngs before the opposition division as well
as before the Board only features (a) and (d) have been
the key features which have been differently
interpreted and the inportance of which has been
differently evaluated during the various stages of the
pr oceedi ngs.

The opposition division cane to the conclusion that D5
nei ther disclosed the selection of a part of a display
as expressed by feature (a) of claiml1, nor the
selection of a threshold illum nation |evel and the
succeedi ng sel ection of inmage areas having an

i 1lum nation value or val ues above the threshold for
maski ng as expressed by feature (d) of claiml.
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In their argunentation before the Board the appellants
expressed the opinion that the wording of claim1l was
such that feature (a),

"obtaining an i mage of an area containing at |east part
of the display area",

al so covered the case of the whole display area being
contained in the said "inmage of an area". Therefore, in
fact, feature (a) could be read onto the teaching of D5
whi ch di sclosed that an illumnation distribution and
an "imge of an area" for the whole display area was
obt ai ned. The Board agrees with this interpretation of
the wording. Al so the respondents appeared to agree to
this. They, however, were of the opinion that this
speci al case of the feature should not be regarded in

i solation but had to be seen in the context of the
whol e feature, which provided the possibility to obtain
an area contai ning any part of the whole display area,

i ncl udi ng the whole area. Nevertheless, the Board is of
the opinion that where feature (a) of claim1 reads
onto the nethod taught in D5 of obtaining an i nage of
an area containing the whole display area, it does not
avoid lack of novelty that feature (a) al so covers
enmbodi nents not di sclosed in D5.

The appel |l ants, noreover, in their argunentation
suggested that feature (d),

"selecting a threshold illum nation | evel, inmge areas
having an il lum nation val ue or val ues above the
threshold illum nation | evel being selected for
maski ng",

.
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al so read onto the teaching of D5. The appellants
submtted that the illum nation threshold |evel
according to D5 was al ways chosen to be the
illumnation |level of the least lit part. However, this
choice also inplied the selection of a threshold | evel
fromall the pixels on the display and the preference
value to be selected was the illumnation |evel of the
least |it part of the display.

The Board is of the opinion that the interpretation
made by the appellants is correct, since the wording of
claim1l does not nmake clear that "selecting a threshold
illumnation | evel” according to feature (d)
necessarily neans a "free selection"” of the threshold

| evel as has been argued by the respondents during the
proceedi ngs before the Board, i.e. that the
illumnation | evel necessarily nust be chosen to lie
bet ween the maxi mum and the mninmumillum nation | evels
occurring across the part of the display area sel ected
under feature (a), but even if so, it covers also
choosing an illum nation | evel corresponding to the
least |it part of the display.

Since the Board al so agrees to the argunents of the
appel l ants regarding the other features of claim1l (see
deci sion of the opposition division, page 9 to 11 to
features b, ¢ and e to i), it appears that claim1 can
be read onto docunent D5 in the case that the whole

di splay is chosen under feature (a), which is a

pref erabl e choice according to the description of the
patent (cf. page 2, lines 46 to 49), and the
illTumnation level of the least lit part of the display
is selected as threshold under feature (d). The Board,
therefore, is of the opinion that claim1l does not neet
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the requirenents of Articles 54(2) EPC, in that one
possi bl e enbodi nent covered by claim11 is disclosed by
docunent D5.

It is noted that the opposition division too

acknow edged that claim 1l covered the possibility of
the threshold | evel being equal to the illumnation

| evel of the least |it part and that in a case in which
additionally the whol e di splay was chosen under

feature (a) a |ight nmask as such as identified in
claim1 mght be anticipated by D5. The opposition

di vi sion, however, pointed out that claim1 referred to
"A nmet hod of producing a |ight nmask”™ and not the |ight
mask as such. The nethod of claim1 was considered to
be novel having regard to the teaching of D5 because
according to claiml the threshold level resulted from
a selection step which was not disclosed in D5 and
because the illumnation |level of the least lit portion
in D5 was not a selectable threshold. In the appeal ed
deci si on the opposition division stated:

"Even in the special case in which the resulting
products of the nethod of claim1l and D5 are equal and
in which the selected threshold level is equal to the
mnimumillumnation level, the nmethod of claim1l is
regarded as being novel because the resulting product
I's obtained by a nethod which conprises the selection
steps as specified in features (a) and (d) which are
not di sclosed in D5".

The Board cannot agree to this view. On the contrary it
feels that in this special case the nethod disclosed in
D5 falls within the scope of claiml1, i.e. protection
i's sought for sonething that is disclosed by the prior
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art. The Board considers that claim1 in fact clains
protection for a bundle of parallel nethods, which are
di stingui shed from each other by the choice of the
"part of the display area"

and the selectable "threshold illum nation level". This
broad bundl e of alternative nethods, however, also

i ncludes, |ike the nethod according to docunent D5, the
one of obtaining an i mage of an area containing the
whol e di splay area according to feature (a) and
selecting as threshold the illumnation | evel of the
least |it part of the display area according to

feature (d). Thus, the teaching of D5 destroys the
novelty of the subject-matter of claiml.

Thus the main request in its entirety has to be
refused.

First Auxiliary Request

The Board considers that the subject-matter of claim1l
of the first auxiliary request (see under IV.1 and | in
Facts and Subm ssions) is identical in substance to the
subject-matter of claim1 of the main request and,
therefore, this claimshould be rejected for the sane
reasons as the one of the main request.

The consequence of this is that the first auxiliary
request has to be refused in its entirety

Second Auxiliary Request

1474.D

The appellants in the oral proceedi ngs pointed out that



1474.D

- 17 - T 0162/ 96

the |l ast feature of the nethod claim1 of the second
auxiliary request and that of the apparatus claim 14 of
the sane request, i.e. "applying the light nmask to the
coverlay" and "light mask applying neans for applying
the light mask to the coverlay", respectively, did not
meet the requirenents of Article 123(2) EPC as no such
step or feature was nentioned in the description and
clains originally filed. The respondents stated that
they did not have any comments in respect of this

I ssue.

The |ight mask as such is described on page 3, |ines 48
to 52 of the disputed patent. It is made clear therein
that the light mask is the third | ayer 34 of the
coverlay shown in Figure 3. In the first conplete

par agraph on page 4 of the patent specification it is
st at ed:

"The light mask is screen-printed froma stencil which
I s produced photographically fromartwrks of the type
shown in Figures 6 and 7. Methods such as this are well
known and wll not be described in detail here".

At line 19 on page 6 it is stated:

"At the host 60, the data in the output file is used to
create an artwork which is then used to produce the

i ght masks 34 in known nmanner".

Moreover, the identical characterizing feature of the
granted clains 28 and 33, which are directed to a

coverlay reads as foll ows:

"wherein the or each masking layer (34) is provided on
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a surface of the sheet opposite to the first surface".

Al'l the quoted passages nentioned in this paragraph
(reason 9) are identical to correspondi ng passages in
the original application. The only other references in
the text of the original application relating to the
application of the light mask to the coverlay are in
the introduction in connection with the prior art. No
apparatus is described for achieving this provision.
The Board cannot find any teaching in the patent that
teaches how the |ight mask (or the masking |layer) 34 is
applied to the coverlay, except possibly the
implication that the sane steps are used as in the
prior art.

Wiile it mght possibly be accepted that there is an
inplicit basis for the general expression of claim1l of
the second auxiliary request, "applying the |ight nask
to the coverlay" (Figure 3 shows the nask on the
coverlay), the last feature of claim 14 of the second
auxiliary request, i.e. "light nmask applying neans for
applying the light nmask to the coverlay"”, is not
acceptabl e. There does not exist any information in the
original application text about such "light mask
appl yi ng neans". Al so, as has been pointed out above
the respondents did not give any explanation on this
matter, e.g. by referring to general know edge and/ or
denonstrating that such neans were conmon in the art.
In the oral proceedings the respondents only stated
that in the prior art the masking was done nmanual ly.
This is in line with the introductory part of the
present description (page 1, lines 25 to 28) in which
it has been stated that "masking paint, of sem -opaque
material, is then applied to the coverlay, behind the
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appropriate over-lit synbols". The Board, therefore,
agrees with the appellants that the said | ast feature
of claim 14 of the second auxiliary request does not
neet the requirenents of Article 123(2) EPC

The Board in passing notes that the patent as granted
did not contain any clains for protection of "a method
of producing a coverlay" or an "apparatus for producing
a coverlay", although the patent contained two clains
to the product "coverlay". Instead, the patent clained
a "method of producing a |ight mask” and an "appar at us
for producing a light mask". It appears to the Board
that this change of the clainmed subject-matter arguably
contravenes Article 123(3) EPC, since the subject-
matter of the new clains appears to be outside the
scope of the subject-matter of the clains as granted.
Thus, in addition to the clainmed coverlay now al so a
nmet hod and apparatus for producing it are clained, or:

i nstead of claimng a nethod and an apparatus for
producing a |ight nmask (as according to the granted
patent clains) now a nmethod and apparatus for producing
a coverlay are cl ai ned.

However, the Board does not need to investigate and
finally assess this issue, since the second auxiliary
request nust in any case be refused as its claim14
does not neet the requirenents of Article 123(2) EPC

these reasons it i s decided that:
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1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

M Ki ehl P. J. K van den Berg

1474.D



