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Summary of Facts and Submn ssions

1417.D

The appeal lies fromthe decision of the opposition
di vi sion issued on 21 Decenber 1995 whereby the

Eur opean patent No. 0 361 124 with the title "Plant
breeding”, wth 17 clains for all Designated
Contracting States was nmai ntai ned as granted pursuant
to Article 102(2) EPC.

Ganted clainse 1 and 5 read as foll ows:

"1. A nethod for generating diploid Pelargoni um
pel tatum pl ants containing at | east one of the
ant hocyani di ns pel argoni din and paeonidin in the petals
and/or a factor for male sterility, which plants are
propagat abl e by seed, conpri sing:
a) performng an initial cross wherein the genetic
materi al of one parent is provided by Pel argoni um
pel tatum and that of the other is provided by a plant
sel ected fromthe group consisting of:
i) P. x hortorum
ii) P. scandens
iii) a cascade type pel argoni um
b) selecting the progeny of (a) and subjecting it to
further crosses with genetic material provided by a
nmenber of the group consisting of:
1) P. x hortorum
i) P. scandens
ii1i) a cascade type pel argoni um
iv) a plant produced according to (a)
v) a plant produced in a breedi ng programe
wherein the initial genetic material was provided
by Pel argoni um pel tatum and one of P. x hortorum
P. scandens or a cascade type pel argoni um
vi) P. peltatum
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wherein at any stage in the breeding progranme a pl ant
di spl ayi ng the desired characteristics may be sel ected
for self-pollination such that a uniformline is

pr oduced,;

sai d nmet hod involving circunvention of spontaneous
early abortion by renoval of any fruit show ng synptons
of such, and the in vitro cultivation of the enbryo
exci sed therefrominto differentiated plantlets.”

"5. Diploid Pelargoniumpeltatum plants containing a
factor resulting in male sterility and/or, in their
petal s, at |east one of the anthocyani dins pelargonidin
and paeoni din and which are propagatable by seed, and
seeds, propagating naterial and genetic nateri al

t hereof . "

Clains 2 to 4 were directed to further features of the
method of claiml. Cains 6 to 14 related to further
features of the diploid Pelargonium peltatum plants of
claim5. Cains 15 to 17 related to propagating
material, seeds and genetic material of a plant
according to claimb5b, respectively.

The Board sent a conmuni cation pursuant to

Article 11(2) of the rules of procedure of the boards
of appeal, summoning the oral proceedi ngs and

I ndi cating the Board's provisional, non binding
opi ni on.

On 4 Decenber 2000, the Appellants inforned the Board
of appeal that they would not attend oral proceedi ngs.

The oral proceedings took place on 5 Decenber 2000. The
Respondents (Patentees) filed a new request as sole
request. Claiml of this request differed from granted
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claiml in that the expression "and the in vitro
cultivation of the enbryo excised therefrominto

differentiated plantlets.” at the end of the cl aimwas

repl aced by the expression:

"excising enbryos ten to fourteen days after cross
pol lination, allow ng said enbryos to differentiate
roots and shoots to give differentiated plantlets.”

The docunents nentioned in the present decision are :

(4): Kato, M and Tokumasu, S., Acta Horticulturae,
Vol . 131, pages 247 to 252, 1983,

(9): Yu, Sun Nam Untersuchungen zur interspezifischen
Konpati bilitat und Biosystemati k bei der Gattung
Pel argonium Inst. Landwirt. und Girt.
Pfl anzenbau, Wi henst ephan, pages 173 to 175,
1985,

(12): Collins, GB. and Gosser, J.W: in Cell Culture
and Somatic Cell Cenetics of Plants, Academ c
Press Eds. Vol .1, Chapter 30, pages 241 to 257,
1984.

The argunents in witing and during oral proceedings by
the Respondents were essentially as follows:

The problemto be solved was to produce plants of a
horticul tural class of pelargonium having the defined
characteristics and which may be propagated by seeds.

To solve that problem the inventors had devel oped a
prot ocol which involved enbryo rescue ten to fourteen

days after cross pollination and organ differentiation
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fromthe enbryos and resulted in a 32%yield of hybrids
recovery fromthe cultured enbryos.

The net hod described in docunent (4) to achieve the
transfer of desired traits from one pel argoni um speci es
to anot her which involved ovule culture to obtain the
F1 hybrids was conpletely different fromthat clained
and yi el ded recovery frequencies which were vari abl e
but generally | ow and unpredictable (5% of the cultured
ovul es recovered as plantlets).

The ot her docunments which could be cited in relation to
the present invention were docunents (9) and (12).

Al t hough docunent (9) nentioned that enbryo rescue
coul d be used to by-pass the problemof inconplete seed
formation in interspecific crosses within the

Pel argonium its teaching was too scanty to bring any
useful information. As for docunent (12), it dealt with
enbryo rescue in Trifolium The specific teachings with
regard to this plant were not directly applicable to
the Pel argonium | ndeed the excision of the enbryos had
to be done 14 to 19 days after pollination in case of
Trifoliumwhereas it nust be carried out sone 10 to 14
days after pollination in case of Pelargonium In
docunent (12), it was very much enphasi zed that success
wWith the enbryo culture techni que depended on the tine
of excision and on the nedi um on which the excised
enbryos were grown.

Thus, the patent in suit taught a conpletely different
and nore efficient approach to the above nenti oned
probl emthan the prior art. This successful advance in
the art clearly involved inventive step.

As the Appellants (Opponents) decided not to take part



VI,

- 5 - T 0215/ 96

in the oral proceedings, they did not coment on the
addition to the granted claimof the information that
the enbryo rescue was to take place ten to fourteen
days after cross-pollination. Their argument in witing
agai nst the inventive step of granted claim1 was
essentially that it would be obvious to the skilled
person to generate diploid Pelargoni umpeltatum pl ants
with the defined characteristics because it only
required to use known partners and known pl ant

cul tivation neasures.

The Appel |l ants requested that the decision under appea
be set aside and that the European patent No. 0 361 124
be revoked.

The Respondents requested that the patent be naintai ned
on the basis of the anended set of clains as submtted
at the oral proceedings.

Reasons for the Deci sion

Conti nuing the proceedings with a new main request in the

absence of the Appellants

1417.D

On 4 Decenber 2000, the Appellants inforned the Board
that they would not attend oral proceedi ngs on

5 Decenber 2000. At oral proceedings, the Respondents
filed a new clai mrequest as main request, on which the
Appel | ants, of course, did not coment.

The Appellants had to expect that the Respondents woul d
amend the clains during oral proceedings in order to
overcone possible or already rai sed objections and
that, in the absence of new facts and/or argunents, the
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Respondents' request as anmended coul d be found

al l owabl e. In accordance with Article 113(1) EPC, they
were given an opportunity to present their comments as
they were duly sunmoned to the oral proceedings. The
fact that they decided not to nake use of this
opportunity cannot |ead to an extension or prolongation
of their procedural rights. Therefore, a decision on
the basis of the new nmain request nay be taken w t hout
giving the Appellants a further opportunity to conment.

Article 123(2)(3) EPC

3. The request under consideration differs fromthe
granted claimrequest in that claim1l was anended, the
amendnment resulting in the replacenent of the
expression "and the in vitro cultivation of the enbryo
excised therefrominto differentiated plantlets" at the
end of the claimby the wording:

"... excising enbryos ten to fourteen days after cross
pol lination, allow ng said enbryos to differentiate

roots and shoots to give differentiated plantlets.”

4. Support for this added feature can be found in the
application as filed on page 11 lines 1 to 24.

5. The scope of the claimwas restricted by adding the
specific time peroid in which to excise the enbryos.

6. The requirenents of Article 123(2)(3) EPC are ful filed.

Article 56 EPC

7. The Appel |l ants' appeal was based on Article 56 EPC.
Thus, inventive step is the only issue to be deci ded.

1417.D Y A
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The cl osest prior art to the subject-matter of claim1l
is docunent (4) which relates to a nethod for the
transfer of desired traits fromthe scented-|eaved
geraniuns, P. crispumor P. quercifoliumto the show
pel argonium P. donesticum It is taught that the

rel evant hybrids can be rescued froma cross between

t hese species by the ovule culture nethod, an average
frequency of 5% of the ovul es being regenerated into
pl antl ets (page 251, Table 2).

Starting fromthe closest prior art, the problemto be
sol ved can be defined as transferring to Pel argoni um
peltatumdesired traits from ot her species of

pel argoniuns so as to obtain P. peltatumw th the
desired traits and propagatabl e by seeds.

The solution provided is a nethod involving the initia
crossing of P. peltatumw th a plant of said other

speci es, selecting the progeny and subjecting it to
further crossing with the sane, whereby, in some of the
steps, the hybrids resulting fromsuch crosses are
obt ai ned by enbryo rescue: excising the enbryos ten to
fourteen days after cross-pollination and allow ng them
to give differentiated plantlets. 32% of all rescued
enbryos devel op into such plantlets.

In view of the exanples provided in the patent
specification, the Board is satisfied that the clained
nmethod is a solution to the above nentioned probl em

The differences between the closest prior art and the
subject-matter of claim1 lay, thus, in that different
speci es of pelargonium are used as recipient and donor
and, also, in the rescue technique enployed, which is
nore efficient than that previously used.
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Docunent (9) which di scusses the problens associ at ed
With interspecies crossing in the genus Pel argoni um
suggests enbryo rescue as well as ovule culture as
means to overcone these problens. Yet, it does not go
any further than nentioning said nmethods. The only
prior art docunent on file disclosing enbryo rescue is
docunent (12). The authors describe a nethod of enbryo
rescue applied to the genus Trifolium They teach that
the timng for renoving the enbryos is critical for
maxi mum success, it being 14 to 19 days after
pollination in the case of Trifolium In contrast, the
time for excision of the enbryos is given in the

cl ai med nethod as being 10 to 14 days after

pol | i nati on.

In the Board's judgnent, even if the skilled person had
t hought of conbining the teachings of docunents (4) and
(12) on the basis of the nentioning of enbryo rescue in
docunent (9), he/she would not have expected that the
enbryo rescue nethod would be nore efficient than the
ovul e rescue nethod. In addition, there is no teaching
i n docunent (9) that the period of tinme when to carry
out enbryo rescue could be critical, let alone that it
has to be 10 to 14 days after pollination. This nakes
the subject-matter of claim21l non obvious.

I nventive step is acknow edged to the subject-matter of
claim1.

The part of the decision of the opposition division
which deals with the inventive step of claim5 (see
section I, above) was not chall enged on appeal and the
Board sees no reason to question the corresponding
findings in the decision under appeal.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to maintain the patent with the clains 1 to 17 as
submtted at the oral proceedings, description as

gr ant ed.
The Regi strar: The Chai r woman:
U. Bul t mann U. Ki nkel dey
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