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Summary of Facts and Subm ssions

3118.D

Eur opean Patent 258 404 was revoked by a decision of
the Opposition Division posted 13 Decenber 1995 on the
ground that clains 1, 2, 5, 6 and 9 as granted | acked
novelty with respect to the disclosure of docunent D10,
WO A- 86/ 06099.

Despite the patentee not having nmade any auxiliary
request for maintenance of the patent with a nore
restricted set of clains, in its decision the
Qpposition Division also remarked that it considered
Clainms 3, 4, 7, 8, 10 and 11, limted to the amno acid
sequence of Figure 5 of the patent in suit to be both
novel and inventive, despite contrary argunents put
forward in the opposition.

The appel |l ant (opponent) filed a notice of appeal by
telefax on 19 February 1996 and paid the appeal fee on
the sane date. The appell ant indicated that,
notw t hstandi ng the full revocation of the patent, he
was filing an appeal as a precautionary neasure in case
the patentee filed an appeal wth a request limted to
the clai ns which the opposition division had indicated
to be all owabl e.

No appeal was filed by the respondent (patentee).
The Board issued a comruni cation by tel efax on
15 April 1996 indicating its provisional opinion to the

effect that:

(i) The appeal was inadm ssible because the appel |l ant
was not adversely affected.
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(ii) Were the patent had been revoked in accordance
with the request of the opponent who had not
during the opposition proceedings indicated that
he woul d consent to the naintenance of the patent
with any formof clains, the opponent had no need
to file any appeal. If the patentee shoul d appeal,
even on a basis that the opposition division had
i ndi cat ed woul d have been al |l owabl e, the opponent
woul d be entitled on appeal to argue agai nst
mai nt enance of the patent on such basis. An appea
by the opponent in these circunstances was neither
necessary nor adm ssible. If the patent had been
revoked no question of "reformatio in peius" could
arise in favour of the patentee which would
precl ude the opponent from chall engi ng nmai nt enance
of the patent. The Board would in such a situation
not consider itself bound by any reasoning of the
first instance even though the only appeal were
that of the patentee.

No response was nmade by either of the parties.

Reasons for the Deci sion

3118.D

For a party to be adversely affected within the neaning
of Article 107 EPC, the first instance nust have
refused sone request of the party appealing.

Here the appel |l ant (opponent) had requested that the
patent be revoked, and this was the order nade by the
Qpposition Division. Accordingly, no request of the
appel l ant was refused, so he was not adversely

af f ect ed.
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3. That the Opposition Division also indicated in its
decision that it would have considered sone clains
al l owabl e contrary to the subm ssions of the appell ant
is irrelevant, because this part of the decision is not
part of the reasoning supporting the order actually
made by the Qpposition Division, but rather an obiter
di ctum commenting on a hypothetical case, on which a
deci si on was not necessary because the patentee had
made no correspondi ng request before the Qpposition
Di vi si on.

4. Accordingly as the appell ant does not neet the
requi renent of Article 107 EPC that he be adversely
af fected by the decision under appeal, the appeal nust
be rejected as i nadm ssible pursuant to Rule 65(1) EPC

Or der

For these reasons it is decided that:

The appeal is rejected as inadm ssible.

The Regi strar: The Chai r woman:

P. Crenona U. Ki nkel dey
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