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Summary of Facts and Subm ssi ons

2874.D

The appeal of the patentee is directed against the
interlocutory decision of 1 February 1996 of the
Qpposition Division of the European Patent Ofice,

whi ch mai ntai ned the European patent No. 0 418 317 in
an anended form according to the first auxiliary
request (Annex 3 of the decision). This European patent
is based on the international patent application

PCT/ US 89/ 02230, published as WO 89/12138.

The appeal was filed on 13 March 1996 and the appeal
fee paid at the same tinme. The Statenent of G ounds was
received on 31 May 1996, striving for the maintenance
of the patent as granted and with the subm ssion of a

new cl ai mas auxiliary request.

The opponent al so | odged an appeal on 28 March 1996,
payi ng the appeal fee at the sane tine. In his
Statenment of G ounds received on 11 June 1996 and in
his reply dated 17 Decenber 1996 to the patentee's
statenent, he clainmed to | ack of novelty and | ack of
inventive step of the single claimaccording to each
request of the patentee. He relied essentially on the
follow ng prior art docunents anong those cited during

t he opposition proceedi ngs:

D6: WO 88/06205 (EP-A-0 345 291; Prior art under
Article 54(3) EPC).

D4: "Advances in dryer section runnability",
G L. Wedel et al., Tappi Journal, vol. 70, No. 9,
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Sept enber 1987, pages 65 to 69.

bj ections under Article 123(2) EPC were al so rai sed.

In a comuni cation dated 17 June 1997, the Board of
Appeal expressed its provisional view that the decision
under appeal was correct as to the patent in suit as
granted and that the adm ssibility of the new claim
submtted as first auxiliary request was doubtful wth
respect to Articles 123(2) and 84 EPC and to Rule 29(1)
EPC.

On 21 August 1997, the patentee/appellant filed a new
claimas main request, (a corrected version of a claim
filed on 13 August 1997), maintaining noreover the
claimsubmtted with the Statenent of G ounds of Appeal
as first auxiliary request and the patent docunents as
anended according to Annex 3 joined to the decision
under appeal as second auxiliary request.

By a letter dated 27 August 1997 the opponent stil
argued on the claimaccording to the first auxiliary
request, nentioning additional prior art docunents as

evi dence of sone of his argunents.

The Board of Appeal in a further conmunication dated

1 Decenber 1997 indicated that it had difficulty to
follow the interpretation of the clains as put forward
by the opponent and that the subject-matter of the
claimaccording to the main request seens to be new and
to inply on inventive step. The admi ssibility of two
features of this claimhowever was doubtfu

(Article 123(2) EPC).
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The opponent by a letter received on 18 Decenber 1997
wi t hdrew his opposition and appeal .

The patentee/appellant filed new pages of the
description with a letter dated 30 July 1998 and
forwarded further observations as to the interpretation
and adm ssibility of the claim

The single claimaccording to the main request reads as
fol |l ows:

"A process for the restrained drying of a paper web

ext endi ng successively through a wet end and a dry end
of a dryer section of a papermaki ng nmachi ne, said dryer
section conprising a single-tier drying section (203)
for drying the web during novenent of the web
downstreamrelative to the wet end of the dryer
section, said process conprising the steps of:

nmovi ng the paper web and a dryer felt contiguously to
each other such that the web and felt wap a portion of
heated surfaces of a plurality of rotatable dryers
(200, 201, 202) of said single-tier drying section
(203) such that the web is di sposed between the felt

and the heated surfaces of said dryers;

guiding the web and felt contiguously to each ot her
around a plurality of vacuum guide rolls (204, 205) of
said single-tier drying section (203), each vacuum
guide roll of said plurality of vacuumguide rolls
bei ng di sposed between adjacent dryers of said
plurality of dryers (200, 201, 202) such that the web

2874.D Y
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is supported by the felt during passage of the web

bet ween the dryers and the vacuum guide rolls, the
arrangenment being such that the felt is disposed

bet ween the web and the vacuum guide rolls when the web
and felt wap around a portion of the surface of the

vacuum gui de rolls; and

connecting the vacuumguide rolls (204, 205) to a
source of vacuum such that a vacuumis applied to the
web through the felt when the web and felt wap around
t he vacuum guide rolls such that the web is drawn into
close conformty with the felt when the web and felt
wap around the vacuum guide rolls; wherein a vacuum
level of 1.49 to 1.99 kPa (6 to 8 inches W) is applied
in the vacuum guide rolls (204, 205) around which the
web travels once it has reached a dryness of
approximately 60% and until it is essentially dry so
that cross-nachine direction shrinkage of the web
during drying of the web in the dry end of the dryer
section is inhibited."

Since the present decision is based on this claim
there is no need to present the text of the claim

according to each of the two auxiliary requests.

The appel l ant (patentee), who nowis the only party in

the present proceedi ngs, argued as foll ows:

The di scl osure of D6, that a vacuumlevel is to be
appl i ed throughout the whole dryer section, cannot be
considered as a disclosure of applying a high vacuum
level in the dry end of said section. Mreover, the

preferred vacuum |l evel disclosed in D6 is 4 inches WC

2874.D Y
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thus not within the clained range. The novelty of the
process according to the main request cannot be put

into question.

Mor eover, the present invention is the converse of the
teachi ng of docunment D4. This prior art teaches that,
because of the high vacuum (4 i nches WC) which hol ds
the web to the fabric around the vacuumrolls, a web
tension is no longer required to maintain stability,
and this even if the single-tier concept is extending
t hroughout the whol e dryer section. Apart fromthis
extension, this docunent noreover discloses nothing

el se about the dry end of said section. Therefore, the
person skilled in the art is not encouraged to apply a
hi gher vacuum | evel at said end, contrary to the
solution as clained, which precisely does so for the
pur pose of applying web tension against the shrinkage
forces.

The appel | ant requested that the patent be nmaintained

on the basis of:

(a) - the single claimfiled on 21 August 1987,

- new page 2 including the two passages filed on
separ ate pages and new pages 3, 6 and 7 of the
description, all filed on 30 July 1998,

- pages 4 and 5 of the description, as granted,
and

- the drawings (Figures 1 to 19) as granted;

2874.D
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(b) or on the basis of the single claimfiled on
31 May 1996 (auxiliary request);

Reasons for the Decision

1. The appeal is adm ssible.

2. Admissibility of the single claim according to the main
request (Article 84 and 123 EPC, Rule 29(1) EPC)

2.1 According to this claim the dryer section conprises a
single-tier drying section for drying the web during
novenent of the web downstreamrelative to the wet end
of the dryer section, and further a vacuum | evel of
1.49 to 1.99 kPa (6 to 8 inches WC) is applied in the
vacuumrolls once it has reached a dryness of
approximately 60% This wordi ng consequently | eaves
conpl etely open which vacuumlevel is applied in the
vacuumrol | s arranged upstream of the 60% dry position
and further, whether the single-tier drying section
need to be applied to the entire dryer section. In
particul ar, the expression "once it has reached..." can
be understood to exclude that the clainmed vacuum | evel
range is applied in the vacuumrolls arranged upstream
of the 60%dry position, so that a different vacuum
| evel would be applied in these rolls. The essenti al
teaching of the claimis that the 60% position is that
positi on downstream of which the drying restraint nust
in any case be applied by neans of the cl ai ned range of

vacuum | evel s.

2874.D Y
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Conpared to the claimas granted, the new claimalso
requires that the vacuumlevel of 1.49 to 1.99 kPa is
applied in all vacuumrolls arranged fromthe 60%dry
position to a position, in which the web is essentially
dry. In the description of the patent in suit, as
originally filed, it is stated (page 18, lines 15 to
18):

"The drying restraint nmust also be applied
continuously, or at least in these sections where the
sheet is shrinking the nost”

and it has been expl ained on page 9 that the paper web
shrinks the nost fromthe 60 percent dry position to
the position in which it is essentially dry, so that
the single-tier dryer section should be applied near
the dry end of the machine (or, alternately, to the
entire dryer section). It is also set out on page 19
that vacuumlevels in the vacuumguide rolls in the

cl ai med vacuum |l evel range will continue the
restraint..., whereas in page 8 this vacuumlevel is
di sclosed to be required for "positive sheet

restraint".

As argued by the appellant, the above-nentioned
statenent on page 18 about two possi bl e enbodi nents
inplies that the vacuum | evel applied upstream of the
60% dry position could be different fromthe cl ai ned

| evel applied downstream of said position. Moreover,
the feature of the claim that the clained vacuum | eve
is applied until the sheet is essentially dry, follows
fromthe indications that the sheet is shrinking the

nost between the 60% dry position and the position at

2874.D Y
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which it is essentially dry (page 9 and page 18,

lines 25 to 27) and that drying restraint nust be
applied in those sections where the sheet is shrinking
the nost (page 9, and page 18, lines 16 to 18), a
position sheet restraint being |inked to the clained

range of vacuum | evel s.

Therefore, the new features of the claim including the
various possibilities they inply, are supported by the
originally filed documents of the patent in suit
(Articles 84 and 123(2) EPC). Since further the claim
has not been anended in such a way as to extend the
protection conferred by the patent as granted, this
claimconplies with Article 123(3) EPC. The text of the
description has been adapted to this claimand is
therefore also all owabl e under Article 123 EPC

Docunment D6 is regarded as the closest state of the
art. Since this docunent (date of priority: 13 February
1987; publication: 25 August 1988; desi gnated
Contracting States: all also nentioned in the patent in
suit) is prior art within the neaning of Article 54(3)
EPC, a two-part formof the claimaccording to

Rul e 29(1) EPC is not appropriate.

Novelty

The opponent has argued that the solution clainmed in
the patent in suit has already been disclosed in
docunent D6. In his opinion, the process is described
inthis prior art in nore general ternms than the
process as clainmed, since the vacuum |l evel and the dry

solids content at the end portion of the dryer section

2874.D
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are not explicitly disclosed. Neverthel ess, they are
included within the disclosure of D6: for a skilled
person, it is well known that the purpose of a dryer
section is to increase the dry solids content of a
paper web from about 40%to over 90% so that
necessarily the 60%dry position is passed. Since,
noreover, this prior art teaches to extend a single-
tier drying section throughout the whole dryer section
and to apply a vacuumlevel within the range of 1 to 10
inches WC in the vacuumrolls of said section for
restrai ning the paper web agai nst cross-nachi ne
direction shrinkage, the person skilled in the art is
enabl ed by this docunment to select and apply any of the
vacuum |l evel s between 1 to 10 i nches WC. The sel ected
sub-range of the patent in suit does not bring superior
effects and can be considered as an arbitrary choice

i nsi de the disclosed broad range of D6. Therefore, the
subject-matter of the claimcannot be considered as

new.

The Board agrees that one teaching of docunent D6 is
that the vacuum applied in the vacuum guide rolls of
the single-tier drying section restrains the web

agai nst cross-nmachi ne directional shrinkage and that,
according to the enbodi nent disclosed in Figures 1 to 9
of this prior art, the single-tier drying section
extends throughout the entire dryer section, thus
downstream as well as upstream of the 60% dry position
and to a position at which the web is essentially dry.
A range of vacuum | evels between 1 to 10 inches WC i s

di scl osed.

However, the preferred vacuumlevel given in this state

2874.D
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of the art is 4 inches W, thus |ower than the clai ned
range. Further, no nmention of the 60%dry position can
be found in this citation, which also does not suggest
considering the end portion of the dryer section nore

particularly. Therefore, even if the clainmed range of

vacuum |l evel s is a sub-range of the range disclosed in
D6, there is no specific disclosure in this prior art

that, in the section portion downstream of the 60%dry
position, a vacuumlevel of 1.49 to 1.99 kPa (6 to

8 inches W) nust be appli ed.

Therefore, the subject-matter of the single claim
according to the main request cannot be regarded as
bei ng anticipated by the content of D6. None of the

ot her cited docunents discloses all the features of
this claim so that its subject-nmatter is considered to

be new.

Inventive step

The objection of |lack of inventive step raised by the
opponent was essentially based on a single docunent,
namely D4, which is an article dated Septenber 1987 -

t hus nine nonths before the priority date of the patent

insuit - witten by one inventor of said patent.

This article relates to the "advances in dryer section
runnability" and explains that one of the major
problenms with the increasing runnability of the paper
web and fabrics within the dryer section is the web
support, and that an inportant solution to this problem
has been the introduction of the single-felted dryer

section through which the web is directly supported

2874.D Y
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wi t hout open draws. A vacuumof 1 kPa (4 inches W) is
produced by the vacuumguide rolls and "web tension is
no longer required to maintain web stability" (page 67,
left colum). In a further passage at the end of this
article, future inprovenents are envi saged and, anong
them the extension of the single-tier concept through
the entire dryer section.

The argunents of the opponent are the sane as for
docunent D6 with respect to the 60%dry position. He
has further argued that, even though docunent D4 does
not explicitly nmention that holding the web to the felt
around the vacuum guide rolls by means of vacuum of

1 kPa affects the cross-directional shrinkage, the
application of this vacuum necessarily inhibits said
shri nkage, as recogni sed by the appellant in the
introductory part of the description of the patent in
suit. The web tensions, which are no | onger required,
are the web tensions in the open draws, i.e. web
tensions only in the machine direction. Since the
vacuum |l evel given in this article is the vacuum
produced by the vacuumrolls, the only difference

bet ween the process known from D4 and the subject-
matter of the claimconsists in the clainmed vacuum
level of 6 to 8 inches (1,4 to 1,99 kPa) in the vacuum
rolls. This different and hi gher vacuum | evel is

not hing but the result of the application of the well-
known principle that, if an increased effect is w shed,
in this case an increased restraint, then the cause,
here the vacuum | evel, should be increased. Therefore,
according to the opponent, the process according to the

claimof the patent in suit is obvious.

2874.D
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According to the description of the patent in suit as
granted, colum 1, lines 44 to 46, the problemto be
solved is to restrain the web positively against cross-
machi ne directional shrinkage during drying of the web
(the |l ast sentence portion, which follows in said
passage of the description, nanely "in the dry end of

t he dryer section”, is not nentioned by the Board,
since it constitutes a part of the solution as clained
and should therefore not appear in the formul ation of

t he problemto be sol ved).

This problemis not dealt with in docunent D4, which
constitutes the closest prior art as far as inventive
step is concerned. The fact that the application of the
hi gh vacuum nentioned in this citation necessarily
inhibits the shrinkage of the web in the cross-nmachine
direction is not a disclosure of this effect, even if
the patentee a posteriori recognises this effect.
Therefore, there is no good reason why the skilled
person confronted with the above-nenti oned probl em
woul d consi der the teaching of docunent DA4.

Supposi ng nevertheless that it would do so and,
furthernore, that it was aware that by applying the
hi gh vacuumgiven in this prior art, drying restraint
agai nst the cross-machi ne directional shrinkage is
achieved, this skilled person would not be induced, at
| east by the sentence "Web tension is no |onger
required to maintain web stability", to increase the
vacuum l evel in the way indicated in the patent in
suit. It cannot be argued that the web tension in
guestion in this sentence is that in the nmachine

direction, on the one hand, and, on the other hand,

2874.D
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that a drying restraint, that is to say also a web
tension, affects the cross-directional shrinkage. The
web tension or sheet vacuumrestraint caused by the
hi gh vacuumin the guide rolls acts in both directions,
see in this respect colum 9, lines 17 to 24, of the
patent in suit. Thus, document D4 at |east cannot be
read as suggesting a higher vacuum |l evel than 1 kPa,

| et al one as suggesting a vacuum | evel as specified in
the single claimof the patent in suit in order to
solve the indicated problem

Moreover, this prior art is quite silent on the 60%dry
position, so that the feature according to the claim
that the given vacuumlevel is applied in the vacuum
guide rolls, once the web reaches 60%dry, is not

di scl osed or even suggested. The suggestion that the
single-tier concept may be in the future used through
the entire dryer section, therefore also at the dry end
of said section, is made in order to elimnate all open
draws and to provide a conplete web support, so that
the runnability of the papermachi ne can be further

i ncreased. Even by extending the single-tier concept as
suggested and increasing the vacuum |l evels, the person
skilled in the art would not reach the solution as
claimed. Wthout any hint in D4 about the 60%dry
position, the skilled person had no reason for adopting
a particular vacuum | evel specifically in the dry end

portion of the dryer section.

Further evidence, in the formof patent literature (D3:
US- A-4 359 827), testinonies on prior uses or pages of
books, were provided by the opponent in order to show

that, at the priority date of the patent in suit, it

2874.D Y
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was known respectively:

(i) that vacuumlevels up to 10.5 i nches WC had
al ready been applied in the vacuum guide rolls of
a single-tier drying section;

(1i) that, during drying, the paper web shrinks nost in
the dry matter content range of 60 to 80% and
t hat shrinkage can be prevented by restraining the
sheet during the course of drying.

The fact that these teachings (i) and (ii) may be

consi dered as belonging to the common general know edge
of the person skilled in the art in the concerned
technical field is however not sufficient to render the
cl ai med process obvious. Evidence that, before the
present invention, a person skilled in the art had nade
a link between these two teachings, is |acking.

5. For all these reasons, the process of the single claim
according to the main request of the appellant inplies

an inventive step. Under these circunstances, there is

no need to exam ne the auxiliary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the

2874.D Y
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order to maintain the patent on the basis of the
fol |l owi ng docunents:

- the single claimfiled on 21 August 1997,
- Descri pti on:

- page 2 filed on 30 July 1998, including the
two texts given on respective separate pages
and to be inserted as indicated;

- pages 3, 6 and 7, also filed on 30 July 1998;

- pages 4 and 5, as granted.

- Dr awi ngs, as grant ed.

The Regi strar: The Chai r man:

N. Maslin C. T. WIson
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