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Summary of Facts and Submissions

II.

2080.D

The appellant (applicant) lodged an appeal received on
27 December 1995 against the decision of the Examining
Division on the refusal of the application

No. 91 304 018.4 the statement setting out the grounds
of appeal was received on 13 March 1996. The fee for

appeal was paid on 22 December 1995.

The examining division held that the application did
not meet the requirements of novelty according to
Article 52(1) and 54 EPC having regard to the following

documents:

(1) WO-89/09582
(2) EP-A-0 264 258 or US-A-4 139 006.

It also held that claim 9 (erroneously cited in the

decision as claim 8) was not clear.

Following a communication of the Board, the appellant

submitted a new main claim, which reads as follows:

"An entirely intra-vaginal urinary incontinence device
(10) comprising a resilient base portion (1l1l) having a
front part to engage the anterior vaginal wall and a
rear part to engage the posterior vaginal wall, and
being sufficiently flexible so as to be insertable into
the vagina of a patient, the base portion (1l1l) having a
major upper surface (16), a bladder support portion
(12, 13; 30, 40) projecting from the base portion (11),
the bladder support portion (12, 13; 30, 40) comprising
a support element (13; 30), wherein the support element
(13; 30) passes through a medial plane (20), the medial
plane (20) extending generally normal to the upper
surface (16) and between the front part and the rear

part of the base portion (1l) to support, directly or
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indirectly, the neck of the bladder of the patient, and
the bladder support portion (12, 13; 30, 40) extends
from the upper surface (16) of the base portion (1l1),
characterized in that the support element (13, 30) is
arranged away from the upper surface (16) of the base
portion (1ll1) so as to be displaced therefrom."®

The appelilant reguested that the decision under appeal
be set aside and the application be remitted to the
examining division for completion of prosecution on the

basis of the following documents:

Claims: 1 to 11 as filed with letter of
1 June 1998;

Description: page 1 as originally filed,
pages 2, 4 to 8 as filed on
19 April 1995,
page 3 as filed with letter of
1 June 1998;

Drawings: sheets 1/4 to 4/4 as filed on 19 April
1995.



i3 = T 0299/96

Reasons for the Decision

1.
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The appeal is admissible,

Clarity

Claim 9 is sufficiently clear in stating that the
support portion extends in directions normal to and
parallel to the plane of the base portion. This
statement means in fact that the extension of the
support portion has a direction consisting of two
components, the one perpendicular, the other one
parallel to the plane of the base portion, that is that

the direction is inclined with respect to said plane.

Amendments

Claim 1 is derived from the original disclosure,

claim 1, Figures 5, 7 and 9 to 11, description,

pages 5, lines 12 to 15, page 6, lines 5 to 8 and 14 to
17, page 7, lines 8 to 12 and 20 to 21.

Claims 2 to 7 originate from the original Figures 4 and
5, claim 8 derives from the original Figure 8, claims 9
and 10 derive from the original Figure 12, claim 11

derives from the original Figures.

The amendments to the description have been made in

order to adapt the description to the new filed claims.

Article 123(2) EPC is therefore met.
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Novelty

Document (2), see in particular Figures 1 and 2,
discloses an entirely intra-vaginal urinary
incontinence device comprising a resilient base portion
having .a front part (14, 18) to engage the anterior
vaginal wall and a rear part (22) to engage the
posterior vaginal wall (see Figyure 1), and Deiiy
sufficiently flexible so as to be insertable into the
vagina of a patient, the base portion having a major
upper surface (the upper surface of the device of
Figure 1), a bladder support portion (18, 20)
projecting from the base portion (the tips of the
projections (18) with respect to the surface of the
element (14)), the bladder support portion comprising a
support element (20), wherein the support element
passes through a medial plane, the medial plane
extending generally normal to the upper surface and
between the front part and the rear part of the base
portion, to support, directly or indirectly, the neck
of the bladder of the patient, and the bladder support
portion (18, 20) extends from the upper surface of the

base portion.

Figure 5 also discloses the same features of claim 1,
whereby the support element is represented by the
inflatable balloon (28).

The subject-matter of claim 1 of the application-in-
suit distinguishes from the disclosure of document (2)
in that the support element (13) is arranged away from
the upper surface of the base portion so as to be

displaced therefrom.

Contrary to the application-in-suit, the support
element disclosed in document (2) is either an integral

part of the base portion or is lodged therein.
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Document (1), see Figures 7 to 9, discloses an entirely
intra-vaginal urinary incontinence device comprising a
resilient base portion (31) having a front part (36) to
engage the anterior vaginal wall and a rear part (34)
to engage the posterior vaginal wall, and being
sufficiently flexible so as to be insertable into the
vagina of a patient, the base portion having a major
upper suriace, a bladder support porcion (35)
projecting from the base portion (the projections 36),
the bladder support portion comprising a support
element (cradle 37), wherein the support element passes
through a medial plane, the medial plane extending
generally normal to the upper surface and between the
front part and the rear part of the base portion, to
support, directly or indirectly, the neck of the
bladder of the patient, and the bladder support portion
extends from the upper surface of the base portion, see

description, page 5, third paragraph.

Accordingly document (1) discloses in Figures 7 to 9 an
embodiment which corresponds to the embodiment of
document (2) as far as claim 1 of the application-in-

suit is concerned.

Additionally, document (1) discloses in Figures 5 and 6

the same embodiment of document (2).

From the foregoing it follows that the subject-matter
of claim 1 is novel within the meaning of Article 54
EPC.

The conclusions drawn above differ from those of the
first instance in that the examining division
considered the distinguishing feature also as disclosed
and therefore rejected the main claim as not novel. The
amended claims have therefore not yet been examined by
the first instance as far as inventive step is

concerned.
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In order to preserve the appellant its right to two
instances, and in accordance with its request, the
Board makes use of its discretional power according to
Article 111(1) EPC and remits the case to the Examining
Division for further prosecution.

Order

For these reasons it is decided that:

1. The appeal is dismissed

2. The matter is sent back to the examining division for
further prosecution on the basis of the following

documents:

Claims: 1 to 11 as filed with letter of 1 June
1998

Description: page 1 as originally filed
pages 2, 4 to 8 as filed on 19 April 1995
page 3 as filed with letter of 1 June

1998
Drawings: sheets 1/4 to 4/4 as filed on 19 April
1995
The Registrar: The Chairman:
/[\ : ‘%/}} //? ’
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S. Fabiani W. D. WeifR
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