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Summary of Facts and Subm ssi ons

1899.D

The appellant (applicant) filed on 16 January 1996 an
appeal agai nst the decision of the exam ning division
of 17 Novenber 1995 to refuse the application and paid
the appeal fee on the sane date. The statenent setting
out the grounds for appeal was received on 19 March
1996.

The exam ning division held that the application did
not nmeet the requirenents of Articles 123(2) EPC and
did not involve an inventive step (Article 56 EPC)
havi ng regard to the docunents:

(1) WO A-8 504 323

(2) DE-A-2 933 229

In its statement of grounds the appell ant requested

t hat the decision under appeal be set aside and a
patent be granted on the basis of newclains 1 to 18. A
refund of the appeal fee and oral proceedings on a
provi si onal basis were al so requested.

Fol | owi ng a communi cati on of the Board, the appellant
wth letters of 23 April 1999 and 21 May 1999 wit hdrew
the request for a refund of the appeal fee and filed
anmendnents to the description and the draw ngs.

Caiml according to the request filed together with
the statenent of grounds on 19 March 1996 reads as
fol | ows:
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"An orthopaedi c device (10) adapted for inplantation
wi thin a body, the device conprising:

an intraosseous netal portion(20); and

an i ntraosseous conposite portion (14) of nore than one
| ayer and conprising (i) a first extension (22) having
a nodulus of elasticity which is received within said
metal portion and secured thereto (ii) a second
extension (24) positioned outside said netal portion;
sai d conmposite portion having a | ength and conpri sing
one or nore filanents disposed at an angle to a

| ongi tudi nal axis as a result of wi nding or braiding
each layer along said | ength at wi nding or braiding
angl es selected to provide the second extension with a
nodul us of elasticity that is |ess than the nodul us of
elasticity of the first extension, the w nding or
braiding angle in sone of the |ayers of the conposite
portion being non-linear, said filanments further being
di sposed within a polyner matrix"

| ndependent process clains 17 and 18, filed on the sane
date, concern processes for preparing the intraosseous
conposite portion of claiml.

The appel | ant argued as fol | ows.

The variation of the orientation of the filament is

di scl osed at page 10, lines 22 to 34. "To w nd" neans:
"to put (thread, tape or the like) in coils or

convol utions around sonething as a reel or upon itself"
(see Oxford English dictionary). "Filanment (singular)
wi nding" is different fromthe foll ow ng phrase
"braiding filanments (plural)". "To braid" neans: "to
plait", that is to forma contexture of three or nore



1899.D

- 3 - T 0387/ 96

interlaced strands of hair, ribbon etc.. Hence
“filament w nding" neans orientating that filanent. See
page 10, lines 30 to 35 and lines 25 to 30. See al so
original clains 1, 20, 23, 32, 33, 34.

Qui delines, Part C, Chapter VI, 5.4, require only that
the information contained in a |ater version should be
di rectly and unanbi guously derivable fromthe origina
di scl osure, but not literally.

New claim 1l is derivable frompage 4, lines 2 to 5,
Figure 2, pages 6 and 7, page 10, line 7 to 21, and
fromline 22 to page 11, line 3, page 4, line 7,
page 9, lines 23, 24, clains 20, 23, 32, Exanple 2,
page 11, lines 25 to 35 (non linear angle).

From page 10, lines 22 to 28 it is clear that "disposed
at an angle to a longitudinal axis" is synonynous wth:
"about a longitudinal axis".

Docunent (1) does not disclose an intraosseous
conposite portion received wthin an intraosseous netal
portion. For the nmetal head di scl osed on page 14,

line 10, it is not specified howit is fixed to the
stem 12. FromFigure 9 it appears that a portion of the
head is received wwthin the stem The cited docunent is
al so silent about the fact that the w nding or braiding
angl e can be non-linear, i.e. variable. On the contrary
it states that the orientation of the filanents is the
sane, see page 9, lines 25 to 30, page 14, line 18 to
22, claim1, 18, 23. In claim®6, where two directions
for the two groups of carbon fibers are discl osed, the
body only consists of one |ayer and not: "nore than one
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| ayer", as specified in claiml of the application. The
non-1linear w nding or braiding is not disclosed.

The kind of relationship between the application and
docunent (1) has been treated in T 390/88. Like there,
al so here there was no reason to depart fromthe
satisfactory solution given in docunent (1) for the
ort hopaedi ¢ devi ce.

Docunent (2), page 7, |ast paragraph, does not disclose
a conposite portion conprising one or nore filanents

di sposed at an angle to a longitudinal axis as a result
of wi nding or braiding each |layer along the | ength at
sel ected angles. The different noduli of the first and
second extension and the non |inear angles are not

di scl osed either.

Reasons for the Deci sion

1

1899.D

The appeal is adm ssible.

Anmendnent s

Caimlis derivable fromthe original clains 1, 3, 20,
23, 24, 32, 33, 34 and from page 10, lines 7 to 34 of
the description (nore than one |ayer; disposed an angle
to a longitudinal axis as a result of w nding or
brai di ng; non-Ilinear);

Clains 2 to 18 are derivable fromthe original clains
4, 5, 6, 7, 30, 8, 9, 15, 16, 26, 31, 32, 17, 18, 19,
33, 34 respectively.
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Accordingly the anendnents conply with Article 123(2)
EPC

3. I nventive step

Docunent (1) discloses an orthopaedi ¢ devi ce adapted
for inplantation within a body, the device conprising:

an intraosseous netal portion (page 10, lines 30, 31;
page 14, lines 9 to 12) and an intraosseous conposite
portion (page 10, lines 27 to 32) of nore than one

| ayer (page 13, 2nd and 3rd paragraph) and conpri sing
(i) a first extension, (16) having a nodul us of
elasticity, which is secured to said netal portion (ii)
and a second extension (12) positioned outside said
nmetal portion; said conposite portion having a | ength
and conprising one or nore filanments di sposed at an
angle to a longitudinal axis, said filanments further
bei ng di sposed within a polynmer matri x (page 4,

lines 6, 7).

The device according to claim1 differs fromthe one
di scl osed in docunment (1) in that:

(a) the first extension is received within said neta
portion;

(b) the angle of the filanent al ong the | ongitudi nal
axis is the result of w nding each layer (that is
each filanment which will forma |layer) along said

| ength at w ndi ng angl es;

(c) the winding angle in sone of the layers of the

1899.D
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conposite portion being non-linear (that is the
angl e of w ndi ng changes along the axis);

(d) the angles are selected to provide the second
extension with a nmodulus of elasticity that is
| ess than the nodulus of elasticity of the first
ext ensi on.

The devi ce di scl osed by docunent (1), page 14, is
produced in the follow ng way. A sheet of paralle
carbon fiber, held together by a coating, is cut in
patterns of specific shape and fiber orientation. These
patterns are then tightly rolled in into a cylinder and
nol ded to formthe conposite portion. This nethod does
not allow to vary the nodulus of elasticity within one
| ayer as the invention.

Docunent (2) discloses further the feature (a).

The probl em underlying the invention is to inprove the
devi ce according to docunment (1) by bringing the
stresses in the surroundi ng bone nearer to their norma
physi ol ogi cal |evel. This is done by varying the

el asticity nodulus of the prosthesis along its |ength.
See page 3, lines 21 to 31.

The problem of the invention is known from docunent
(1). See page 4, lines 28 to 35. The solution given by
t he di stinguishing features (b) to (d) of claim1lis
nore effective than that disclosed by docunent (1) and
not hinted at by docunent (2) or by any other docunent
of the available prior art.
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| ndependent process clains 17 and 18 refer to the

process for

preparing the intraosseous conposite

portion according to claim1l and are al so all owabl e.

O der

For these reasons

it is decided that:

1. The deci si on under appeal is set aside

2. The case is remtted to the first instance with the

order to grant a patent with the follow ng version:

d ai ns:

Descri ption:

Dr awi ngs:

The Regi strar:

1899.D

No. 1 to 18 filed with letter of

18 March 1996

pages 1, 9, 20 as originally filed,
page 2 filed with letter of 22 Decenber
1993,

pages 3, 10, 17 filed wth letter of

31 May 1995

pages 4 to 7, 11 to 16, 21 filed with
letter of 23 April 1999,

page 8 filed with letter of 21 May 1999,
pages 18, 19 filed with letter of

26 Cctober 1994

sheets 1/4 to 4/4 filed with letter of
23 April 1999

The Chai r man



- 8 - T 0387/ 96

U. Bul t nann W D. Wi ld
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