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Summary of facts and subm ssions

3214.D

The European patent No. 322 404 is based on the

Eur opean patent application No. 89 103 332.6 filed as a
di visional application of the earlier European patent
application No. 86 200 099.9 (parent application) and
publ i shed under the publication nunber EP-A-191 517.

An opposition based upon Articles 100(a) and 100(c) EPC
was filed against the patent No. 322 404. The
opposition was rejected by the decision of the

opposi tion division dispatched on 19 March 1996.

The independent Claim1 of the patent as granted reads

as foll ows:

"1l. A device for mlking animls, such as

cows, conprising a m|lking parlour, a mlking nmachine
with a mlking cluster (18) and with a support (26)

t herefore, which support (26) is capable of |ateral
nmovenent, positioning nmeans (12,13, 27, 54) to
position an aninmal in the longitudinal direction in the
m | ki ng parlour and sensor neans (16) for determ ning
the position of an animal in the lateral direction in
the mlking parlour, characterized in that the sensor
means (16) are di sposed on each side of the mlKking
parl our and are arranged to determne said | ateral
position in contact with an animal in the mlKking

parl our, said sensor neans (16) further being coupl ed
to the support (26) in such a manner that they maintain
the mlking cluster (18) central to parts of the sensor

means (16) arranged to be in contact with an animal in
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the m |l king parlour."

On 8 May 1996 the appell ant (opponent) | odged an appeal
agai nst this decision and sinmultaneously paid the
appeal fee. A statenent setting out the grounds of
appeal was received on 28 June 1996.

Oral proceedings were held on 23 Oct ober 1997.

Wth respect to the opposition ground according to
Article 100(c) EPC the appellant argued that the
subject-matter of Caim1l of the patent extended beyond
t he content of both the divisional application as filed
and the parent application as filed.

Wth respect to the opposition ground according to
Article 100(a) EPC the appellant argued that the
subject-matter of Caim1l of the patent, firstly, was
not novel with respect to the European patent
application EP-A-188 303 (docunent D1) and, secondly,
did not involve an inventive step as required by
Article 56 EPC having regard to the European patent
application EP-A-91 892 (docunent D2) and to the
article of V.PARENTI CASTELLI and G VASSURA
"Contributo allo studio dei problemi relativi alla
automazione delle operazioni di mungitura™, in "Il
Latte™, Vol. | X, March 1984 (docunent D3), for which an

English translation (docunent D 3) was fil ed.

The respondent (proprietor of the patent) contested the

argurments of the appellant.
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The appel | ant requested that the decision under appeal
be set aside and the patent be revoked.

The respondent requested as a main request that the
appeal be dism ssed so that the patent be nmaintained as
gr ant ed.

Auxiliarily, the respondent requested that the decision
under appeal be set aside and the patent be naintained
on the basis of an anended Claim1 filed during the
oral proceedings.

Reasons for the decision

1

2.

A)

21

2

The appeal is adm ssible.

The claimed subject-matter (main request of the
respondent)

The subject-matter of Claiml of the patent as granted
has to be determned in order to decide whether it

ext ends beyond the subject-matter of the application as
filed (Article 100(c) EPC) and to conpare it with the
prior art for the exam nation of novelty and inventive
step (Articles 54 and 56 EPC).

Caimlis directed to

a device for mlking animals, such as cows, conprising

a m | king parlour,

3214.D
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B) a m | ki ng machi ne

B. 1) with a mlking cluster (18)

B. 2) and with a support (26) therefor,

B.2.1) which support is capable of |ateral novenent,

(@) positioning neans (12, 13, 27, 54) to position an
animal in the longitudinal direction in the mlking
par | our

D) and sensor neans (16) for determning the position of

an animal in the lateral direction in the mlKking

par | our,

D. 1) t he sensor neans are di sposed on each side of the

m | ki ng parl our,

D. 2) t he sensor neans are arranged to determne said | atera
position in contact with an animal in the mKking
par | our,

D. 3) t he sensor neans having parts of the sensor neans (16)
arranged to be in contact with an animal in the m|lKking
par | our

D. 4) the sensor neans are coupled to the support (26)

D.4.1) in such a manner that they maintain the mlKking cluster

3214.D
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(18) central to said parts of the sensor neans (16)
arranged to be in contact with an animal in the mlking

par | our .

It is to be noted that feature D3) has been taken

separately, out of feature D.4.1).

Feature C), which defines the positioning of the anim
in the longitudinal direction has to be interpreted in
t he context of the clainms and the description and
drawi ngs of the patent in suit.

It can be seen that Claim1l is followed by a dependent
Claim?7 which contains a reference to "any one of the
preceding clains". Claim7 contains the expression "the
means to force the animal in a predeterm ned

| ongi tudi nal position" (enphasis added). The
description of the patent refers, in the opening
paragraph (colum 1, lines 3 to 11), to "positioning
means" and, in a subsequent paragraph (colum 2,

lines 29 to 34), to "the neans to force the anim
(enphasi s added) in the sane terns as used,
respectively, in Cains 1 and 7.

Claim7, which is dependent on any of the preceding
Claims 1 to 6, refers to "neans to force the animal in
a predeterm ned | ongitudinal position" by using the
definite article "the" without there being a preceding
claimreferring expressis verbis to this "neans to

force ... Since feature C) in Caim1lis the only
feature - anong the features specified in these

preceding Clains 1 to 6 - which relates to the

3214.D
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| ongi tudi nal position of the animal, it nust be
understood fromthe clains of the patent that there is
a technical identity between the expressions
"positioning neans ..." as defined by feature C) in
Claim1l1l and "nmeans to force the animal in a
predeterm ned | ongitudinal position” (in Claim7).

This interpretation is consistent with the whol e patent
whi ch di scl oses many specific el enents by neans of

whi ch the animal can be positioned in the |ongitudinal
position (see for instance colum 5, lines 29 to 35) or
its position can be corrected (see for instance

colum 2, lines 40 to 44) or which are provided to nove
the aninmal to an appropriate position (see colum 4,
lines 41 to 45).

Thus, feature C) in CQaim1l has to be interpreted as
defining nmeans suitable to force the animal into a
predeterm ned | ongi tudinal position, i.e. suitable for
exerting, if necessary, a force (which can also be a
reaction force, such as for instance in the case of
retai ni ng neans) on the animal such that the ani mal can
be brought into and/or held in a | ongitudinal position

which is appropriate for mlKking.

.3.1 This interpretation, which is also consistent with the
description of the parent application (see for instance
page 5, lines 5 to 10; page 6, lines 27 to 32; page 7,
lines 9 to 23; page 10, lines 31 to 34; page 11,

lines 29 to 31; page 13, lines 25 to 28; page 14,

lines 29 to 34), was agreed to by the respondent during

3214.D
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the oral proceedings as well as in the witten
proceedi ngs (see respondent's |etter dated 5 Decenber
1996, page 1).

In the Statement of G ounds the appellant asserted that
the term "positioning neans” defines nmeans not only to
"force" the animal into a certain position but also to
"lure"™ the animal into this position. This
interpretation cannot be accepted by the board because,
firstly, it is not consistent wwth the description and
the drawi ngs of the patent and, secondly, it has no
basis either in the parent application as filed or in

t he divisional application as filed (see above sections
2.3 and 2.3.1).

During the oral proceedings the appellant argued that
the term "positioning nmeans"” has not only the neaning
of "means to force the animal into a certain position"
but al so a second neaning, nanely that of "neans for
determ ning by nmeans of sensors the |ateral position of
the animal", since it is stated in the description of
the patent (see colum 1, lines 1 to 11 and 19 to 30)
that a mlking device provided wth positioning neans
to position the animal in the longitudinal position is
known from docunment D2 and since docunment D2 discl oses
a mlking device which is not provided wth neans to
force the animal into a certain position but only with
sensor neans determ ning the position of the aninal
The appel | ant argued that this second neaning of the
term"positioning neans" is plausible having regard to

the fact that the description of the patent refers to

3214.D
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docunent D2.

The board cannot accept this argunent of the appellant
for the follow ng reasons.

The appellant interpreted Claim1l of the patent solely
on the basis of the prior art disclosed in a docunent
cited in the patent. The prior art disclosed in
docunents referred to in the patent specification can
be used to interpret the clains only to the extent that
this prior art is clearly indicated in the patent. In
the present case, it is stated in the description of
the patent that "for retaining the animal ... [the

m | ki ng parlour of the device according to docunent D2]
is closable by nmeans of gates or screens which are
adapted to bring the cowto take a nore or |ess defined
position" (see colum 1, lines 19 to 24). Therefore,
the description of the patent refers to docunent D2 as
di sclosing a m | king device provided wth positioning
means in the formof retaining neans, i.e. of neans
suitable to force, if necessary, the animal into a
predeterm ned position. The indication of this prior
art in the description of the patent does not permt
the term"positioning neans" to be interpreted as
"sensing neans". Moreover, this interpretation would be
i nconsi stent not only with the remaining parts of the
patent specification but also with the divisional and
the parent applications as filed, which applications

did not contain any statenent referring to docunent D2.

Features D.4) and D.4.1) need to be interpreted with

respect to the nmeaning of the term "coupl ed", which

3214.D
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defines the rel ati onship between the sensor nmeans and
t he support of the mlking cluster, and the term
"maintain", which is used to further specify this
relationship (i.e. the coupling) in a functional way.
It is clear fromthe description and fromthe draw ngs
of the patent that the sensor neans and the support of
the mlking cluster are permanently coupl ed such that
they maintain the mlking cluster central to the parts
of the sensors in contact with the animal (see feature
D.4.1), i.e. such that the mlking cluster support
"Wl always be central under the animal" and "even if
the ani mal noves during mlking in a lateral direction,

will followthis novenment” (see description of the
patent, colum 6, lines 23 to 30).

This interpretation, which is also consistent with the
content of the divisional application as filed (see
page 1, line 23 to page 2, line 2; page 7, line 35 1to
page 8, line 3) and the parent application as filed
(see page 9, lines 1 to 5 and 25 to 28; page 16,

lines 1 to 8), was agreed to by the respondent during

the oral proceedings.

Having regard to the comments in the above section 2.4,
features D.4) and D.4.1) also inply that the support of
the mlking cluster and the mlking cluster itself are

permanent|ly connected, such that the m |l king cluster

- because of the coupling between the sensor neans and

the support - is nmaintained central to the parts of the

sensor neans which are in contact with the ani nal

3214.D
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Moreover, features D.4) and D.4.1) - read in
conbination with features B.2.1) and D.2)- also inply
that the mlking cluster support is maintained in a
central position (seen in the lateral direction of the
m | king parlour) with respect to the ani nal

Feature B.2.1) nust be read together with features D.4)
and D.4.1) in so far as the lateral novenent of the
animal results in the lateral novenent of this support,
due to the coupling between the sensor neans and the
support of the m |l king cluster.

Features B.2.1), D.4) and D.4.1) are also linked to
feature C) in so far as it is particularly inportant
that the animal is positioned in the |ongitudinal

di rection when the support of the mlking cluster is
capabl e of lateral novenent but not capabl e of

| ongi tudi nal novenent, as can be clearly understood
fromthe description and the drawings of the patent. In
other words, in the device according to Caim1l,
firstly, the animal is positioned in the |ongitudinal
direction such that the position of the udder
corresponds longitudinally with the support of the

m | king cluster and, secondly, the support of the
mlking cluster is able to be noved laterally (by neans
of the sensors) such that during mlking it is always

kept in a central position under the udder.

Article 100 (c) EPC (main request)

Caim1l of the divisional application as filed contains

3214.D
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the feature that "means are provided to force the
animal in a predeterm ned |ongitudinal position" whose
meani ng - having regard to the interpretation in the
above section 2.3 - is technically identical to the
nmeani ng of feature C) in Caim1l of the patent as

gr ant ed.

Therefore, the conbination of the features specified in
Claim1l of the patent can be derived substantially from
the features specified in Cains 1, 2 and 5 of the

di visional application as filed by addition of feature
D1, which feature can be unanbi guously derived fromthe
sentence bridging pages 7 and 8 of the divisional
application as filed.

The appel | ant argued that the deletion of the
expression "predeterm ned | ongitudinal position" from
Claim1 of the divisional application as filed was not
allowable with regard to Article 123(2) EPC, because of
the essential character of this expression. Having
regard to the comments in the above sections 2.3 and
3.1, this argunent of the appellant is not rel evant,
particularly since the indication "to position the
animal in the longitudinal direction” has a techni cal
meaning only if it is understood as disclosed, nanely

as neaning "to fix the animal in a precise position".

The introductory part of the description of the parent
application (page 1, line 1 to page 13, |line 29)
contains many statenents each providing generalisations

of what is illustrated in the single exanple described

3214.D



- 12 - T 0393/ 96

in detail referring to Figures 1 to 6.

The origin of aim1l of the patent can be found in a
passage bridgi ng pages 8 and 9 of the parent
application. This passage (see page 8, line 35 to

page 9, line 5) defines a mlking cluster support
capabl e of lateral novenent and coupled to a sensor
device to determne the lateral position of the anim
such that the mlking cluster support always remains in

a central position under the aninmal.

Thus, this passage explicitly defines the conbination
of features B), B.1), B.2), B.2.1), D, D4) and part of
feature D.4.1), in so far as the sensor neans and the
support are coupled in such a manner that they maintain
the mlking cluster in the central position with

respect to the aninal.

Thi s passage does not explicitly refer to either a

m | king parlour (feature A)) or a positioning nmeans to
position the animal in the |ongitudinal position in the
m | king parlour (feature C)). However, it is clear from
the whol e description of the parent application that
the m |l king operation necessarily requires that the
animal be placed in a mlking parlour and be

| ongi tudinally positioned such that the position of the
udder of the animal - in the longitudinal direction -
can be predeterm ned.

Therefore, features A) and C) are inplicitly disclosed
in this passage when it is read in the context of the

whol e descri ption.

3214.D
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Mor eover, features A) and C) have an explicit basis in
the introductory part of the description of the parent

application. The passage on page 1, lines 4 to 6 refers
namely to "the mlking parlour ... as a space in which
t he animal can be positioned ...". The first sentence
of the passage on page 13, lines 25 to 28 refers to
"menbers ... provided to nove the cow to an appropriate
position or location", i.e. positioning neans, and it

can be clearly understood fromthe second sentence of
this passage that the appropriate position is a
position in the |longitudinal direction. The skilled
reader of the parent application will imediately
realize that these passages (page 1, lines 4 to 6; and
page 13, lines 25 and 26) together with the above

menti oned passage of the introductory part of the
parent application (page 8, line 35 to page 9, line 5)
do not constitute separate teachings but forma unitary
di scl osure generalising the single specific exanple

described referring to the draw ngs.
Thus, the introductory part of the parent application

defines the conbination of features A), B), B.1), B. 2),
B.2.1), ¢, D, D4) and part of feature D.4.1)

3214.D
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The subject-matter of Claiml can be derived fromthis
conbi nation of features by addition of the features,
D.1), D.2), D.3) and of the remaining part of feature
D.4.1) (in so far as the central position of the

m | king cluster support is defined wth respect to the
parts of the sensor nmeans in contact with the animal).
These features which further specify the sensor neans
defined by feature D) can be unanbi guously derived from
the draw ngs (see Figures 2 and 3, which relate to a

singl e specific exanple).

The appel |l ant argued that Caim1 infringes

Article 100(c) EPCin so far as feature C) - due to its
hi gh degree of generalisation - can also be interpreted
as including "sensors for determning the | ongitudinal
position of the animal", which sensors are not

di scl osed either in the divisional application or in
the parent application as filed. This argunent of the
appel I ant cannot be accepted because it relies on an
interpretation of Claim1l which is inconsistent with

t he description and drawi ngs of the patent (see the

above section 2.3.3).

Havi ng regard to the above comments, not only there is
a clear basis for the subject-matter of Claiml in the
parent application as filed but also the description
and the drawi ngs of the patent do not allow an
interpretation of Claiml for which there is no basis

in the parent application as fil ed.

In view of the comments in above sections 3.1 and 3. 2,

3214.D
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Claim1 does not infringe Article 100(c) EPC

Novelty (main request)

The subject-matter of Claim1l is novel (Article 54 EPC

with respect to the cited prior art.

Novel ty was disputed only over docunent D1, which has
to be considered as conprised in the state of the art
according to Article 54(3) and (4) EPC for all the
desi gnated Contracting States.

Wth respect to this docunent, the appellant referred
to many passages of the introductory part of the
description of this docunent, nanely the passages on
page 1, lines 1 to 3; page 2, lines 19 to 23 and 27 to
29; page 4, line 29 to page 5, line 5; page 5, line 33
to page 6, line 4; page 6, lines 10 to 17. According to
the appellant all these passages forma unitary

di scl osure which deprives the subject-matter of daiml

of novelty.

The board cannot accept this argunent of the appell ant

for the foll ow ng reasons.

It is normally not perm ssible for assessing novelty
either to nosaic two docunents or to conbine separate
parts of a single docunent in a way which is not
clearly indicated in the docunent itself (see for
instance T 183/84, unpublished, section 7). In the

present case, the passages referred to by the appell ant

3214.D
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provi de generalisations of what is illustrated in
detail in the second part of the description of
docunent D1 referring to Figures 1 to 10. However, this
second part of the description illustrates four

di fferent exanples of mlking devices. Therefore, for
the skilled reader of docunent D1, it is not

i medi ately clear that all the above nentioned passages
represent a single teaching relating to a single
exanple. Besides, it is clear fromthe whol e docunent
that the passage bridging pages 4 and 5, which defines
gui de nenbers novable in a |lateral direction, clearly
relates to the exanple illustrated in Figures 4 and 5
and that the passage bridging pages 5 and 6, which
define a stop nenber against which the animal leans in
the longitudinal direction, relates to the exanple
according to Figures 6 and 7. Thus, it is clear that

t hese passages relate to different teachings
represented in different specific exanples. The
docunent itself not only does not suggest a conbination
of the two passages but al so shows the teachings in
separate distinct exanples of mlking devices.
Therefore, this argunent of the appellant relies on the
conbi nation of separate teachings within a single
docunent w thout there being an unequi vocal disclosure

of this conbi nati on.

Problem and solution (main request)

The board and both parties consider the mlking device

described in docunent D2 as being the closest prior

art.

3214.D
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Docunent D2 di scl oses (see particularly Figures 2 and 5
to 9) a device for mlking animals conprising a m|lking
parlour 1, a mlking robot 8 wwth a support 16 for the
m | king cluster 6, the support 16 being capabl e of

| ateral and | ongitudinal novenents, the m |l king robot
bei ng provided with first sensor nmeans 14 for

determ ning the position of the teats of the animal in
the longitudinal and lateral directions and with second
sensor nmeans 18 for determning the position of the
teats of the animal in the vertical direction.

Moreover, nmeans 4, 4', 4" are provided for retaining
the animal in the mlking parlour. Wien the mlKking
cluster has been applied by the robot and the m ki ng
operation is started, the robot can returnin its

i nactive position so that the support is separated
fromthe mlking cluster (see page 6, lines 9 to 13;

Figure 9).

Al t hough the type of sensors is not explicitly defined
in docunent D2, it is stated that they are suitable to
sense the distance to and the position of the teats and
are adapted to control the robot for noving and
applying the mlking cluster (see for instance
Claim10). In other words, it is clear that the mking
devi ce according to docunent D2 requires a rather

conpl ex sensi ng system
The subject-matter of the Claim1l substantially differs

fromthe mlking device according to docunent D1 by the

features specified in the characterising portion of the

3214.D
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claim i.e. by features D.1), D.2), D.3), D.4) and
D.4.1).

These di stinguishing features result in the provision
of a mlking device in which the mlking cluster can be
attached to the teats of the animal in an efficient and
reliable manner wi thout using a conplex sensing system
for determning the position of the teats and a conpl ex
novi ng system for noving the support of the mlking
cluster. In other words, according to the clained
solution, not only it is possible to detect the
position of the animal only in the lateral direction of
the m | king parlour by means of sensors disposed on
each side of the mlking parlour and having parts in
contact with the animal (nechanical sensing) but also
it can be avoided that the support of the mking
cluster - for application to the teats of the aninal -
be noved in the |ongitudinal direction of the mlKking

par | our.

Mor eover, according to the clained solution, not only
the mlking cluster but also the support of the mlKking
cluster is maintained - during mlking - central with
respect to the parts of the sensor neans which are in
contact with the animl and, thus, with respect to the

ani mal (see the above sections 2.3 to 2.5).

Inventive step (main request)

3214.D
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The cl ained solution is based on the general idea of
positioning the animal in the |ongitudinal direction
and sensing its position solely in the |ateral
direction so as to nmake it possible for the support of
the mlking cluster not to have to nove in the

| ongi t udi nal direction.

Docunment D3 can be taken into consideration for the
assessnment of inventive step because it relates to the
same technical field and indicates the aim of
devel opi ng an automatic m | ki ng device enabling correct
operation w thout using conplex detection and
positioning systens (see page 207, second col um,

par agr aph "Presupposti e finalita").

Docunent D3 teaches that, firstly, the position of the
udder is indirectly determ ned by sensing the position
of the back extremty of the animl by neans of a yoke
capabl e of being delicately attached on the back of the
ani mal and, secondly, the mlking unit carrying the
teat cups is brought to the vicinity of the teats in
order to capture them (see page 211, first and second
col umms, paragraph "Principio di funzionanmento"). The
device for noving the teat cups for their application
to the teats of the animal is defined in docunent D3 as
a spatial nechani sm ("nmeccani sno spazi al e") having at

| east 3 degrees of freedom nanely three translations
al ong the axes of reference, i.e. in the |ongitudinal,
| ateral and vertical directions (see page 211, second
colum, last line to third colum, line 13). Therefore,

docunment D3 does not suggest the general idea on which
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the clained solution is based.

Moreover, even if it is considered that the yoke
performs the functions of the sensor neans according to
features D.1) to D.4), there is no indication in
docunent D3 that the sensor nmeans, i.e. the yoke, is
coupled to the support of the mlking cluster in such a
manner that they maintain the mlking cluster central
wWith respect to the parts of the yoke which are in
contact with the animal. Therefore, even if the skilled
person were to conbi ne the teaching of docunment D3 with
t hat of docunment D2, he would not arrive at the clained
subj ect-matter

6.3 Having regard to the above comments, the board finds
that the subject-matter of the independent Claim1 of
the patent as granted, upon which the nmain request of
the respondent is based, is not obvious to a person
skilled in the art and thus considers it as involving
the inventive step required by Article 56 EPC

7. Since the patent can therefore be naintained as granted
according to main request of the respondent, the
respondent's subsidiary request does not need to be

consi der ed.

Or der

For these reasons it is decided that:
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The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin C. Andries
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