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Summary of Facts and Subm ssi ons

1694.D

Eur opean Patent No. 0 371 659 based on application
No. 89 311 894.3 was granted on the basis of 8 clains.

Caiml as granted reads as foll ows:

"1l. A liquid proteinaceous food conprising

| act al bum n, seasoni ngs and/or flavouring material and
wat er, characterised in that |actal bum n having a
purity of at |east 90% by weight is used in an anmpbunt
to constitute 5 to 15% by wei ght of the food and in
that the lactal bum n has been dissolved in water at
50°C or below and then heated to 60 to 100°C to
denature it in cloudy conditions.".

Opposition was filed against the granted patent by the
appel l ant. The patent was opposed under Article 100(b)
EPC for insufficiency of disclosure and under
Article 100(a) EPC for |ack of inventive step.

The follow ng docunents, cited during the proceedi ngs
before the opposition division, remain relevant for the
present deci sion:

(7) US-A-2 919 195

(5 K J. Hannigan, Food Engi neering, 1982, pages 54,
55: Super protein from aci d-whey.

(6) Declaration of Dr. JN de Wt.

(1) JG Zadow, ed., Elsevier Applied Science, London,
1992, pages 26 to 27: Wey and | actose processing.
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The deci sion of the opposition division posted on
14 March 1996 rejected the opposition under
Article 102(2) EPC

The Opposition Division took the view that the patent
as granted net the requirenents of Article 100(b) EPC
and Article 56 EPC.

As regards the opponent's objections under

Article 100(b) EPC with respect to the terns

"l actal bum n having a purity of at |least 90% in
claiml1l, the Qpposition Division considered that the
term "l actal bum n" as well as the nmeaning of "a purity
of at least 90% were sufficiently disclosed in the
patent in suit.

In fact, having regard to the disclosure of the patent
(page 4, lines 7 to 10), the Opposition Division was of
the opinion that the skilled person woul d consider the
"purity of at least 90% as neaning "at |east 90%
proteins".

Mor eover, although it was acknow edged that the term
"l actal bum n", a protein product conprising proteins
derived from whey, covered manifold products having
different properties depending on their preparation
met hods, the Qpposition Division concluded that the
"l actal bum n" of the patent in suit was sufficiently
defined by its functional features as given in claiml
and that the person skilled in the art could, w thout
undue burden and wi thout inventive skills, experinent
whet her "l actal bum ns" avail able on the market woul d
fulfil the functional requirenents of claim1.
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The Opposition Division also contended that the
subject-matter of claim1l of the patent in suit was

i nventive over the available prior art docunments since
none of them contained any hints that a "l actal bumn"
exhibiting the currently defined essentia
characteristics according to claim1 should be used in
a liquid proteinaceous food; the nore so since the only
docunent dealing also with a liquid proteinaceous food
(ie (7)) taught that the egg yolk protein present in
the liquid food should not be denatured (colum 3,
lines 6 to 10).

The appel | ant (opponent) | odged an appeal against the
sai d deci si on.

Oral proceedings were held before the Board on 12 My
1999. The respondent did not attend the ora
proceedi ngs as announced in his letter dated 4 January
1999.

The appel lant's subm ssions both in the witten
procedure and at the oral proceedings can essentially
be sunmari sed as foll ows:

On the question of insufficiency of disclosure under
Article 100(b) EPC, the appellant took the view that
the skilled person could not |learn, either fromthe
patent specification or fromthe prior art publications
i ncl udi ng encycl opaedi a references, what was neant by
the term"lactal bum n" used in claim1l.

He al so stressed that an invention could in any case
not be sufficiently disclosed by docunents not
mentioned in the application as filed.
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Referring to (7), he pointed out that the presently
clainmed "l actal bum n" could not correspond to the "whey
protein precipitate” known as "l actal bum n" since it
was a powder insoluble in water, whereas, according to
the application, the lactal bum n" to be used nust be

di ssol ved in water

Mor eover, the appellant naintained that the skilled
person coul d not even assune that it was a (fraction
of) mlk or whey protein since, according to the patent
in suit (claim3 and page 4, lines 11 to 13), that
woul d not be the "lactal bum n" but "the other protein".

In addition, the appellant contended that the
expression "having a purity of at |least 90% wth
respect to the lactalbumn of claim1l was not suitable
to define the product because it was not clear whether
the "purity" was related to the purity of the proteins
present, the protein content, the salt content or a
conbi nation of all these features.

In that respect, the conparative experinents of Dr. de
Wt, an expert in the field of (whey) proteins,
denonstrating the i nportance of the salt content in the
whey protein for the achievenent of a turbid dispersion
instead of a gel, were referred to (6). The appell ant
concl uded fromthese experinents that the patent in
suit did not contain a disclosure of the invention
allowing the invention to be perfornmed in the whole

range cl ai ned.

Furthernore, during oral proceedings, the appellant
poi nted out that the description of the patent in suit
did not contain an enabling disclosure of the
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denaturation into cloudy conditions of the |actal bumn
as the conditions involved in the denaturation process
were nmerely described as preferred (page 4, lines 27 to
29) .

He al so contended that, claiml of the patent in suit
al so enconpassed the solidified products obtained by
the process according to conparative exanples 1 to 3 of
the patent in suit since said process involved a
honogeni sing step at a tenperature of 70°C and thus

i nvol ved al so the denaturation of the |actal bum n.

He concl uded that either the disclosure of the key
feature for avoiding gel formation was mssing in the
description of the patent in suit or claiml
enconpassed enbodi nents which did not solve the problem
of gel formation and which were therefore obvious.

For the assessnent of inventive steps the appell ant
stated noreover, in the |ast paragraph of the grounds
of appeal, that the subject-matter of the patent in
suit was obvious in the light of the disclosure in (7),
since it would be obvious to use a solution of |ow salt
content whey protein as described in (5 to obtain a
"cl oudy" precipitate after denaturation, in order to
sol ve the problem of gel formation in a preparation
according to said docunent.

The respondent (patentee) contested these argunents.
Hs witten subm ssions in support of his requests can
be sunmari sed as foll ows:

Regardi ng the neaning of the term"|actal bum n" the
respondent submtted that it was precisely because said
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term had no exact definition that an essentially
functional definition was used in the patent clains.
Accordingly, the definition of "lactal bum n" did not
depend on docunents not disclosed in the patent in suit
as filed but only on the requirenent set out in the
specification together with the know edge of the
skill ed reader.

Therefore, the only conclusion to be drawn fromthe

di sclosure in (7) concerning an insoluble "l actal bum n"
was nerely that it was not a suitable product for the
present invention.

Concerning the passage in the patent in suit (claim3
and page 4, lines 11 to 13), the Respondent expl ai ned
that the terns "further protein” and "other"

i ntroduci ng, anong other things, "mlk protein" nerely
nmeant protein additional to that (ie |actal bum n)
referred to in claim1. Therefore the appellant's
conclusion that the term"lactal bum n" used in the
patent in suit could not be understood as neani ng "whey
protein" was basel ess.

As regards the expression in claiml "a purity of at

| east 90% by weight is used", it was the respondent's
view that it was clear that it neant at |east 90% by
wei ght lactalbumin as it appeared fromthe
specification (page 4, lines 8 to 10).

Referring to the conparative exanples of the
declaration of Dr. J. N. de Wt (6), the respondent
contended that show ng that the benefits of the

i nvention could be avoi ded by selection of particular
materials and conditions outside the scope of the



VI,

- 7 - T 0447/ 96

clainms did not detract fromthe sufficiency of the

di scl osure of the invention as clainmed in the clains.
He noreover stressed that the requirenent that the

| act al bum n enployed in claim1l nust denature in cloudy
condi ti ons when heated to 60 to 100°C after having been
di ssolved in water bel ow 50°C applied over the whole
range of the invention and that it was this functiona
feature which determ ned whether or not a particul ar

| actal bumn fell within claiml.

Wth respect to the inventive step objection, the
respondent maintai ned that neither docunent (7) nor any
ot her avail abl e docunent contained any hint that a
protein exhibiting the presently defined essentia
characteristics was to be used in a liquid

pr ot ei naceous food.

The appel | ant requested that the decision under appea
be set aside and that the patent be revoked.

The respondent requested in witing that the appeal be
di sm ssed.

Reasons for the Deci sion

1

2.1

1694.D

The appeal is adm ssible.
Sufficiency of disclosure
An objection of insufficiency of disclosure of the

invention was raised in relation to the | actal bum n of
the liquid proteinaceous food.
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The Board notes that claim 1l does not require for the

| act al bum n any special features other than those of
having a purity of |east 90%C by wei ght, of being water
sol ubl e and of denaturing in cloudy conditions when
heated to 60 to 100°C.

The term "cl oudy conditions” w thout any further
definition has to be understood in its broadest sens.
Therefore any type of lactal bumi n neeting the above
condi ti ons woul d appear to be equally suitable for the
present invention.

Lactal bum n, as all the other conmponents of the clained
i quid proteinaceous food, is referred to in the patent
description (page 4, lines 7 to 16, lines 23 to 26).
Products avail able on the narket are quoted as suitable
| act al bum n provided they fulfill the above

requi renents (page 4, paragraph 2).

The description also contains three detail ed exanpl es
of the clainmed |liquid proteinaceous food. Moreover,
each of these exanples sufficiently illustrates the
process how to bring the lactalbumn in the "cloudy
condi tions".

The description of this aspect of the invention is
therefore regarded as conpl ete.

It is true that the disclosure in the contested patent
gi ves no detailed informati on about the chem ca
structure of "lactal bumn" in the context of the
present invention. Accordingly, the termhas also to be
given its broadest neaning, ie any mlk protein product
fromwhey. Said |actal bumn nust however fulfill the
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followi ng requirenents according to the patent in suit:

- it nust be soluble in water at 50°C or bel ow,

- it nmust denature between 60 to 100°C in cl oudy
condi tions,

- it must have a purity of at |east 90% by wei ght.

As regards the first requirenent, the appell ant
contested that |actal bum n was a sol uble product in the
light of the disclosure in (1)(page 26, item3.1).

It is however comon general know edge in the field of

| actal bum n that the physical and chem cal properties
of the | actal bum n products depend strongly on their
met hod of preparation. Accordingly, the only conclusion
the skilled person can draw from (1) is that the

| act al bum n di sclosed therein is not suitable for the
present food, but not that lactalbumn is a water

i nsol ubl e product.

Inillustration of the above, it is noted that the
appel l ant provided two conparative experinents (see
(6)), wherein two water soluble |actal bum ns were used,
one of them being a |actal bumi n which was commercially
avai l abl e before the priority date of the patent in
suit (see (5H)).

The appel l ant's argunent concerning the all eged
contradiction in the patent in suit in claim3 and on
page 4, lines 11 to 13 leading to the concl usion that
the term "l actal bum n" was used so as to excl ude whey
protein cannot be foll owed either.

1694.D N
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In fact, it is clear fromthe wording used in claimS3,
ie "further protein", that what is neant is protein,
including mlk protein, additional to the particul ar

| actal bum n of claim 1. The Board could not find, in
the di sclosure of the patent in suit, any elenents for
departing fromthis usual and | ogi cal understandi ng of
the term"other protein" used on page 4 lines 11 to 13
in connection with the particular |actal bumn of the
l'iquid food.

The sane applies to the objection raised by the

appel lant with respect to the purity requirenent for
the lactal bum n according to claim1 of the patent is
suit.

The purity of the lactal bumn to be used in the food
according to claim1 is defined in the patent in suit
on page 4, lines 7 to 10. The Board could not find,
either fromthis disclosure or fromany other part of
the description, any reason to believe that the purity
of 90% by wei ght could relate to anything other than
the usual protein content.

Inillustration of the above, it is noted that the
techni cal expert Dr. JN De Wt did indeed choose

| act al bum ns having a protein content of nore than 90%
by weight to carry out the conparative experinents of

(6).

The Board cannot agree with the appellant's finding
that the term"preferably” used in connection with the
di ssolution tenperature of the |actal bumn and the
purity degree of the lactal bumn can put the
feasibility of the present subject-nmatter into
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questi on.

As long as the preferred values do indeed lead to the
desired result, it is indeed immterial for the
assessnent of sufficiency of disclosure to ask whet her
or not val ues outside the preferred disclosure would
al so be suitable.

In that respect, the Board notes that the exanples of
the patent in suit as well as the conparative exanpl e
filed by the appellant (6)(experinent carried out with
Bi pro®), which have all been carried out within the
preferred val ues, do indeed produce a | actal bumn
according to claiml.

Nor does the Board share the opinion that the subject-
matter of claiml of the patent in suit also covers
enbodi nents wherein the lactal bumn is dissolved in
wat er together with the remaining ingredients of the
food prior to the denaturation step.

It is indeed very clear fromthe clains itself as well
fromall passages relating to the preparation of the
denatured | actal bum n and worki ng exanples 1 to 3 of
the application as originally filed that the

| actal bumn to be used nust first be dissolved in water
and then denatured in cloudy conditions before being
used for any purpose in any other steps.

In that respect the Board notes that dependent claim8
of the patent in suit, which has been quoted by the
Appel  ant, was not present in the application as
originally filed but that there is nothing in the
application as originally filed which could cast any
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doubt on the fact that the water in which the
| act al bum n has to be dissolved and denatured is just
pure water.

Accordingly, in the Board's view the subject-nmatter of
claim1l of the patent in suit does not enconpass the
wor ki ng net hod of conparative exanples 1 to 3 and
claim1l does recite all the nmandatory technica

features of the invention as denonstrated by exanples 1
to 3 of the patent in suit and by the conparative
exanple filed by the Appellant (6)(conparative exanple
with Biprof.

The appellant failed to plausibly substantiate that the
skilled person could not, w thout undue burden, find a
suitable lactal bumn for preparing the liquid

pr ot ei naceous food according to the patent in suit

since his conparative exanples (6) have clearly
denonstrated that of two tested | actal bum ns one of
them BiproR (6), ie a well known commercially avail abl e
| actal bumn, fulfilled all the requirements of the
patent in suit.

In conclusion, the Board's judgenent is that the
invention is sufficiently disclosed in all respects and
that the patent neets the requirenents of Article 83
EPC.

Novel ty

Novel ty of the subject-matter of the clains of the
patent in suit has been acknow edged by the Qpposition
Division. As it has never been contested by the

Appel  ant, the Board sees no reason to object to these
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findi ngs.

I nventive step

Docunent (7), the closest prior art, describes a liquid
pr ot ei naceous food conprising lactalbumn, ie an acidic
fruit juice enriched with protein, which can be kept a
day w thout objectionable separation (colum 1,

lines 29 to 33; columm 2 lines 54 to 70; exanple 1).

According to the preparation nethod disclosed in
(7)(colum 2 line 66 to colum 3 |line 33), lactal bumn
is mxed in water with other ingredients and additives
(such as whey, glycine, egg yolk, skimmlk powder,
vitam ns or mnerals). The obtained m xture is
honogeni zed and then pasteurised and dri ed.

The final step is mxing the additive conposition
obt ai ned above, in either dried or liquid form wth
the fruit juice

In the light of the said prior art, the problem
underlying the patent in suit can be seen in providing
a liquid proteinaceous food having prolonged stability.

The problemis solved by the |iquid protei naceous food
of claim 1.

Since the text of the patent in suit and the working
exanples 1 to 3 highlight the high stability of the
claimed liquid proteinaceous food (no precipitate
observed after six nonths at roomtenperature), the
Board has no reason to doubt that the technical problem
has actually been sol ved. The Appellant did not contest
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the results of the said exanples.

The question to be answered is thus whether the
proposed solution is obvious for the skilled person, ie
a skilled formulator in the field of food industry
havi ng noreover good know edge of the chem cal and
physi cal properties of alinmentary proteins in general,
faced with the problem defined above.

The Board agrees that the skilled person would try to
use a solution of Bipro®in a preparation according to
(7), as it is, indeed, well within the nornmal practice
of the skilled person to replace the ingredients of
prior art fornmulations wth any new and prom sing
products avail abl e on the market.

By doing so the skilled person woul d however not end up
wWth the desired stable liquid food. It is only if the
| actal bumin is dissolved in water and denatured in

cl oudy conditions before being used for preparing the
liquid food that the desired effect on stability can be
achi eved.

Conparative exanples 1 to 3 of the patent in suit
clearly denonstrate that the stability of the liquid
pr ot ei naceous food depends on the physical formin
which the lactalbumin is mxed with the other

I ngredi ents.
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Docunent (5) discloses a water sol uble | actal bum n
(page 96, title; figure; colum left, line 9) which has
a protein content of 97% (page 96, colum |left,

lines 12 to 13) and which is suitable for preparing
protein enriched fruit-based drinks (page 96,

colum right, lines 26 to 28; page 97, colum right,
lines 35 to 36).

There is not the slightest hint in docunent (7) or
docunent (5) of such a denaturation step of the

| actal bumin prior to its mxing with the other
ingredients, let alone of the stability effect |inked
to the use of any form of denatured | actal bumin in the

liquid food.

In view of the above it is concluded that the subject-
matter of claim1l involves an inventive step.

O der

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar The Chai r man

P. Martorana U OGswal d

1694.D



