BESCHWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMTS OFFI CE

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(© [X] To Chairnen

DECI
of 22 Apri

Case Nunber:

Appl i cation Number:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:
Pol yner - based cont ai ner

Pat ent ee:
Shel |

Opponent :
BP Chem cal s Ltd.

Headwor d:

Rel evant | egal
EPC Art. 56

provi si ons:

Keywor d:
"I nventive step (no) -
st andar di sed,

Deci sions cited:

BOARDS OF APPEAL OF
THE EUROPEAN PATENT

I nt er nati onal e Research Maat schappi |

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN
DES BREVETS

S1 ON

1998

T 0489/ 96 -

3.3.3

88201904. 5

0306115

Co8L 73/00

EN

B. V.

rel evant properties self-evident from
routine tests”

T 0095/83, T 0153/85, T 0229/85, T 0038/89, T 0570/91

Cat chword

EPA Form 3030 10.93



9

Case Nunber: T 0489/96 -

Europaisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

3.3.3

DECI SI ON

of the Technical Board of Appeal 3.3.3

Appel | ant:

of 22 April 1998

Shel |l I nternational e Research

(Proprietor of the patent) Matschappij B.V.

Repr esent ati ve:

Respondent :
( Opponent)

Represent ati ve:

Deci si on under appeal :

Conposition of the Board:

Chai r man: C. CGérardin
Menbers: R Young

Carel van Byl andtl aan 30
2596 HR Den Haag (NL)

BP Chemicals Ltd
Britanni c House, 1 Finsbury Circus
London EC2M 7BA (GB)

Preece, M chael

BP International Limted

Pat ent s and Agreenents Division
Sunbury Research Centre
Chertsey Road
Sunbury- on- Thanes

M ddl esex TW16 7LN (GB)

Deci si on of the Opposition Division of the
Eur opean Patent O fice dated 14 February 1996,
issued in witing on 27 March 1996, revoking
Eur opean patent No. 0 306 115 pursuant to
Article 102(1) EPC



A. C. G Lindqgvist






S 1 T 0489/ 96

Summary of Facts and Subm ssi ons

The nention of the grant of European patent

No. 0 306 115, entitled "Polyner-based container”, in
respect of European patent application

No. 88 201 904.5, filed on 2 Septenber 1988 and
claimng US priorities of 4 Septenber 1987 (US 94978
and US 94954) and 13 October 1987 (US 107215 and

US 107216) was announced on 22 Decenber 1993 (Bulletin
93/51).

. Notice of Opposition was filed on 21 Septenber 1994 on
the grounds of |ack of novelty and inventive step. The

opposi tion was supported by the docunent:

D1: EP-A-0 213 671.

The Patentee furthernore referred to a nunber of

docunents, in particular:

D2: "U Il mnn's Encycl opedia of Industrial Chem stry",
vol . 11, pages 590 to 597.

L1l By a decision which was given at the end of oral
proceedi ngs held on 14 February May 1996 and issued in
witing on 27 March 1996, the Opposition D vision
revoked the patent. The deci sion was based on two sets
of clains, formng a main and an auxiliary request
respectively. The main request was a set of 10 C ains
filed with a letter dated 11 January 1996, Caim1l of

whi ch read as foll ows:
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"Pol ymer - based container suitable for use with food or
beverages at high tenperatures, characterized in that
the container is a nonol ayer container and the pol ymer
is alinear alternating polyner of CO and ethyl ene, and
optionally one or nore other olefinically unsaturated
hydrocarbons CH, having the enpirical fornula:

-[- 0O CHOH-] --[-CO CH:1 -

wherein a > 3; b >6; and x/y > 8."

Claim 2, an independent claim read as foll ows:

"Pol ymer - based container suitable for use with food or
beverages at high tenperatures, characterized in that

t he container is obtainable by thernoform ng and the
polymer is a linear alternating polynmer of CO and

ethyl ene, and optionally one or nore other olefinically
unsat urated hydrocarbons CH, having the enpirical

f ormul a:

-[- 00 CHCH-],--[-CO- CH-],-
wherein a > 3; b >6; and x/y > 8."

Claims 3 to 10 were dependent clainms directed to
el aborations of the container according to Claim1l or
2.

The auxiliary request was a set of clainms 1 to 9,
corresponding to the main request, but in which

i ndependent Cl aim 2 had been del eted, and the remaining
cl aims renunbered accordingly.

1194.D Y
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According to the decision, the closest state of the art
docunent D1 nade avail abl e a pol yket one cont ai ner
suitable for food and drinks, but did not nention a
nonol ayer structure. The effect of selecting

pol yket ones with good barrier properties and heat

di stortion tenperature could not be taken into account,
since the chem cal nature of the polyners was not a

di stingui shing feature. The use of nonol ayer containers
with food or beverages was, however, standard in the
art. Furthernore, it had not been disputed that the
skilled person, in studying the properties of a
material for use as a container, would first of al
prepare a nonol ayer container. Consequently, making
such a nonol ayer contai ner was the nost obvi ous way of
"conpleting” the teaching of D1 and the subject-matter
of Caim1, although novel, did not involve an

i nventive step.

On 20 May 1996, a Notice of Appeal against the above
decision was filed, together with paynment of the

prescribed fee.

In the Statenent of G ounds of Appeal filed on 25 July
1996, the Appellant (Patentee) argued in substance as

foll ows:

(a) D1 did not nmake avail able the barrier properties,
in particular the water vapour barrier properties
(whi ch had been denonstrated by conparative
experinment in opposition proceedings), and the
heat distortion tenperatures of the pol yket ones

according to Claim1l of the patent in suit.

1194.D Y A
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Consequently, these properties should be taken
into account in the formulation of the objective
probl em There was, however, no incentive in Dl to
expl ore water vapour barrier performance or to

sel ect pol yketones having the relevant clained

val ues of x/y.

(b) It was accepted that, at the priority date of the
patent in suit, there was not a single resin
capabl e of neeting the right bal ance of
performance properties and economcs required in
packagi ng. The enphasis in industry had been on
conmbi ning or nodifying existing polynmers rather
t han devel opi ng new pol yners. Such barrier
properties, together with the ability to be hot-
filled and the retortability of the nonol ayer
containers of Claim1l could not have been expected
on the basis of D1, and hence there was no
incentive to explore such properties in the
expectation of finding good results in all of

t hem

(c) In contrast to known nonol ayer containers, the
claimed containers did not require nmultiple

process steps.

(d) The finding in the decision under appeal, that the
skill ed person would study a pol yketone first in
the formof a nonol ayer contai ner before deciding
whet her and how its properties had to be inproved,
related to the question of whether or how the
skilled person could arrive at the clainmed

subj ect-matter. This was not, however, a correct

1194.D Y A
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qguestion to be asked. The correct question was
whet her the skilled person would sel ect the

pol yket ones and nake a nonol ayer container in the
expectation of arriving at a container with the

set of properties described in the patent in suit.

A nunber of standard texts were referred to for the
first tinme in the Statenent of G ounds of Appeal, as
evi dence of general know edge, in particul ar:

D5: "Encycl opedi a of Polyner Science and Engi neering"”,
Vol . 2, 1985, pages 181 to 184.

The Appellant also filed, on 18 March 1998, a facsimle
copy of a Declaration of Professor Donald R Paul of
the University of Texas at Austin, in support of the

above argunents.

The Respondent (OQpponent) supported the findings of the
deci si on under appeal, and furthernore argued, in a
subm ssion filed on 10 February 1997, substantially as

foll ows:

(a) The words "packaging” in D1 and "container" in
Claiml of the patent in suit were synonynous,
si nce packaging material for beverages nust
necessarily represent a three-di nensional

cont ai ner.

(b) The references in D1 to packagi ng foods and
drinks, and to the excellent nechani cal properties
and high nmelting points of the pol yketones would

have suggested to the skilled person a suitability

1194.D Y A
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for food or beverages at high tenperatures. There
were then only two choi ces open, nanely a

nonol ayer or a nultilayer container. The latter
was nmuch nore conplicated and expensive, and
consequently the obvious choice would be a

nonol ayer cont ai ner.

(c) The barrier, etc. properties argued by the
Appel I ant were based on only a single result of an
i nconpl etely specified conparison, and even if
accepted were nere discoveries because the
properties were inherent to the polyners
t hensel ves. On the contrary, the suitability for
packi ng foods and beverages stemmed fromthe
adm ttedly excell ent nechanical properties of the
polynmers of D1. It was thus obvious fromDl to
make contai ners according to Caim1, regardless
of the newy neasured properties.
Oral proceedings were held before the Board on 22 Apri
1998. At the outset of the oral proceedings, the
Appel | ant presented nine sets of clains, consisting of
a main request and eight auxiliary requests. The clains
of the sets formng the main request and fifth
auxi liary request corresponded, however, to the main
and auxiliary requests respectively underlying the
deci si on under appeal. After prelimnary discussion,
three of the auxiliary requests (first, third and
sixth) were withdrawn, |eaving a main request and five
auxiliary requests, of which the third corresponded to
the previous fifth auxiliary request. After discussion
with the parties of the adm ssibility of these requests
and del i beration of the Board, the decision was

announced that the first, second, fourth and fifth

1194.D
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auxiliary requests would not be admtted into the
proceedi ngs. The renai ning requests were thus the main
request and the third auxiliary request. These
correspond to the main and auxiliary request
respectively underlying the decision under appeal.

The substantive issues were discussed in relation to

t hese requests, particularly in the [ight of the

subm ssions in the declaration of Professor Paul,
according to which (a) the claimed pol yket ones
represented a selection fromthe disclosure of D1 and
(b) the skilled person, starting out fromthe polyners
of D1 and investigating their suitability for
packagi ng, would not, as a first step, nmake a nonol ayer
contai ner, but would rather formthe polyner into a
standard test specinmen of the appropriate shape for
testing the rel evant property.

VI, The Appel |l ant requested that the decision under appeal
be set aside, and the patent be maintained on the basis
of Claims 1 to 10 filed as main request, or
alternatively on the basis of Clains 1 to 9 filed as
third auxiliary request, both submtted at the oral

pr oceedi ngs.

The Respondent requested that the appeal be di sm ssed.

Reasons for the Decision

1. The appeal is adm ssible.

1194.D Y A
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Admissibility of late-filed documents

The docunent D5 is a short extract from an

encycl opedi a, relied upon by the Appellant to support
an argunment submitted in the Statenent of G ounds of
Appeal . It was filed together with the statenent, and
its relevant content does not go beyond the factual
framewor k of the proceedings so far. Nor was any
objection raised to its introduction by the Respondent.
Consequently, the Board has allowed its introduction
into the proceedi ngs under Article 114(1) EPC

Admissibility of late-filed claims

The sane cannot be said of the eight auxiliary requests
submtted at the beginning of the oral proceedings
before the Board.

No reason for the |l ate subm ssion of these clainms was
gi ven, beyond an indication that the ideas behind them
had only occurred to the Appellant during the final

stage of preparation for the oral proceedings.

Furt hernore, the Respondent conpl ai ned of havi ng been

taken by surprise, in view of the earlier witten

subm ssion of the Appellant, that it was not necessary
to conmment on the dependent clains (Statenent of

G ounds of Appeal, page 5, third paragraph), and, not

being in a position to provide rel evant

count erargunents, opposed the introduction of the

auxi liary requests.

It is the established case | aw of the Boards of Appeal

1194.D
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t hat Boards of Appeal may refuse late-filed anendnents,
e.g. new clains presented at oral proceedings, if such
clainms are not clearly allowable or if the Proprietor
of the patent can provide no justification for the late
filing (T 0095/83, QJ EPO 1985, 075; T 0153/85, Q) EPO
1988, 001). Furthernore, as set out in decision

T 0038/89 of 21 August 1990 (not published in QJ EPO,
it is quite clear that the Boards of Appeal have a
general discretion to refuse all late-filed anmendnents
depending in particular on any excuses put forward for
t he apparent | ateness, and the inconvenience that would
be caused if the anmendnents were admitted into the

pr oceedi ngs.

This jurisprudence is also in conformty with

Article 11(3) of the Rules of Procedure of the Boards
of Appeal, which states that "if oral proceedings take
pl ace, the Board shall endeavour to ensure that each
case is ready for decision at the conclusion of the
oral proceedings, unless there are special reasons to

the contrary."

In the present case, the pattern of the clains was, in
the Board' s view, relatively conplex, even after the
nunmber of such requests had been reduced to five, and a
paper had been subm tted summari sing rel evant sub-
clains (Clainms 4, 5 and 9) to which the subject-matter
of the various auxiliary requests had all egedly been
limted. In particular, it was not explained to the
Board which, if any, of the multiplicity of

conbi nati ons cl ai med should be regarded as "clearly

al l owabl e". On the contrary, the argunment of the

Appel lant, at the oral proceedings, that the purpose of

1194.D
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the auxiliary requests was nerely to clarify peripheral
poi nts, such as the precise nmeaning of the term
"“container"” in the clains, contributed to the

i npression that the auxiliary requests, if admtted,
would ultimately fare no differently than the main and
auxiliary requests originally relied upon and
underlying the decision under appeal.

Furthernore, adm ssion of the auxiliary requests in the
present case (with the exception of the third auxiliary
request, which corresponded to the auxiliary request
underlyi ng the decision under appeal) would have
prevented a final decision being taken at the oral
proceedi ngs, and consequently would have resulted in a
consi derabl e delay in the proceedings.

Under these circunstances, there was no basis for the
Board to exercise its discretion favourably to the
Patentee. On the contrary, to do so would have invited
simlar behaviour in the future. Consequently, it was
decided that the first, second, fourth and fifth
auxiliary requests would not be admtted into the

pr oceedi ngs.

Admissibility of amendments

Mai n request

No objection has been raised under Article 123(2) or
123(3) EPC agai nst the anended form of the patent in
suit, which corresponds to that of the main request
under |l yi ng the decision under appeal, and the Board

sees no reason to rai se an objection of its own.

1194.D Y
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Consequently, no objection under Article 123 EPC ari ses
in respect of the clainms under consideration.

The patent in suit; the closest state of the art

The patent in suit is concerned with a pol yner-based
shaped article suitable for use in connection with
packagi ng food or beverages, the polynmer being a |inear
alternating polynmer of CO and ethyl ene, and optionally
one or nore other olefinically unsaturated hydrocarbons
CH, having the enpirical fornula:

-[- 0O CHOH-] --[-CO CH: 1 -

wherein a > 3; b >6; and x/y > 8 (Caim1l). Such an
article is, however, known from D1, which was
considered in the decision under appeal to represent
the cl osest state of the art.

According to D1, polynmers of carbon nonoxide with

et hene and with one or nore other olefinically

unsat urated hydrocarbons (A), with [ ess than 20 carbon
atons, are characterised in that,

(a) the polyners have a linear structure,

(b) they consist of units -CO(CH,)- and units -CO
(A)'1

(c) the units -CO (A - are distributed at random
points in the polyner, and

(d) the polyners have a nelting point of between 150

1194.D Y
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and 245°C (daim1).

This nmelting point is |lower than that of polyners

wi thout the units of -CO (A)-, which nelt around 257°C,
the reduction in nelting point being achi eved w thout
serious detrinent to the thermal stability and
dependi ng inter alia on the quotient mn, where m
represents the average nunber of units -CO (A)- and n

t he average nunber of units -CO(CH,)- in the polyner
(colum 1, lines 24 to 33; colum 2, lines 11 to 15 and
31 to 40). The value of mn thus corresponds to the
reciprocal of x/y in Caim1l of the patent in suit.

The pol yners have excel |l ent nmechani cal properties, in
particular a very high strength, rigidity and inpact
resi stance. They can be processed by neans of the usual
techniques into filns, sheets, plates, fibres, noul ded
objects and the Iike. On account of their superior
properties, the polyners are suitable for nmany
applications, such as the manufacture of packagi ng
material for foods and drinks and for a variety of
applications in the donestic sphere (colum 6, |ine 47
to colum 7, line 2).

According to test results tabul ated according to
Exanpl e 9, a carbon nonoxi de/ et hene/ propene terpol yner
prepared according to Exanple 6, having a min val ue of
0.104 (and hence a x/y value of 9.6) and a nelting
poi nt of 214°C was pressed for 15 mnutes at 240°C,
there being no gelling (less than 0.5% and no

di scol oration (description, page 7, lines 27 to 32 and
Tabl e) .

1194.D Y
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Conpared with this state of the art, the technical
probl em may be seen as the reduction to practice of the
teaching of D1 so as to provide useful alternative

pol ymer products.

The sol ution proposed according to Claim1l of the
patent in suit was to nodify the plate of Exanple 6 to
provi de a nonol ayer container for use wth food or

beverages at high tenperatures.

The Board is aware that this statenent of problem
differs fromthat canvassed by the Appellant during the
oral proceedings, nanely "to find thernoplastic
polymers with an i nproved conbi nati on of barrier
performance and heat and steam stability for making
nmonol ayer or thernoformed containers suitable as hot-
fillable retortable barrier containers”™ as well as from
the sonmewhat simlarly worded statenent of problemin
the patent in suit itself (page 3, lines 38 to 40).

Starting fromthe disclosure of D1, however, such a
statenent of problemis inpermssible, since it
contains, inits references to heat and steamstability
and nonol ayer containers, pointers to the solution

(T 0229/85, Q) EPO 1987, 237). It is any case

i nappropriate, since D1 only teaches one type of

pol ynmer.

In this connection, it is evident to the Board that the
|atter statenment of problem has been derived froma
different starting point. Such a starting point would

be, for instance, the disclosure of D2, which is an

1194.D Y A
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extract from an encycl opedia in which the advant ages
and di sadvant ages of various plastics materials for
different types of packaging, including nonol ayer

contai ners are di scussed.

5.4.3 The disclosure of D2 does not, however, nmake any
reference to pol yketones. It is thus less relevant than
D1, which refers both to pol yketones and their
suitability for manufacturing packaging material for
food and dri nks.

5.4.4 No argunent was put forward as to why a disclosure such
as D2 shoul d have been taken as the starting point,
instead of D1 as was done in the decision under appeal.

5.4.5 Consequently, the Board holds that the choice of Dl as
the closest state of the art was appropriate. This
| eads objectively to the technical problemand sol ution
as stated by the Board (sections 5.2, 5.3, above).

5.5 It is evident fromthe exanples and ot her experi nental
data in the patent in suit, in particular the
conparative data given in Table 4 concerning the
rel evant properties such as perneability to 0, CO and
HO inpact strength, heat distortion tenperature, hot
fillability, and retortability of polyketone containers
conpared with those of other common polyners, that the
resulting food or beverage container is shelf stable,

i npact resistant, dinensionally heat stable, my be

used in all kinds of ovens, is hot fillable (to 100°C)

and retortable (to 135°C) and is rigid but not brittle.

1194.D Y A
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In summary, it is credible to the Board that the
cl ai med neasure provides an effective solution of the
techni cal problem as stated by the Board.

Novelty

Caim1l requires that the defined polynmer forns the
basis of a "container suitable for use with food or
beverages at high tenperatures”. Wilst there was sone
di scussion, during the oral proceedings before the
Board, of the precise scope of the term"container"
the Board accepts the Appellant's subm ssion that, on
reading Claim1l of the patent in suit in the |ight of
t he description, it becones evident that what is nmeant
by "container" is a three-dinensional, self-supporting
hol | ow shaped obj ect, such as a tray, cup, bow or tub
(page 6, lines 19 to 22).

The "plate"” according to Exanple 9 in conjunction with
Exanple 6 of D1, although not stated to be flat, is

al so not stated to have the character of a "container"
in the sense referred to above. Consequently, the
product of Exanple 9 cannot be regarded as being a

"nmonol ayer container” in the sense of Claim1l.

As regards the general reference to the suitability of
t he pol yketones of D1 for "packaging material", the
polyners are not disclosed in the formof a package for
food or drinks, but nerely as being suitable for the
manuf act ure of packaging material for food or drinks

(enmphasi s by the Board).

The argunent of the Appellant, at the oral proceedings,

1194.D
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that the skilled person would interpret this passage as
appl ying exclusively to thin filnms is not supported by
the context of the passage, since the sentence

i medi ately follow ng states that the polyners can be
processed also into sheets, plates, noul ded objects
etc., and not just films (colum 6, lines 50 to 52).
Consequently, the Board sees no justification for such
arestrictive interpretation of the reference to

"packagi ng material"

Nor is the Board inpressed by the argunment of the
Respondent, according to which the reference was
tantamount to the disclosure of a three-dinensional
package per se. A nere reference to a packagi ng

mat erial cannot, in the Board's view, be regarded as a
di scl osure of a particular package. In any case, it
does not anmount to the disclosure of a three-

di mensi onal , self-supporting "nonol ayer container" in

the sense of Caim1l of the patent in suit.

Consequently, the subject-matter of Caim1l is novel

Inventive step

It is necessary, in the assessnent of inventive step,
to consider what the skilled person, starting fromthe
di scl osure of D1 and attenpting, in the normal course
of his work, to reduce the teaching of DL to practice
so as to provide useful alternative polyner products,

woul d do.

The Board is of the opinion that the skilled person

woul d al ways start froma specific, rather than a
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general disclosure. Such an approach is in line with

t he normal devel opnment work of a person skilled in the
art who tries to adapt, to nodify or to inprove an

exi sting enbodi ment in order to solve a particular
techni cal problem Indeed, it has been held by another
Board, that at |east in nechanical enbodinments the

cl osest prior art nust be unequivocally and clearly
defined, at least for the constructional elenents which
are inportant for the clainmed invention with which the
cl osest prior art is being conmpared (T 0570/91 of

26 Novenber 1993, not published in Q) EPO Reasons for
t he decision, point 4.3).

In the case of D1, such a specific enbodi nrent woul d be
an illustrative exanple of the relevant teaching, and
the only such exanpl e which teaches a nmechanically
shaped article of any kind in DL is the "sheet",
pressed, according to Exanple 9. This is a pol yketone
prepared according to Exanple 6.

Consequently, the skilled person would, in practice,

start fromthis polyketone "plate".

In the further search for useful alternatives to this
"plate", the reference in D1 to the specific
applicability of the pol yketones to maki ng packagi ng
material for foods and drinks is regarded as an
invitation to the skilled person to investigate or
"screen" the relevant polyketone for its suitability
for use in packagi ng applications involving food and

bever ages.

Such screening, although no doubt requiring a sustained

effort, would, in the Board's understanding, in
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practice involve nothing nore than foll ow ng through a
series of standardised, routine tests, the nature of
whi ch woul d be predeterm ned once the general field of
application had been defined. In the present case, the
field of application is packagi ng food or beverages.

.2.2 It is, in this connection, generally understood in the
art that packaging nmaterial for food and beverages
needs to neet certain specific requirements, in
particular in relation to barrier properties to oxygen,
carbon di oxi de and noi sture (water), as well as
mechani cal properti es.

.2.3 The argunent of the Appellant, at the oral proceedings,
that there was a disincentive for the skilled person to
test for "barrier properties", because the reference to
packagi ng was to be understood nerely as making
avai l abl e a capability of containing liquids for a
short tinme, cannot be accepted. The reference is
neither to liquids in general, nor is it couched in
terms which suggest only brief storage. It cannot be
concl uded, therefore, that there was any such

di si ncenti ve.

.2.4 On the contrary, the reference to packagi ng materi al
specifically for food and beverages itself inplies, in
the Board's view, a certain |level of the rel evant

barrier properties.

.2.5 This is confirnmed by the Declaration of Professor Pau
of the University of Texas at Austin, according to
which, "In the past and in present tines nany types of

pol ymers have been investigated for use in packagi ng
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food and drinks. Odinarily, such investigations are
carried out by neasuring the relevant polymner
properties, such as those specified in Table 4 of
EP- B- 306 115" (paragraph 7).

Cl oser exam nation of Table 4 of EP-B-306 115, i.e. the
patent in suit (pages 11 to 14), furthernore, reveals

t hat such standardi sed tests involve neasuring, anongst
ot her things, the pernmeability of the material to
oxygen, carbon dioxide and water vapour, as well as its
i npact strength, its suitability for hot filling at
100°C, its retortability at 135°C, its noulding cycle

time and its heat distortion tenperature.

Consequently, the skilled person, reading D1 and acting
on the invitation therein, would acquire, wthout
deviation fromthe normal path of technical devel opnent
| aid out before him the results of these tests,
showi ng the relevant barrier properties and high
tenperature properties of the pol yketones. Once in
possession of this information, the suitability of such
pol yket ones as a hi gh performance packagi ng materi al

for use with food and beverages at high tenperatures,
as well as their nmechanical suitability for a self-
supporting nonol ayer structure would be self-evident.

In the light of such know edge, the formation of a
nonol ayer such container is a matter of sinple |ogic.

Since, furthernore, the relevant starting pol yketone

has a x/y value falling within the clainmed range, the

result of nodifying the pressed "plate" according to

1194.D



- 20 - T 0489/ 96

Exanple 9 of D1 to make a self-supporting, three-

di mensi onal container, would be a nonol ayer contai ner
fulfilling all the requirenments of Caim1l of the
patent in suit.

The Appellant's argunent, that the skilled person would
not have expected the favourable barrier properties of
t he cl ai med pol yketones, or their hot-fillable and
retortable properties, on the basis of a conparison
with other types of polyners of simlar nolecular

wei ght or having simlarly high crystalline nelting

poi nts, such as pol yam des (Decl aration of Professor
Paul , paragraphs 8, 9), is irrelevant in the |ight of
the closest state of the art, because the latter

di scl oses only pol yketones (section 5.4, etc., above).
There can thus be no reason, |et alone incentive, to
specul ate on what properties m ght have been expected
if other polyners had been tested, the disclosure of D2
in this connection being |less relevant (section 5.4,
etc., above).

Finally, the argunent of the Appellant that the skilled
person woul d have been restrained fromtesting the

pol yket ones according to D1 for barrier properties,
etc., as a result of a general prejudice in the art,
was based on statenents appearing in D5, concerning
"barrier polyners", according to which, in particular,
"no single polynmer possesses the right conbination of
properties for the new packagi ng applications.”

(page 182, | ast conpl ete paragraph), and in D2,
according to which, "In many applications, a nonofilm
cannot neet the demands of packagi ng substrates. Hence,

to reach a desired property profile, several nmaterials
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are conbined. This can be achieved by ...l am nating
webs..." (page 596, paragraph 6.5.12).
The disclosure of D5 is, however, dated 1985, i.e.

about two years before both the priority date of the
patent in suit and also the publication of Dl1. Its
content is therefore superseded by the teaching of Di,
whi ch contains no such caveat, but on the contrary

di scl oses just such a new pol yner.

The passage in D2 is in any case sonmewhat |ess
categorical in tone, and is furthernore of

i nconsequential weight conpared with the nore rel evant
teaching of D1 (section 5.4, etc., above). It would

t herefore have negligible significance for the skilled
person in possession of D1.

In sunmary, the skilled person would, in the nornma
course of his work, arrive at the solution of the
techni cal problemas stated by the Board, w thout the

exercise of inventive ingenuity.

It may be observed in this connection, that if a
statenent of problemincluding the water vapour barrier
properties and heat distortion tenperatures, as
requested by the Appellant (section IV.(b), above), had
i nstead been adopted in relation to the disclosure of
D1, the clainmed solution would have been even nore

i mredi ately obvious to the skilled person, wthout the
necessity of screening the pol yketones, since the

rel evant properties and the formof container are both
al ready contained in the wording of the problemitself

(section 5.4, above).
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7.8

Or der

For

Simlar considerations apply to the statenent of
probl em appearing in the patent in suit (page 3,
lines 38 to 40).

In other words, the subject-matter of Claim1 does not
i nvol ve an inventive step within the neani ng of
Article 56 EPC. Consequently, the main request nust be
refused.

Auxi | iary request

Since the clains of this request differ fromthose of
the main request only by the deletion of Caim 2,
Caim1l in particular being the sane, the outconme nust
be the sane as that reached with the main request.

these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chair man:

E. Girgnmaier C. CGérardin
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