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Summary of Facts and Subm ssi ons

1479.D

Eur opean patent application No. 89 901 656.2, based
upon international patent application PCT/US88/ 04501
and publ i shed as W89/ 05786, was refused by a deci sion
of the Exam ning Division.

The Exam ning Division held that the subject matter of
claiml1l, submtted during oral proceedings on

14 Decenber 1995, |acked an inventive step in view of
W87/ 03613 (D2).

In its decision, the Exam ning Division considered that
the product of claim1 was a selection of the products
of D2 wthout any surprising effect. The conparative
exanpl e presented by the appellant during ora
proceedi ngs was consi dered irrel evant because the
conpari son was not made with a product according to D2.

The appel | ant | odged an appeal against this decision.
Wth the Statenent of the G ounds of Appeal, the
appel l ant filed an anmended claim 1l and new conparative
exanpl es, whereby the shear stability of two expl osive
emul si ons was conpared. In a conmuni cation of the Board
pursuant to Article 110(2) EPC, it was indicated that

t he new conparative exanples did not show an

i nprovenent of the properties nentioned in the
application as filed with respect to conpositions
according to D2. Wth a letter dated 1 April 1999, new
conparative exanples were presented, whereby the
stability of an expl osive enul sion conprising an

enmul sifier essentially nade according to exanple 1 of
the present application was conpared with a simlar
enmul si on conprising an enmul sifier made according to
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exanpl e 5 of D2.

Amended claim 1l reads as foll ows:

" A conposition conprising:
(A) at least one salt noiety derived from
(A)(lI') at | east one high-nolecul ar wei ght
pol ycar boxylic acyl ating agent, said acyl ating agent
(A) (') having at |east one hydrocarbyl substituent
havi ng an average of from 40 to 500 carbon atons, and
(A)(I'l) ammonia, at |east one am ne, at |east one
al kali or alkaline earth netal, and/or at |east one
al kali or alkaline earth netal conpound;
(B) at least one salt noiety derived from
(B)(l) at | east one | ow nol ecul ar wei ght pol ycarboxylic
acyl ati ng agent, said acylating agent (B)(l) having at
| east one hydrocarbyl substituent having an average of
up to 18 carbon atons, and
(B)(I'l) ammni a, at |east one am ne, at |east one
al kali or alkaline earth netal, and/or at |east one
al kali or alkaline earth netal conpound;
said noieties (A and (B) being coupl ed together
t hr ough
am de and/or ester |inkages by
(C at |east one conponent having
(i) two or nore primry am no groups,
(ii) two or nore secondary am no groups,
(iii1) at least one primary am no group and at | east one
secondary am no group
(iv) at least two hydroxyl groups or
(v) at |least one primary or secondary am no group and
at | east one hydroxyl group;
and wherein the ratio of equival ents of conponent

(A (1)
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to conmponent (B)(l) enployed in the preparation of the
conpositionis 0.5: 1to 2 : 1."

The Appel | ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of anended claim1l1, filed with the grounds of the
appeal on 15 May 1996, anmended clains 2 to 10 filed
with the letter of 21 July 1994, and a description with
anended pages 1, 4, 35, 43, 49, 57 and 58 filed with
the letter of 21 July 1994 and anended pages 5, 10, 11,
13, 15 and 39 filed with the grounds of the appeal on
15 May 1996.

Reasons for the Deci sion

1

1479.D

The appeal is adm ssible

Al l owabi ity of anmendnents

A main claimaccording to present claim1 has al ready
been di scussed by the Exam ning Division and found to
conmply with the requirenents of Article 123(2) EPC. The
Board agrees with the reasons given under point 1 of
the contested decision. Clains 2 to 10 are based on
original clains 3, 6, 16, 25, 35, 38, 50, 59 and 60
respectively. The present anended clains 1 to 10,
therefore, satisfy the requirenents of

Article 123(2)EPC.

Novel ty

The subject-matter of present claim1l was also held to
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be novel by the Exam ning D vision. The Board agrees
Wi th the reasons given in the contested decision under
points 2 to 4. Present claim1, therefore, also
satisfies the requirenents of Article 54(1) EPC

I nventive step

The Board agrees with the Exam ning Division that D2
represents the closest prior art. D2 discloses salts
derived from pol ycarboxylic acylating agents havi ng at
| east one hydrocarbyl substituent having an average of
fromabout 20 to about 500 carbon atons coupl ed

toget her through am de and/or ester npieties. These
salts are suitable as enulsifier in explosive enulsion
conpositions; see claim50 and in particul ar

exanples 2, 3 and 5. An inherent problemw th expl osive
emul sions is their shelf stability (page 57 of the
application). The probl emunderlying the invention can
be seen in providing an enul sifier which inprove the
stability of explosive enul sion conpositions. The
appel | ant proposes to solve this problem by choosing
fromthe enul sifying conpositions according to D2 salt
conposi tions having a high-nol ecul ar wei ght part (A)
and a | ow nol ecul ar weight part (B) according to
present claiml. Wth the conparative exanples in
appellant's letter of 1 April 1999, it was shown that
for a specific explosive enulsion conposition a stable
emul sion could be obtained with a salt conposition
according to claim1, whereas with the sane anount of
emul sifier according to exanple 5 of D2 no enul sion was
formed. On that basis the Board finds it credible that
the use of enulsifiers according to present claiml

i nproves the stability of explosive emulsions. In the
absence of any evidence to the contrary the Board
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therefore accepts that the salt conpositions according
to present claim1l actually solve the above-nentioned
techni cal probl em

It remains to be decided whether the clainmed solution
was obvious to a person skilled in the art. The salt
conpositions according to claiml1 differ from
conpositions according to D2 essentially in that a

hi gh- nol ecul ar wei ght pol ycarboxylic acyl ati ng agent,
havi ng at | east one hydrocarbyl substituent with from
40 to 500 carbon atons is coupled with a | ow nol ecul ar
wei ght pol ycarboxylic acyl ati ng agent, having at | east
one hydrocarbyl substituent with up to 18 carbon atons.

In the exanpl es of D2 only high nol ecul ar wei ght

pol yi sobut yl ene (M1=950 or WMh=1700) substituted
succi ni ¢ anhydrides are coupled with each other. In the
general description of D2 there is no suggestion to
coupl e high nol ecul ar wei ght agents with | ow nol ecul ar
wei ght agents, let alone that by such a coupling an
emul sifier can be obtained which, in use in explosive
emul sions, inproves the stability of such enul sions.
Thus D2 provides no pointer towards the clained

sol uti on.

The Board has exami ned the other prior art docunents
cited in the search report and has reached the
concl usi on that these docunents do not contain any such
poi nter either. Since the contested decision does not
rely on any of these docunents it is not necessary to
di scuss these docunents any further.

In view of the preceding considerations, the subject-
matter of claiml1l is considered to involve an inventive
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step as required by Article 56 EPC. The sanme applies to
clains 2 to 10, which define subject nmatter of nore
limted scope, conprising all the features of claim1.

4. However, in the Board's judgnent the application is not
yet in order for grant, in particular since the
description does not properly acknow edge D2 as the
cl osest state of the art. The Board therefore nakes use
of its power under Article 111(1) EPC and refers the
case back to the Exam ning D vision for the necessary
anmendnent of the description.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to grant a patent on the basis of clains 1, filed
with the grounds of the appeal on 15 May 1996, anended
claims 2 to 10 filed with the letter of 21 July 1994,
Wi th a description adapted thereto and wherein
docunent D2 is acknow edged.

The Regi strar: The Chai r man:

S. Hue R Spangenberg
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