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Summary of Facts and Submn ssions

The appeal lies fromthe Opposition Division's
deci si on, announced orally on 19 March 1996, with the
reasoned deci sion being issued on 25 April 1996, to
revoke European patent No. 0 311 209 because the then
pendi ng sets of clains according to the main request
and the first to seventh auxiliary requests did not
neet the requirenent of Article 123(2) and/or (3) EPC
or because they were not novel or inventive. None of
these requests was identical to any of the requests
before the Board.

1. The sets of clains underlying the present decision are
those filed by the Appellant (Proprietor) with tel efax
of 8 Decenber 2000 entitled "main request” and "first
auxiliary request” and those filed at the ora
proceedi ngs before the Board on 20 Decenber 2000 as
second to fourth auxiliary requests.

The set of clainms according to the main request
consi sted of five clains with the only independent
cl ai ms reading:

"1l. Process for producing a paint having a desired
col our, characterised by providing a paint system
consi sting of:

(a) a series of pignent pastes containing organic

sol vent and 23-62 % by wei ght of binder if the paint is
a synthetic paint, or containing 15-45 % by wei ght of
wat er-m scible glycols if the paint is a water-
reduci bl e paint, and further containing 10-65 % by

wei ght of pignment and optional further standard
addi ti ves;

1934.D Y A
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(b) one white base paint containing 20-60 % by wei ght
of a binder, a white pignent, and further standard
constituents; and

(c) one cl ear base paint containing 20-60 % by wei ght
of a binder and further standard constituents and not
containing a pignent;

foll owed by addi ng one or nore of said pignment pastes
(a) either to said white base paint (b), or to said

cl ear base paint (c), and m xing, the proportion of the
pi gment pastes with respect to the total volunme of the
paint being up to 7.5 % Dby volunme in case of the white
base paint and being 10-45 % by volune in case of the
cl ear base paint."

"5. Paint producing system consisting of:

(a) a series of pignent pastes containing 23-62 % by
wei ght of a binder, organic solvent, 10-65 % by wei ght
of pignent and optional further standard additives;

(b) one white base paint containing 20-60 % by wei ght
of a binder, a white pignment, and further standard
constituents; and

(c) one clear base paint containing 20-60 % by wei ght
of a binder and further standard constituents and not
contai ning a pignment."

The set of clainms according to the first auxiliary
request consisted of four clains, which were identica

with Clains 1 to 4 of the nmain request.

The set of clainms according to the second auxiliary

1934.D Y A
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request consisted of four clains with the only
I ndependent cl ai mreadi ng:

"1. Process for producing a paint having a desired
col our, characterised by providing:

(a) nore than one pignment pastes containing organic

sol vent and 23-62 % by wei ght of binder if the paint is
a synthetic paint, or containing 15-45 % by wei ght of
wat er-m sci ble glycols if the paint is a water-
reduci bl e paint, and further containing 10-65 % by

wei ght of pignment and optional further standard
addi ti ves;

(b) one white base paint containing 20-60 % by wei ght
of a binder, a white pignment, and further standard
constituents; and

(c) one cl ear base paint containing 20-60 % by wei ght
of a binder and further standard constituents and not
containing a pignent;

foll owed by m xing one or nore of said pignment pastes
(a) either with said white base paint (b), or with said
cl ear base paint (c), the proportion of the pignent
pastes with respect to the total volune of the paint
being up to 7.5 % by volune in case of the white base
pai nt and being 10-45 % by volunme in case of the clear
base paint."

The set of clainms according to the third auxiliary
request consisted of four clains with the only

i ndependent cl ai m readi ng:

"1l. Process for producing a paint having a desired
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col our, characterised by providing:

(a) nore than one pignent pastes containing organic

sol vent and 23-62 % by wei ght of binder if the paint is
a synthetic paint, or containing 15-45 % by wei ght of
wat er-m sci ble glycols if the paint is a water-
reduci bl e paint, and further containing 10-65 % by

wei ght of pignment and optional further standard
addi ti ves;

(b) one prepacked white base paint containing 20-60 %
by wei ght of a binder, a white pignment, and further
standard constituents; and

(c) one prepacked cl ear base paint containing 20-60 %
by wei ght of a binder and further standard constituents
and not containing a pignment;

foll owed by addi ng one or nore of said pignent pastes
(a) either with said prepacked white base paint (b), or
wi th said prepacked clear base paint (c), using a

col our m xi ng machi ne, the proportion of the pignent
pastes with respect to the total volune of the paint
being up to 7.5 % by volune in case of the white base
pai nt and being 10-45 % by volunme in case of the clear
base paint."

The set of clainms according to the fourth auxiliary
request consisted of four clains with the only
i ndependent cl ai m readi ng:

"1l. Process for producing a paint having a desired

col our, characterised by m xi ng one or nore pignent
pastes taken from nore than one pi gnent pastes provided
toget her, said pignment pastes containing organic
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sol vent and 23-62 % by wei ght of binder if the paint is
a synthetic paint, or containing 15-45 % by wei ght of
wat er-m sci ble glycols if the paint is a water-
reduci bl e paint, and further containing 10-65 % by

wei ght of pignment and optional further standard
additives; either with

(b) one white base paint containing 20-60 % by wei ght
of a binder, a white pignment, and further standard
constituents; or with

(c) one clear base paint containing 20-60 % by wei ght
of a binder and further standard constituents and not
containing a pignent; said two base paints being
provi ded together with said nore than one pi gnent
pastes, the proportion of the pignent pastes with
respect to the total volune of the paint being up to
7.5 % by volune in case of the white base paint and
bei ng 10-45 % by volune in case of the clear base

pai nt."

The Appellant in particular submtted that

Article 123(2) and (3) EPC was not contravened by the
amendnments in the sets of clains underlying the present
deci si on, which was contested by the Respondents

(Opponent s) .

The Appel |l ant requested that the decision under appea
be set aside and that the patent be maintained on the
basis of the main request or the 1st auxiliary request,
both filed on 8 Decenber 2000, or of the 2nd, 3rd or
4th auxiliary request filed at the oral proceedi ngs on
20 Decenber 2000, and that the appeal fee be

rei mbur sed.
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The Respondents requested that the appeal be di sm ssed.

Reasons for the Deci sion

1

1934.D

The appeal is adm ssible.

Mai n request

Article 123(2) EPC

In accordance with the established jurisprudence, the
rel evant question to be decided in assessing whet her by
an amendnent subject-matter was added extendi ng beyond
the content of the application as filed, is whether the
proposed anendnent was directly and unanbi guously
derivable fromthe application as filed.

Whereas Clains 1 to 3 as originally filed were rel ated
to paint colourising systens characterised by a pignent
paste and a base paint, present Clains 1 to 4 are
related to a process of producing a paint characterised
by providing (a) a series of pignment pastes, (b) one
white base paint and (c) one clear base paint, foll owed
by the steps of adding one or nore of said pignent
pastes to said white base paint or said clear base
pai nt and m xi ng.

Therefore, the first question arises whether providing
(a) a series of pignent pastes, (b) one white base
pai nt and (c) one clear base paint was directly and
unanbi guously derivable fromthe application as filed.

Al though in the application as originally filed the
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words "providing” or "provision" or "provided" were not
used, the Appellant submtted that this provision was
inplicitly disclosed by the passage on page 2, lines 5
to 13, of the application as filed, saying that in a
pai nt system of the type described in the introduction
two base paints may be sufficient, in particular, one
base white for pastel shades and one cl ear base paint
for deep tones by using a base paint and adding thereto
one or nore pignent pastes.

Thi s passage, however, which concerns only addi ng one
or nore pignment pastes to a base paint, is conpletely
silent about providing (a) a series of pignment pastes,
(b) one white base paint and (c) one clear base paint.

Mor eover, al so the passage on page 4, lines 17 to 21,
of the application as filed, saying that "any col our
can be obtained by neans of two base paints per type of
product by neans of a col our m xi ng nmachi ne nmaki ng use
of prepacked quantities of base paint and adding to the
prepacked base paint both volunetrically and
gravinetrically" is concerned with adding and m xi ng
the pignment pastes and the base pai nt together, wthout
mentioning that (a) a series of pignment pastes may be
provi ded together with (b) one white base paint and (c)
one cl ear base paint.

The Appellant submtted that the provision of (a), (b)
and (c) was inplicitly disclosed by the passage on

page 2, lines 5 to 13, of the application as filed,
since a paint systemwherein one or nore pignent pastes
are added to a base paint is described therein.

However, the said passage explicitly refers to a paint
system of the type described in the introduction and in
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the introductory part on page 1, lines 5 to 10, it is
set out that by paint "systens" paint colourising
systens are neant, the equi pnent, pignment paste and
base paints of which can be found in distribution
centres and shops. Since the term paint col ourising
systens in the concerned passage is thus clearly not
related to paint systens consisting of (a) a series of
pi gnent pastes, (b) one white base paint and (c) one
cl ear base paint, it follows that providing such paint
systens is not inplicitly disclosed in the passages
referred to by the Appellant.

In the absence of any direct and unamnbi guous di scl osure
in the application as filed to provide a paint system
consisting of (a) a series of pignment pastes, (b) one
white base paint and (c) one clear base paint, the
Board cones to the conclusion that by the feature of
provi di ng such a paint system subject-matter has been
added extendi ng beyond the application as filed,
contrary to the requirenent of Article 123(2) EPC

Article 123(3) EPC

I n assessing whet her an amendnent to the clains is such
as to extend the protection conferred, it is necessary

to determne the protection conferred by the clains as

grant ed before deciding whether a proposed anendnent is
such as to extend it.

Claiml of the patent in suit as granted read:

"Process for producing a paint having a desired col our,
characterised by m xing

(a) one or nore pignent pastes containing organic
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sol vent and 23-62 % by wei ght of binder if the paint is
a synthetic paint, or containing 15-45 % by wei ght of
wat er-m sci ble glycols if the paint is a water-
reduci bl e paint, and further containing 10-65 % by

wei ght of pignment and optional further standard

addi tives; and

(b) a base paint containing 20-60 % by wei ght of a
bi nder and further standard constituents;

the proportion of the pignment pastes with respect to
the total volume of the paint being up to 7.5 % by
volume in case of the white base paint and being
10-45 % by volune in case of the clear base paint.”

That claimwas confined to a process for producing a
pai nt characterised only by m xi ng one or nore pignment
pastes and a base paint, whereas present Claiml is no
| onger claimng the nmere activity of producing a paint
by m xi ng one or nore pignent pastes and a base paint
but is now concerned with a process for producing a
pai nt by providing a paint systemconsisting of (a) a
series of pignment pastes, (b) one white base and (c)
one cl ear base before producing a paint in the way set
out in Caiml as granted.

The protection conferred by daim1l as granted was thus
restricted to the handling of m xing a pignent paste

Wi th a base paste, whereas the protection conferred by
present Caiml clearly extends beyond that to the step
of providing a paint systemconsisting of (a) a series
of pignment pastes, (b) one white base and (c) one clear
base. The Appellant’s view that the anendnent anounts
to no nore than further specifying the process of
granted Claim1l, thereby restricting the scope of
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protection, is thus clearly at variance with the facts.

Thus the scope of Caim1 has been extended conpared to
the Caiml as granted by covering al so pignent pastes
or base paints which have been provi ded but not m xed.
This is contrary to the provisions of Article 123(3)
EPC

The main request nust thus be refused as i ndependent
Caiml fails to neet the requirenents of
Article 123(2) and (3) EPC

First auxiliary request

Since Cdaimlis identical with Cdaim1 of the main
request, both Article 123(2) and (3) EPC is contravened
for the sane reasons as for Caim1 of the main request
gi ven above, so the first auxiliary request nust be

ref used.

Second and third auxiliary request

Claim1 of each of these requests still give rise to
the objections under Article 123(2) and (3) EPC in
relation to Claiml of the nmain request, since Caiml
still contains in a simlar way the objectionable
feature of providing (a) nore than one pignent pastes,
(b) one white base paint and (c) one clear base paint.

The second and third auxiliary request nust thus be
ref used.

Fourth auxiliary request

Due to the feature "said two base paints being provided
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together with said nore than one pignment pastes”
Caiml also contravenes Article 123(2) and (3) EPC for
the sane reasons as for Caim1l of the second auxiliary
request .

Thus, the Board conmes to the conclusion that none of
the sets of clains according to the main and the first
to fourth auxiliary request underlying the present

i nvention neets the requirenent of Article 123(2) and
(3) EPC.

At the oral proceedings the Appellant finally also
asked the Board to indicate what clains, if any, it
woul d consider allowable. In inter partes proceedi ngs
the Board nust be, and nust be seen to be neutra
between the Parties. For the Board to indicate possible
clainms would prejudice this neutrality, even if, which
was not the case here, the Board had formed an opi nion
that sonme form of anended clains would neet all the
obj ections here raised by the Respondents. Accordingly
the Board had of necessity to refuse to nmake any such
indication: it is for to the patent proprietor to put
anended clains up for consideration by the Board.

Rei mbur senent of the appeal fee

As it is a prerequisite of Rule 67 EPC that the appea

be allowable in order that reinbursenent of the appea
can be ordered by the Board, the question whether a
substanti al procedural violation was commtted by the
Qpposition Division is only relevant if the appeal is
successful. Since in the present case the Board cones to
the conclusion that the appeal is not allowable, already
for this reason al one the rei nbursenent of the appea

f ee cannot be ordered.
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O der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for reinbursenent of the appeal fee is
ref used.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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