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Summary of Facts and Submn ssions

The present appeal is fromthe decision of the
Qpposition Division to revoke the patent, Caim1 of
whi ch reads:

"1. Process for refining glyceride oil conprising the

steps of:

(1) contacting the glyceride oil with a silica
hydr ogel ;

(1) removing water fromthe m xture of glyceride oi

and silica hydrogel; and

(iii) separating the silica hydrogel fromthe
m xture."

. A notice of opposition had been filed against the
granted patent, wherein the Qpponent sought revocation
of the patent on the grounds of Article 100(a) EPC, in
particul ar because of an alleged | ack of novelty and
| ack of an inventive step of the clainmed subject-
matt er.

The opposition had been based inter alia upon the
fol |l ow ng docunent:

(1) EP-A-0 185 182,

L1l In its decision, the Opposition Division found that the
patent in suit, as anmended by the Appellant (Patent
proprietor), did not fulfil the patentability
requi renents of the EPC either according to the
clainms of the main request or according to those of two
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auxi liary requests.

Wth regard to the main request it held that

- docunent (1) disclosed a process for refining
gl yceride oil conprising the steps of contacting
the glyceride oil with a silica hydrogel and
separating the silica hydrogel fromthe m xture;

- such a process |led necessarily to the renoval of
water fromthe m xture under the conditions
applied e.g. in exanple Il, wherein the m xture
was mai ntai ned at 100EC with vigorous stirring for
0.5 hours;

- the wording of claim11 did not exclude the
possibility of water renoval during the contacting
step and therefore the subject-matter of claim1l
according to the main request |acked novelty in
the light of docunent (1).

Wth regard to the further requests it held inter alia
t hat

- claiml1l of the first auxiliary request contravened
the requirenents of Article 123(2) EPC

- claim1 of the second auxiliary request conplied
with the requirenents of Article 123(2) EPC and
was novel over docunent (1);

- the process disclosed in docunent (1) represented
the closest prior art since it was simlar to the
cl ai mned one and solved the sane problemdealt with
in the patent in suit, i.e. the renoval of
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phosphati des froma glyceride oil during its
refining;

- claim1 of the second auxiliary request differed

fromthe main request only insofar as it required
that water was not renoved during the contacting
step;

- according to the patent in suit the inproved
renoval of phosphati des was caused by the drying
step and, as shown by the Cpponent by neans of
experinments, the distinguishing feature of
claim1, i.e. a contacting step w thout water
renoval, did not contribute to the solution of the
above nentioned problem and thus coul d not support
the presence of an inventive step;

- therefore the subject-matter of claim 1l according
to the second auxiliary request |acked an
i nventive step

The Appellant filed an appeal against this decision.

At the oral proceedings held before the Board on
12 June 2001, it filed four sets of clains according to
a main request and three auxiliary requests.

Caim1l of the main request is identical with claim1
as granted (see point |., above).

Caiml of the first auxiliary request differs from
that of the main request insofar as step (i) conprises
the proviso that "water is not renoved fromthe m xture
during contacting".
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Claim1 of the second auxiliary request differs from
that of the main request in that in step (i) the
contacting is specified to occur "for a period", step
(ii) is specified to occur subsequently to step (i),
step (iii) of the main request is renunbered as step
(iv) and a step (iii), wherein the dried mxture is
allowed to stand for a residence tinme, is added.

Caiml of the third auxiliary request differs from
claim1l of the second auxiliary request insofar as the
wording "for a period" in step (i) is deleted and the
residence tinme of step (iii) is specified to be of "5
to 60 m nutes".

Al'l requests are acconpani ed by the sanme dependent
clainms 2 to 11, which relate to specific enbodi nents of
the cl ai nmed process.

The Appellant's argunments as to the novelty of the main
request, submitted in witing and at the ora
proceedi ngs held on 12 June 2001, can be sunmari zed as
fol | ows:

- according to the clainmed invention glyceride oi
and silica hydrogel were contacted for a certain
time, after which water was renoved fromthe
m xture; therefore, step (i) and (ii) of claim1l
of the main request had to be understood to be
separate sequential steps; as a consequence
substantially no water woul d be renoved during the
first contacting step (i);

- since docunent (1) did not disclose any drying
step, the clained subject-matter was novel over
this prior art. Mreover even if the process of
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docunent (1) woul d have been considered to involve
inplicitly a drying step, this prior art

docunent did not disclose a drying step after a
certain contacting tine.

Wth regard to inventive step the Appellant submtted
t hat

- the treatnment of different oils led to very
different results, as also shown by the
Respondent's (Qpponent's) experinental data filed
before the first instance; therefore the renoval
of phosphati des achieved in the exanples of the
patent in suit was not conparable with that
achi eved in docunent (1);

- t he exanples of the patent in suit showed that the
drying step provided surprisingly further renoval
of phosphatides in addition to that achieved after
a first contacting tine; this inprovenent was not
to be expected in the light of the teaching of the
prior art.

Therefore the clainmed subject-matter was novel and
i nvol ved an inventive step.

Wth regard to the auxiliary requests the Appell ant
subm tted further that

- the introduction of the proviso in Claiml of the
first auxiliary request had not to be considered a
di scl ai mer over docunent (1) but was an anmendnent
whi ch found support in the exanples of the
original specification of the application from
which the patent in suit has been granted, e.g. in
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exanples 1, 6 and 7 (see page 5, lines 6 to 10;
page 6, lines 25 to 34 and page 7, lines 7 to 12
of the application as filed);

- the wording of the second and third auxiliary
requests found support in the exanples and
description of the original specification of the
application fromwhich the patent in suit has been
granted, e.g. in exanples 1 and 6 (see page 5,
lines 5 to 12 and page 6, lines 28 to 37) and in
t he passage on page 4, lines 11 to 15 of the
application as filed,

- the reasons brought forward in support of the
novelty and inventive step of the main request
were al so applicable to these requests. Mdreover,
the additional step (iii) of the second and third
auxi liary requests was not described in
docunent (1).

The Respondent's counter-argunments presented in witing
and at the oral proceedings can be sunmari sed as
fol | ows:

- the steps of "contacting” and "drying” in claiml
of the main request could occur sinultaneously;

- as al so shown by the experinental evidence
presented before the first instance, the process
of exanple |1l of docunent (1) would necessarily
result in the renoval of water fromthe m xture of
gl yceride oil and silica hydrogel because of the
appl i ed process conditions; noreover, page 10
(here and in the follow ng always the hand-witten
nunbering is referred to), lines 1 to 5 of this
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docunent clearly suggested that the descri bed
process could be carried out under such conditions
that the silica water was substantially | ost by
evapor at i on;

- the subject-matter of claim1 of the main request
was thus not novel in the |ight of docunent(1l);

- t he anendnents contained in claim1 of the first
and second auxiliary requests were not supported
by the application as filed and, thus, violated
Article 123(2) EPC

- furthernore, the subject-matter of the respective
Clains 1 of the second and of the third auxiliary
request were not inventive over the cited prior
art.

The Appel l ant requested that the decision be set aside
and the patent be nmintained on the basis of the nmain
request or of the first, second or third auxiliary
request, all of themfiled at the oral proceedings held
on 12 June 2001.

The Respondent requested that the appeal be dism ssed.

At the end of the oral proceedings, the chairmn
announced the decision of the Board.

Reasons for the Deci sion

1692.D

Mai n request
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Novel ty

The subject-matter of claiml1l is a process for refining
gl yceride oil conprising the follow ng three steps:

(1) contacting the glyceride oil with a silica
hydr ogel ;
(i) renoving water fromthe m xture of glyceride oi

and silica hydrogel;

(iii) separating the silica hydrogel fromthe m xture.

As agreed by all parties, docunent (1) discloses a
process for refining glyceride oils conprising the
steps of contacting the glyceride oil with an anorphous
silica in order to adsorb the oil contam nants, |ike
phosphol i pi ds, and separating the glyceride oil and the
silica gel with the adsorbed substances. The preferred
anor phous silica used according to docunent (1) is a
silica hydrogel which conprises in its pores preferably
nore than 30% by wei ght of water (see page 3, l|lines 23
to 34; page 9, lines 8 and 9; page 9, line 31 to

page 10, line 1); therefore docunent (1) discloses
steps (i) and (iii) according to claim1l of the patent
in suit.

In this respect, the Appellant submts that
docunment (1) cannot detract fromthe novelty of the
cl ai med subject-nmatter since

- this docunent does not contain any explicit
i ndi cation that water should be renoved fromthe
m xture of glyceride oil and silica hydrogel or
that the process disclosed therein can be carried
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out under such conditions that water is
necessarily renoved fromthe m xture of glyceride
oil and silica hydrogel;

- the three steps outlined in claim1l have to be
interpreted to occur sequentially, i.e. that the
drying step follows a contacting step

- t herefore, even though sonme water woul d have been
renoved in a process as disclosed in docunent (1)
by operating at el evated tenperatures, e.g. at
100EC, like in exanple Ill, the drying of the
m xture woul d occur according to the teaching of
docunent (1) sinultaneously with the contacting of
the glyceride oil and silica hydrogel and thus not
after a contacting tine as required by claim1.

In the Board' s judgenent, however, the wording of
claim1l does not exclude a process wherein the drying
of the m xture occurs sinultaneously with the
contacting step.

The sinple word "contacting"” does not inply in fact any
limtation with regard to the |l ength of the contact
time, which may thus possibly [ast even through and
after the drying step. Mreover, since water is renoved
fromthe mxture of glyceride oil and silica hydrogel,

t hese conpounds nmust necessarily "contact" each other

al so during drying.

Under these circunstances the sinple list of steps (i)
and (ii) of claiml cannot be interpreted to indicate
only sequential steps, i.e. that drying only starts
after the contacting step is finished, in the absence
of a specific indication therefor in the claim
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Therefore, as correctly found by the first instance,
the wording of claim 1 enconpasses a process wherein
step (i) contacting and step (ii) drying will occur
si mul t aneousl y.

According to the established jurisprudence of the
Boards of Appeal of the EPO a prior art disclosure is
novelty destroying, if it discloses directly and
unanbi guously the questioned subject-nmatter (see Case
Law of the Boards of Appeal of the EPO, 3rd edition
1998, page 74, point 4.).

In the exanpl es of docunment (1), e.g. in exanple Il

the contacting step between glyceride oil and silica
hydrogel is carried out under vigorous stirring at a
tenperature of 100 EC. Even though it is well known that
at such a tenperature water would tend to evaporate,

the exanples do not clarify whether the process is
carried out in an open or in a closed system and thus
whet her water is effectively renoved fromthe m xture

of oil and silica as required by step (ii) of claim1l

of the patent in suit.

However, in deciding the question of novelty for an

i nvention consideration has not only to be given to the
exanples of a prior art docunent but also to the

di scl osure of this docunent as a whol e and whether it
makes available to the skilled person as a technica
teachi ng the subject-matter for which protection is
sought (see in this respect T 0247/91, point 3.1 of the
deci sion, not published in the QJ EPO).

It remains thus to be assessed whether or not the
description of docunent (1) contains a clear and
unanbi guous teaching to carry out the contacting step
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under such conditions that water is renoved fromthe
m xture of glyceride oil and silica hydrogel.

The description of docunent (1) teaches in the passage
frompage 9, line 28 to page 10, line 1 that the used
silica contains preferably nore than 30% water for
inmproved filterability, i.e. separation fromthe oil
The foll ow ng passage on page 10, lines 1 to 5, teaches
that the inprovenent in filterability is also
mai nt ai ned by operating at elevated oil tenperatures
whi ch "would tend to cause the water content of the
silica to be substantially |ost by evaporation during
the treatnent step”.

According to the Appellant's interpretation, the above
menti oned passage woul d be just hypothetical and woul d
not teach that water would be effectively renoved in
the process disclosed, e.g., in exanple Il of
docunent (1).

However, this passage states that if during the
treatnent step, i.e. during the contacting of the oi
with the silica, the oil tenperature is high, then the
water contained in the silica would tend to be
substantially | ost by evaporation, i.e. renoved by
evaporation fromthe m xture without possibility of
bei ng recondensed.

Therefore, the Board finds that this passage anmounts to
an unanbi guous teaching that the process disclosed in
docunent (1) should be carried out under such

condi tions that water can be |ost by evaporation.
Therefore, these conditions nust also be those used in
the illustrative exanples.
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Consequently, also in the process of exanple Il of
docunent (1), wherein the contacting step is carried
out at 100EC under vigorous stirring for 0.5 hours, i.e.
under conditions under which water can be | ost by
evaporation, water would be substantially renoved from
the m xture of glyceride oil and silica hydrogel.

Therefore, docunent (1) discloses directly and

unanbi guously all the features of claim1l in

conbi nation and, as correctly decided by the opposition
di vision, the subject-matter of claim1 | acks novelty.

First auxiliary request

Claim1l of the first auxiliary request differs fromthe
mai n request insofar as step (i) conprises the proviso
that water is not renoved fromthe m xture during

cont acti ng.

As stated by the Appellant in witing and at the ora
proceedi ngs before the Board this proviso is not an
anmendnent finding its sole justification in the
description of docunent (1); to the contrary, even

t hough the original specification of the application
fromwhich the patent in suit has been granted does not
explicitly disclose in its generic part the retention
of water in the mxture of oil and silica during the
contacting step (i), this feature finds support in the
exanples of the application as filed, e.g. in

exanples 1, 6 and 7.

In exanples 1 and 7 water is renoved fromthe mxture
of glyceride oil and silica hydrogel after a residence
time of 30 mnutes, whilst e.g. in conparative

exanple 2 of the application as filed the drying step
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after the contacting period of 30 mnutes is omtted.

The Board finds, however, that these exanples, wherein
the contacting step is carried out at 90EC, do not
specify whether this step is carried out with neans for
retaining water in the mxture, since water would tend
to evaporate because of the high tenperature used.
Therefore they do not disclose a process as clained in
the patent in suit.

In the first part of exanple 6 of the application as
filed, the oil is refined at 90EC by the addition of
silica hydrogel. The water content of this mxture is
0.88% which results fromthe sum of the water content
of the treated oil and of the silica hydrogel. This
part of the exanple does not specify whether water is
renoved or not fromthe m xture and whet her the

i ndi cated water content is that of the original m xture
or after refining.

Alternatively, the so-called original mxture is

subjected to a drying step to a water content of 0.08%

In this respect it is the Board' s judgenent that the
m xture subjected to drying was (as indicated) the
original mxture, i.e. the one obtained just after
adding the silica to the oil, and not that obtained
after the refining step of the first part of the
exanpl e, as submtted by the Appell ant.

Therefore also this exanple does not contain a
di scl osure of a process as cl ai ned.

Therefore, the anended process step (i) of claim1l does
not find support in the original docunent of the patent
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application and the anendnent therefore contravenes the
requi renents of Article 123(2) EPC

3. Second auxiliary request

Caiml of the second auxiliary request differs from
the main request insofar as

- in step (i) the contacting is specified to occur
“for a period",

- step (ii) is specified to occur "subsequently" to
step (i),

- step (iii) is renunbered as step (iv) and

- a step (iii) is added, wherein the dried m xture
is allowed to stand for a non-specified residence
tinme.

However, whilst step (iii) according to the anended
cl ai m does not specify the length of the residence
time, the original disclosure only nentioned that
"after...the renoval of water ..., the mxture is
allowed to stand for a residence tinme of 5-60 mn..."
(see page 4, lines 11 to 15 of the application as
filed). Therefore this nodification, which enconpasses
al so residence tinmes shorter than 5 m nutes or |onger
than 60 m nutes is not supported by the origina
description and, therefore, does not conply with the
requi renents of Article 123(2) EPC

Therefore this request nust al so be di sm ssed.

4. Third auxiliary request

1692.D Y A
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Article 123(2) and Novelty

Caiml of the third auxiliary request differs from
claim1 of the second auxiliary request insofar as the
wording "for a period" in step (i) is deleted and the
residence tine of step (iii) is specified to be of 5to
60 m nut es.

The Board is satisfied that this claimconplies with
the requirenents of Article 123(2) EPC since it finds
support in the original description. This claimis also
novel, since docunment (1) does not disclose the
required step (iii). Since this request fails for other
grounds, there is no necessity to give a detailed

r easoni ng.

Cl osest prior art

The patent in suit and in particular the subject-matter
of the clains of this auxiliary request relates to a
process for refining glyceride oils by nmeans of silica
hydr ogel .

Crude glyceride oils in fact contain significant
amounts of contam nants, such as phosphati des, which
affect their quality and thus render a refining process
necessary.

According to the patent in suit, glyceride oils are
contacted with silica hydrogel in order to renove the
phosphati des and ot her contam nants, water is
subsequently renoved fromthe m xture, the dried

m xture is allowed to stand for a residence tinme of 5
to 60 mnutes and thereafter the silica hydrogel | oaded
Wth said contamnants is separated fromthe m xture
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(see e.g. page 2, lines 9 to 14 and 39 to 45; page 3,
lines 8 to 12).

However, as already explained in point 1.1.3

her ei nabove, the contacting step between the glyceride
oil and the silica hydrogel cannot be finished before
drying, since during drying both conponents are
necessarily still in contact.

Therefore, the wordi ng "subsequently renoving water" in
claiml1l can only be interpreted as relating to a
process wherein glyceride oil and silica hydrogel are
contacted for a certain time, which is not specified in
the claimand thus can al so be of the order of seconds,
before the water renoval is started, whilst the contact
I s mai ntained during drying.

A simlar nmethod for the refining of glyceride oils by
nmeans of silica hydrogel is known from docunent (1).

The Board accepts this citation as the starting point
for evaluating inventive step as suggested by the
parties.

This docunent, as already explained in point 1.1.5

her ei nabove, discloses a process for refining glyceride
oils conprising the steps of contacting the glyceride
oil with a silica hydrogel in order to adsorb the oi
contam nants, |i ke phospholipids, renoving water from
the m xture during contacting and separating the silica
hydr ogel | oaded with the adsorbed substances fromthe

m Xt ure.

In the Board's judgenent the water renoval occurring
e.g. in exanple Ill of docunent (1) can only start when
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the water contained in the silica gel has reached the
tenperature necessary for evaporating fromthe m xture.
Therefore, in this exanple |1l the glyceride oil
preheated to 100EC, and the silica hydrogel added

t hereto nust have been in contact with each other for a
certain period of tine before the effective water
renoval woul d start.

This nmeans that exanple 11l of docunent (1) already
di scl oses a process wherein the water renoval is
carried out subsequently to a contacting step.

Therefore, this process of the prior art differs from
the subject-matter of claim1l of the third auxiliary
request only insofar as it does not disclose step (iii)
wherein the dried mxture is allowed to stand for a
residence tine of 5 to 60 m nutes.

1692.D Y A
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Techni cal probl em

The advantage of the nethod of the patent in suit, as
di scl osed in the specification of the patent, is

al l egedly an inproved renoval of phosphatides fromthe
glyceride oil. In particular the renoval of
phosphatides is reported to be superior to a refining
under "wet" conditions, i.e. wherein no renoval of

wat er occurs (see page 2, lines 39 to 41 and page 6,
lines 1 to 5). As argued by the Appellant in witing
and at the oral proceedings before the Board the drying
step is responsible for the alleged inprovenent. This
statenment is reflected in the cited passage of page 6
of the patent in suit, which reads "These exanpl es
according to the invention show that by drying the

m xture of glyceride oil and silica hydrogel, a
relatively |arge additional amount of phosphorus
conpounds is renoved. "

However, docunent (1) already dealt with the probl em of
a better renoval of the phosphatides and ot her

contam nants, so that even a further treatnent with

bl eachi ng earth was rendered unnecessary (see page 3,
lines 1 to 15).

Even though the Board accepts that the degree of
phosphati des renoval depends inter alia on the treated
oil, as argued by the Appellant and confirmed by the
teachi ng of docunent (1) (page 10, lines 28, 29) and
therefore the Figures of the phosphatides renoval in
the exanples of the patent in suit are not conparable
with those achieved in the exanples of docunent (1), it
I's undeni abl e that the process disclosed in

docunent (1), which also conprises the drying of the

m xture of glyceride oil and silica hydrogel as
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explained in point 1.1.5 above, led to an excell ent
renoval of the phosphati des.

Therefore, docunent (1) already solved the sane
techni cal problem as described in the patent in suit.

In the light of these considerations the technica
probl em sol ved by the process of the patent in suit has
to be refornmul ated as the provision of a further
process, which provides a simlar phosphati des renoval.

The Board has no reason to doubt that a process as
specified in claim1 solved this existing technica
pr obl em

Eval uation of inventive step

As al ready put forward herei nabove, the process known
fromdocunent (1) differs fromthe cl ai ned subj ect -
matter only insofar as it does not disclose step (iii)
wherein the dried mxture is allowed to stand for a
residence tinme of 5 to 60 m nutes.

However, it was known to the skilled person in the
light of docunent (1) that the contact tinme between
gl yceride oil and silica gel, as well as the applied
tenperature and the anobunt of silica and the type of
process used are all factors affecting the renoval of
phosphati des (see page 10, lines 6 to 30).

In the Board's finding, these features and thus also a
prol onged contact tine after drying were vari abl es

whi ch coul d have been adopted by a skilled person by
sinple routine operation in the attenpt to optim ze the
results of the process disclosed in exanple |1l of
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docunent (1).

In the absence of any evidence as to an unexpected
effect based on the maintenance of the dried mxture
for a residence time of 5 to 60 m nutes before
separation of the silica, no inventive step can thus be
seen in the addition of this process step to those

al ready discl osed in docunent (1).

Therefore the subject-matter of claim1l | acks an
i nventive step in the light of this docunent.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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