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Summary of Facts and Subm ssi ons

2561.D

The appeal concerns European patent No. 0 331 316
granted with 29 February 1988 as date of priority in
the nane of the appellant on the basis of European
patent application No. 89 301 557.8; the nention of the
grant was published on 16 February 1994.

The respondent filed an opposition against the patent
on 15 Novenber 1994 on the grounds of |ack of novelty
and inventive step (Article 100(a) EPC), requesting
revocation of the patent in its entirety. In support of
the opposition, the appellant cited the follow ng
docunent s:

FR- A- 2595848 (docunent E2; published 18 Septenber 1987)
EP- B- 0094716 (docunent E7; published 14 January 1987)

In a decision posted on 4 June 1996, the opposition
di vi sion revoked the patent inter alia for |ack of

i nventive step in view of prior art docunents E2 and
E7.

Agai nst this decision the appellant filed a notice of
appeal on 29 July 1996, requesting reversal of the
decision in its entirety; the appeal fee had been paid
sone days in advance. The grounds of appeal were
subsequently filed on 26 Septenber 1996.

In a comruni cation the Board of appeal indicated its
prelimnary view that the patent did not conply with
the requirenents of the European Patent Convention and
that on the basis of the requests on file the Board
m ght consider it appropriate to issue a decision in
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witing without further hearing the case in ora
pr oceedi ngs.

The appel l ant requested the entire reversal of the
appeal ed deci sion on the basis of an anended set of
cl ai ns, independent claim1 of which reads as foll ows:

"1l. A personal data card, conpri sing:

a body (12) including a structural nenber (20) and
havi ng an openi ng (26);

at | east one sem conductor chip (28) received within
sai d opening (26);

a mass (36) of encapsulant admitted into the opening in
said body to seal the chip therein; and

a cover overlying the substrate to seal the opening

t herein,

CHARACTERI ZED | N THAT:

the body opening has a bottomwall (16) to which the
chip is bonded;

a portion of the mass of encapsul ant contacts the
structural nenber; and

shock absorbing neans (38) are provided to
substantially circunscri be both the encapsul ant and the
sem conduct or chip seal ed therein and thereby
substantially isolate the encapsulant and the chip from
the body to reduce the stresses transmtted fromthe
body into the encapsul ant upon flexing of the
substrate."

The respondent requested that the appeal be dism ssed
and, as a subsidiary neasure, the case be heard in ora

pr oceedi ngs.

Regarding the interpretation of claiml1, the appellant
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argued that Figures 1 and 2 of the patent under dispute
clearly showed that the term"substrate" used in
claim1 had to be interpreted as neaning a part of body
12; circuit board 14 and structural nenber 20 were each
substr at es.

Regarding the cited prior art, docunent E7 in
particul ar did not disclose shock absorbing neans which
substantially circunscri be both the encapsul ant and the
sem conduct or chip. Docunent E2 disclosed an
arrangenent according to which the shock absorbing
material either conpletely surrounded the chip or
protected the chip only along two of four sides. In
contrast, the clainmed invention conprised shock
absor bi ng neans that "substantially" circunscribed the
encapsul ant, a definition which neant that the

ci rcunscription was not conpl ete.

Finally, the appellant argued that the cited prior art
did not disclose any incentive which mght direct the
skilled person to conbi ne docunents E2 and E7 and,
therefore, to conceive the concept of the invention in
an obvi ous manner.

The respondent acknow edged the presence of novelty in
the invention as clainmed. The invention, however,

| acked an inventive step. The feature that a portion of
the mass of encapsul ant contacted the structural nenber
did not make any significant technical difference to
the prior art.

Reasons for the Deci sion

2561.D
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1. The appeal conplies with the requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC and is
t hus admi ssi bl e.

2. As to the nerits of the case, the main issue to be
deci ded is whether the clained invention involves an
inventive step or, in terns of Article 56 EPC, whether
the invention is obvious to the skilled person, having
regard to the state of the art.

2.1 Figure 5 of prior art docunent E7 shows a sectiona
view of a personal data card revealing a structure
simlar to the card structure defined in present
claim1l. This docunent is thus a suitable starting
poi nt for assessing inventive step.

The card body described in docunent E7 includes a
structural nenber (feuilles centrales 22, 23) and has
an opening for receiving the sem conductor chip
(pastille de circuit a sem conducteur 5); furthernore,
it includes a mass of encapsul ant optionally admtted
into the opening in said body to seal the chip therein
(cordon de natieéere, see colum 5, line 62 to colum 6,
line 4) and a cover (feuille 24) overlying the
substrate, i.e. the feuille 23, to seal the opening

t herein, whereby the body opening has a bottom wal
(paroi mnce 20) to which the chip is bonded (colum 7,
lines 41 to 56). In the option of using a mass of
encapsul ant for sealing the chip in the opening of the
body, the mass of encapsul ant has to be understood to
contact the structural nenber fornmed by feuilles 22 and
23.

2561.D N
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Consequently, the subject-matter of claiml is

di stingui shed fromthe personal data card of docunent
E7 by the feature that "shock absorbing neans are
provided to substantially circunscribe both the
encapsul ant and the sem conductor chip sealed therein
and thereby substantially isolate the encapsul ant and
the chip fromthe body".

At this point, the definition of present claim1l is not
fully consistent: since the encapsul ant contacts the
structural nmenber which is per definition part of the
body, the encapsulant is not, and thus al so not
substantially, isolated fromthe body. According to the
enbodi nent described with regard to Figure 4, ring
segnents of shock absorbing material separate an inner
froman outer region of the card body so that the
isolation is to be understood as to be effected wth
regard to such an outer region of the body.

Regardi ng the feature "substantially circunscribed"” in
claim1, the appellant argued that the neaning of this
feature did not include the possibility that the shock
absorbing material conpletely circunscribed the
encapsul ant and the chip. In the opinion of the Board,
however, the terns "substantial"™ and "conplete", at

| east in the context of present claim1, bear the
relation of the general to the particular. Therefore,
the wording of the claimincludes, for exanple,

enbodi nents havi ng shock absorbing nmeans in the form of
a closed ring of elastoneric material. Any sufficiently
smal | opening in this ring, although rendering the ring
i nconpl ete, would be technically irrelevant.

Reduci ng stresses transmtted into the encapsul ant upon
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flexing of the substrate, as indicated in the |ast
lines of claiml1, is not a structural feature of the
card itself but the effect to be achieved by the
clainmed invention (see also the patent specification,
colum 2, lines 8 ff. and lines 30 ff.). On the basis
of this effect, the technical problem objectively
solved by the subject-matter of claiml1l with regard to
the prior art card of docunent E7 can be seen in the
protection of the sem conductor chip agai nst nechanica
stresses which are produced by flexing the card body.

Substantially the sane problemis one of the objects of
docunent E2 (see page 1, line 24 to page 2, line 10,
page 4, lines 12 to 23, and page 5, lines 6 to 15).
Finding a technical problemworth to be sol ved but

al ready known in the prior art does not per se inply an

i nventive step

In addition, docunent E2 proposes the solution; an
enbodi nent of the solution is described with regard to
Figure 2. This figure shows shock absorbing neans
(partie défornable 3) provided to conpletely
circunscri be, and thus to circunscribe substantially,
both the encapsul ant and the sem conductor chip wth
the effect to protect the encapsul ant and the chip from
forces and stresses transmtted through the card body.

Therefore, docunent E2 | eads the skilled person in an
obvi ous manner to a solution as defined in present
claim1; the subject-matter of claim1 does thus not
neet the requirenent of inventive step (Articles 52(1)
and 56 EPC).

Since the invention to which the patent rel ates does,
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for these reasons, not neet the requirenents of the
Convention the provisions of Article 102(3) for

mai nt ai ni ng an anended patent are not fulfill ed.
Therefore, the appeal is not allowable.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg

2561.D



