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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 228 151 was granted on
22 Decenber 1993 on the basis of European patent
application No. 86 306 622. 1.

1. The granted patent was opposed by the present appell ant
on the grounds that its subject matter |acked novelty
and inventive step with respect to the state of the art
(Article 100(a) EPC).

L1, Wth its decision posted on 13 June 1996 the Qpposition
Division held that the grounds of opposition did not
prej udi ce the mai ntenance of the patent in the form as
granted and rejected the opposition.

| V. On 8 August 1996 the appellant (opponent) | odged an
appeal against the decision of the Qpposition Division
and the appeal fee was paid the sane day. The notice of
appeal was followed by the statenent of grounds
submtted with letter (by telefax) of 11 Cctober 1996.
O the prepublished docunents cited during the
opposi ti on and appeal proceedings, the follow ng
docunents are considered as being pertinent:

D1: EP-A-0 106 459

D7: Antsblatt der Européai schen Genei nschaften
30.08.80, No. L 229, pages L229/11 to L229/24

D8: Letter of 31 Cctober 1996 Magistrat der Stadt Wen
(two pages)

D9: Letter of 18 October 1996 Brussel se | ntercomunal e
Wat er maat schappij, (two pages)
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D10: Letter of 15 Cctober 1996 AB YTTEKN K, Sweden,
(five pages)

D11: Schwei zeri sches Lebensmttel buch, Zweiter Band-
Spezieller Teil, funfte Aufl age, Kapitel 27A,
(five pages)

D12: Ost-Rassow, Lehrbuch der Chem schen Technol ogi e,
volume 1, Joh. Anbrosius Barth Verlag, Leipzig
1965, page 139

D13: K. Holl, Wasser, Untersuchung, Beurteil ung,
Auf bereitung, W De Guyter Verlag, Berlin, 1960,
pages 69, 71

Oral proceedings before the Board were held on 4 Apri
2000.

- The appel |l ants requested that the decision under
appeal be set aside and that the patent be
revoked.

- The respondent requested that the appeal be
di sm ssed and the patent be mmintained as granted,
or, as an auxiliary request, that the description
be anended as submitted at the oral proceedings.

Claim 1l of the patent as granted reads as foll ows:

"1l. An acidic aqueous phosphate solution, for use in
phosphating a netal surface, said solution containing
at nost 0.2 g/l and preferably no chlorate ion as well
as the smallest practical concentration of chloride ion
never exceeding 0.5 g/l thereof, said solution

ot herw se cont ai ni ng:
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(a) fromO.l tol.5 g/l of zinc ion

(b) fromb5 to 50 g/|I of phosphate ion,

(c) fromat least 0.8 to 4 g/l of nmanganese ion,

(d) at least 0.05 g/l of a fluoride ion,

(e) at least one of the follow ng phosphating
accelerators within the foll ow ng concentrations:

(1) fromO0.0l to 0.2 g/l of nitrite ion,

(it) froml to |5 g/l of nitrate ion,

(iiti) fromO0.5 to 5 g/l of hydrogen peroxide
(based on 100% H,0,; ),

(iv) fromO0.05 to 2 g/l of mnitrobenzene-
sul fonate ion

(v) fromO0.05 to 2 g/l of mnitrobenzoate ion
and

(vi) fromO0.05 to 2 g/l of p-nitrophenol."”

The appel | ant argued as foll ows:

The ingredients of the phosphate solution given in
docunent D1 on pages 3 and 4 correspond - apart from
iteme(i): the optional presence of 0.05 to 3 g/l
chlorate ion - to those listed in claim1 of the
patent. The chlorate in docunent D1, however
represents nerely one optional phosphating accel erator
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anong seven alternatives. As an exanple for a chlorate-
free and chloride-free phosphating sol uti on, docunent
D1 di scl oses on page 13 a "concentrate" which fully
conplies with the "concentrate" described in the
patent. It conprises nickel carbonate (I1) and
manganese nitrate rather than nickel chloride or
manganese chloride. Having regard to the purity |evel
of the ingredients maki ng up the phosphating sol ution,
generally "pure" raw materials are chosen whi ch exhi bit
at nost 0.1%chloride ions as an inpurity. After
diluting the "concentrate"” with tap water and after
addi ng 20% sodiumnitrite as accelerator, the resulting
phosphating solution falls within the clained ranges,
except for the anmobunt of Mi-ion which is calculated to
be 0.7 g/l and which is slightly outside the clained
range of 0.8 g/l to 4 g/l Mx-ion. Using this chlorate-
and chloride-free "concentrate" in the sane way as a
basi s conposition for preparing the phosphating
solutions No. 5 and 11, the water used to dilute the
concentrate woul d be the only possible source for
chloride ions. It is, however, standard practice to use
tap water or deionised water in the phosphatization
process, e.g. for washing and rinsing or making up the
phosphating sol ution, as can be seen from docunent D1.
G ven that the chloride ion concentration in tap water
is generally far below 500 ng/l, a fact that has been
anply proven by docunments D7 to D13, the conpositional
requirenents of claiml are also fully nmet by exanpl es
No. 5 and 11 given in docunent D1. In this context, the
respondent agreed in a letter submtted during the
opposi tion proceedi ngs concerni ng European patent

No. O 544 650 that the make-up water woul d have been
sel ected from deioni zed water or tap water rather than
"dirty" water and that chlorate and/or chloride are
unlikely to be introduced in that way. The subject
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matter of claim1l, therefore, |acks novelty with
respect to the technical teaching given in docunent D1.

The respondent argued as foll ows:

Docunent D1 does not address the problemof "white
spots" or "seediness". Although this phenonmenon had
been observed in the art for a long tinme, the origin of
t hese excessively thick spots has been unknown. The
present inventors have found that "white spotting"” or
"snow' can be avoided and | ow coating wei ghts can be
achi eved provided that the amounts of chloride and
chlorate ions are restricted to specific tolerable

| evel s and provided that manganese and fluoride are
both present in the phosphating solution. There is no
cl ear and unm stakabl e direction in docunment Dl or any
of the remai ni ng docunents to use narromy restricted
amounts of chloride and an essentially chlorate-free
phosphating solution in order to avoid "white
spotting”, as proposed by claim1l of the patent.

Even if sonme of the solutions clainmed by the patent
were generically enconpassed by the teaching given in
docunent D1, the technical features of claiml1 would
not be specifically disclosed in D1. In particular,
exanples 5 and 11 of D1 fail to disclose the exact

chl ori de anmobunt present, since the ionic partner for
manganese and/or nickel is not known. Even if

dem neralized water (i.e. chloride-free water) were
used to prevent chloride contam nati on when maki ng up
t he phosphatizing solution, chloride ions could be

i ntroduced into the solution for exanple by using
manganese chloride or nickel chloride, as for instance
proposed in docunent D1, or by deconposing chlorate.
Gven that there is no inplicit or explicit teaching of
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the chloride range in exanples 5 and 11, the subject
matter of claiml is not anticipated by the conposition
of these phosphating sol utions.

Regardi ng the exenplifying chloride- and chlorate-free
"concentrate" given on page 13 of docunent D1, the
manganese content of 0.7 g/l falls outside the range
specified in claiml of the patent and, therefore, the
cl ai med phosphating sol ution is unamnbi guously

di stingui shed fromthat given in docunent Dl1. The
subject matter of claim1 is, therefore, novel with
respect to docunment DI1.

Reasons for the Decision

1

1209.D

The appeal is adm ssible.

Novel ty

Li ke the patent in suit, docunment D1 is concerned with
an aci di ¢ agueous phosphating solution for treating
e.g. car body steel conponents which include both an
iron based and a zinc-based surface (cf. page 3, third
par agraph bridgi ng page 4, line 26), the solution
cont ai ni ng:

(a) fromabout 0.1 to about 2 g/l of zinc ion,

(b) fromabout 5 to about 50 g/| of phosphate ion,

(c) fromabout 0.2 to about 4 g/l of manganese i on,
(preferably 0.6 to 3 g/l nmanganese i on)
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(d) at least about 0.05 g/l of a fluoride ion, and

(e) at least one of the follow ng phosphating
accel erators (conversion coating accel erator):

(1) fromO0.05 to 3 g/l (preferably 0.05-1.9 g/l,
nore preferably 0.2-1.5 g/l) of chlorate
i on;

(iit) fromabout 0.0l to about 0.2 g/l of nitrite
i on,

(iii) fromabout | to about 10 g/l of nitrate ion,

(tv) fromabout 0.5 to about 5 g/l of hydrogen
per oxi de (based on |100% H,0,; ),

(v) fromabout 0.05 to about 2 g/I of m
ni trobenzene-sul fonate ion,

(vi) fromabout 0.05 to about 2 g/l of m
ni trobenzoate ion, and

(vii) fromabout 0.05 to about 2 g/l of p-
ni t rophenol .

The phosphating solution clained in the patent in suit
differs fromthe known solution cited above only in the
i tens enphasi zed by using bold letters and nunbers.

Consequently, the phosphating solution disclosed in
docunent D1 permits higher amounts of chlorate ion as
an accelerator and is silent about the chloride ion
concentration actually present to |less than 0.5 g/l as
does the patent at issue.
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Not wi t hst andi ng that, docunment D1 specifically

di scl oses phosphating sol utions which are chlorate-free
(exanmples 5 and 11) and additionally gives an
exenpl i fyi ng phosphati ng conposition prepared by
diluting a chlorate- and chloride-free "concentrate".

It is noted in this context that the composition of the
"concentrate” and the solution made up therefrom

di scl osed on page 13, paragraph 1 of docunent D1 fully
conplies with the one given in the patent in suit (see
page 5, line 56 bridging page 6, line 6 and which is
identified there to "be a solution of the invention”

As regards the water quality used for diluting the
"concentrate”, the respondent no | onger challenged that
dei oni zed water or tap water are used in the art for
this purpose. Therefore, the diluting water has to be
elimnated as a possible source for chlorate and
chloride ions. In this context the appellant cited the
respondent’'s subm ssions dated 25 March 1999 in the
opposi ti on proceedi ngs agai nst European patent

No. O 544 650. Thus, as agreed by the parties, the only
distinction to the clainmed solution lies in the
manganese ion content of 0.7 g/l of the resulting
aqueous phosphating solution which is outside the
manganese ion range of 0.8 to 4 g/l clained in the
patent at issue.

G ven this situation, the clainmed phosphating sol ution
coul d be regarded as being a "selection" fromthe broad
vari ety of solutions disclosed in docunent Dl1. Such a
sel ection of sub-ranges of nunmerical values from
broader ranges is, however, only novel when each of the
following criteria is satisfied (cf. Case Law of the
Boards of Appeal of the European Patent O fice, 3rd
edition 1998, |1-C, Chapter 5, in particular page 91,
item5. 2):
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(1) the selected ranges are narrowin relation to
those of the prior art;

(i) t he sel ected sub-range should be sufficiently
far renoved fromthe preferred part of the known
range (as illustrated for instance by the
exanples given in the prior art), and

(iii) the selected sub-range should not be an
arbitrarily chosen specinmen fromthe prior art,
i.e. not nerely one way of carrying out the
prior art teaching, but must provide a new
i nvention (purposive selection).

A conparison between the conposition of the clained
phosphating solution and the prior art D1 shows a high
degree of overlap of the nunerical ranges. Except for
the restrictions to the anounts of chloride ions and
chlorate ions, the clained conpositional limtations
for the ions of zinc, phosphate, manganese, fluoride
and for the various accelerators are the sane as

di scl osed in docunment Dl1. The narrower lower limt of
t he manganese ion content (0.8 g/l) featuring in
claim1l of the patent at issue is also disclosed in
claim4 of docunent D1 as a preferred enbodi nment.

Al t hough the appellant's argunment is correct that the
exanpl e given on page 13 of docunent D1 falls outside

t he clained range by virtue of a manganese ion content
of 0.7 g/l, this value neverthel ess cones close to the
clainmed range of 0.8 g/l to 4 g/l WM-ions. The sub-
range clainmed in the patent in suit is, therefore, not
sufficiently far renoved fromthe preferred enbodi nent
of the prior art represented by the exanple on page 13
of document Dl1. Since according to the originally filed
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docunents of the application underlying the patent in
suit manganese ion contents of down to 0.2 g/l are
admtted, the Board is convinced that a phosphating
treatment with the known solution containing 0.7 g/l
can only result in a coating which is also free of
"white spots” or "snow'. No information whatsoever is
found in the patent specification that a mninumof 0.8
g/l manganese ion has any effect on the white spot
formati on. Hence, the patent does not claimany effect
which is not disclosed in the prior art.

In view of these considerations, neither of

conditions (i) to (iii) which are the prerequisites for
a "novel selection"” is satisfied by the solution
claimed in the patent in suit.

It is noted in this context that, according to the
accepted jurisprudence of the EPO the attribute of

novel ty nust not be given such a narrow interpretation
that only what has been described already in identical
terms is prejudicial to it. The teaching of a cited
docunent is not confined to the detailed information
given in the exanples of how the invention is carried
out, but enbraces any information regarding the
starting substances and the final products in the
clainms and the description enabling a person skilled in
the art to carry out the invention (cf. T 0279/89).
Although initially a skilled person focuses his
attention on the clainms and the exanples of the

rel evant docunent, he would not restrict his study of

t he docunent solely to them but would al so have regard
to the general description in his search for technical
teaching relevant to the problem confronting him
Therefore, in assessing the novelty of an invention
over the prior art in a case where overl appi ng ranges
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of a certain paraneter exist, it has to be considered
whet her a person skilled in the art would, in the Iight
of the technical facts, seriously contenpl ate applying
the technical teaching of the prior art docunent in the
range of overlap. If it can be fairly assuned that he
or she would do so, it nust be concluded that no
novelty exists (cf. T 0026/85).

This situation applies to the present case. Based on
exanples 5 and 11 di sclosed in docunent D1, the skilled
reader realizes that the phosphating filnms forned by
chl orate-free solutions provide an excellent match in
filmweight, brine spraying test results, adhesion and
resi stance to spot rust and blisters on the coated
surface, i.e. a conbination of properties which is
superior to that of phosphate filns produced by the
chl orate containing solutions 1 to 4, 6 to 10 and 12,
13. The assessnent that chlorate-free solutions are
nore preferred in docunent Dl is confirnmed by

exanpl e 14 which specifically deals with the nature of
t he phosphate filmformed by solutions 5 and 11 on

gal vani zed steel plate and cold rolled steel plate. It
i s beyond doubt that the conposition of the chlorate-
free solutions 5 and 11 conpletely falls within the

cl ai med ranges, although the ionic partner of M and N
is not explicitly nmentioned. Since the acidic aqueous
phosphat e sol uti ons according to docunent D1 are

usual ly prepared by diluting a "concentrate" and by
addi ng further ingredients as needed (cf. D1, page 13,
second paragraph), a skilled person would judiciously
resort to the chloride- and chlorate-free "concentrate"
di scl osed on page 13 as a starting material for
formul ati ng the phosphating conpositions Nos. 5 and 11
Based on these considerations, the |ist of anions and
cations present in solution No. 5 and 11 has to be
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t aken as bei ng exhaustive, and, consequently, the
conposition as being "essentially chloride-free".

Mor eover, those skilled in the field of phosphating
technol ogy appreciate that the presence of chloride
ions in a phosphating solution pronotes corrosion and,
t heref ore, manganese nitrite and nickel carbonate are
preferred in the "concentrate" rather than Mi- or Ni-
chloride. Hence, the clained aqueous phosphating
solution given in claim1 of the patent at issue is
al so anticipated by the solutions No. 5 and 11

di scl osed in docunent DL.

In view of all these considerations, the subject matter
of claim1l of the main request and the auxiliary

request |acks novelty with respect to the technical
teachi ng di sclosed in docunment D1.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
V. Commar e W D. Wil
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