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Summary of Facts and Subm ssi ons
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The appell ant (proprietor of the patent) |odged an
appeal agai nst the decision of the Opposition D vision
revoki ng the patent No. 0 357 841.

Opposition was filed against the patent as a whol e and
based on Article 100(a) EPC (|l ack of novelty and
I nventive step).

The Opposition Division held that the grounds of
opposition nentioned in Article 100(a) in connection
with Article 56 EPC prejudi ced the mai ntenance of the
patent having regard to the followng prior art:

- a prior use invoked by opponent 02 in its
statenent of grounds of opposition of 1 Decenber
1994, referring to docunents D10 (annexes 1 to 3,
filed on 1 Decenber 1994),

- D13: "Packagi ng Technol ogy", March/April 1987,
pages 8 and 9,

- D3: US-A-3 909 582, and

- US- A-4 049 945.

During the appeal proceedings the

respondent/ opponent 02 cited for the first tine
docunent

D14: "Laser beam scanning" edited by Gerald

F. Marshall, Marcel Dekker Inc., New York - Basel
1985, pages 193 to 239.
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proceedi ngs were held before the Board of Appea

on 12 January 1999.

(i)

(i)

(iii)

The appel |l ant requested that the decision under
appeal be set aside and the patent be nmaintained
as granted (main request) or in anmended form on
the basis of the auxiliary claimpresented during
t he oral proceedings (auxiliary request).

The respondents requested that the appeal be
di sm ssed.

Claiml as granted (main request) reads as
fol | ows:

"1. A nethod of providing score lines in single

or nmultilayered packagi ng material through

| ocal evaporation of a portion of said

material, using a controll able | aser beam

which is novable relative to said packagi ng

material in tw nutually perpendicul ar

directions froma fixed point in response to

control signals, which define the path of the

score line to be provided on the packagi ng

mat eri al ,

characteri sed by

- advanci ng a web of packaging material at
a substantially uniform adjustable speed
in a wb path past a first | aser beam
directed onto a first side of said web so
as to locally evaporate material from
said first side, thereby form ng score
| ines thereon, said web having a
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recurring pattern of printed images
appeari ng on one side thereof

- noving said first |aser beamin response
to pattern dependent control signals,
said signals defining a path of said
score lines to be provided in
registration with said pattern and bei ng
responsive to the speed of the web

- adjusting the focal Iength of said |aser
beam so that the focus of the first |aser
beamis maintained on the first side of
the web, while said score |ines are being
formed thereon

- nmonitoring positional irregularities in
the recurring pattern of printed inages
on said one side of the web and

- adjusting in response to said nonitoring,
the pattern dependent control signals so
as to maintain said score lines in
registration with said pattern.”

The auxiliary claiml, the subject-matter of which is
identical with that of claim1l as granted, reads as
fol | ows:

a. A met hod of providing score lines in single or
mul til ayered packagi ng material, using a drivable
scoring tool, which is novable relative to said
packagi ng material in at |least one direction in
response to drive signals, the scoring tool defining
the path of the score line to be provided on the
packagi ng materi al

conprising the steps of
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b. advancing a web of packaging naterial at a
substantially uniform adjustable speed in a web path
past a scoring tool directed on the first side of said
web so as to locally renove material fromsaid first
side, thereby formng score lines thereon, said web
having a recurring pattern of printed inages appearing
on one side thereof,

C. nmovi ng said scoring tool in response to drive
signals with a speed related to the speed of the web,

d. monitoring positional irregularities in the
recurring pattern of printed inmages on said first side
of the web and

e. adjusting in response to said nonitoring the
drive signals for the scoring tool so as to change the
relative position of said scoring tool with respect to
the noving web in order to maintain said score lines in
registration with said pattern

characterised in that

f. the drivable scoring tool is a controllable first
| aser beam which for |ocal evaporation of a portion of
said material is noved relative to said packagi ng
material in two nutually perpendicular directions from
a fixed point in response to pattern dependent contro
signals, which define the path of the score lines to be
provi ded on the packaging material,

g. the focal length of said | aser beamis adjusted
so that the focus of the | aser beamis nmintai ned on
the first side of the web while said score lines are
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bei ng forned thereon,

h. the adjusting in response to said nonitoring the
pattern dependent control signals so as to maintain
said score lines in registration with said pattern.”

The appel |l ant argued essentially as foll ows:

Docunent D10 di scl osed a nethod using a nechani ca
system of providing score lines in a noving web of
packagi ng material, which nmethod conprised the steps
according to paragraphs (a) to (e) of the preanble of
the auxiliary claim

The features according to paragraphs (f), (g), (h) of
the characterising portion of the auxiliary claimwere
not present in the nmethod of D10 and were not suggested
by D13.

It was admtted that D13 gave an incentive to replace

i n packagi ng applications nechani cal equi pnent by a
control | abl e | aser beam which was able to be defl ected
over a surface into two nutual ly perpendicul ar

di rections. However, D13 did not disclose or suggest
the feature "making score lines on a noving web" nor
the features (g) and (h) of the auxiliary claim

Dynam ¢ focussing used in feature (g) was per se known
in the prior art, however there was no hint in the
prior art to apply dynam c focussing in accordance with
feature (g) in a nethod for providing score lines on a
nmovi ng web. Moreover, the choice of feature (g) was not
a necessity or the only possibility for obtaining a
constant depth of the score |ines during deflection of
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the | aser beam but was a specific choice out of severa
ot her possibilities being at the disposal of the person
skilled in the art.

An indication that it was not obvious for a person
skilled in the art to nodify the nechanical system
according to D10 by the features (f), (g) and (h)
according to the auxiliary claimcould be seen in the
fact that the application of lasers in the packagi ng
field had been known already for about 20 years before
the priority date of the patent in suit, and that none
of the giant conpetitor conpanies of the patentee had
been able to arrive within this long tine period at the
subject-matter of the patent in suit, which provided a
very useful solution to the |ong existing probl em of
formng score |ines of any given configuration in a
novi ng web having a recurring pattern of printed i mages
appearing on one side thereof, the score |lines being
provided in registration with said pattern.

Therefore, the nethod according to the auxiliary claim
as well as that of claiml of the patent as granted,

whi ch were identical as to their substance, involved an
I nventive step

The respondents argued essentially as foll ows:

Docunent D10 di sclosed not only the features (a) to (e)
of the preanble of the auxiliary claimbut also
feature (h) of the characterising portion of the
auxiliary claim The latter feature was present in the
met hod of D10, because the control unit received
signals fromthe detector F scanning register marks on
the web and, upon detecting positional irregularities
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in the recurring pattern of printed i mages adjusted the
scoring tool (roller 2) so as to maintain the score
lines in registration with the pattern.

By the teaching of docunment D13 the person skilled in
the art was guided to replace in the nethod of D10 the
mechani cal scoring equi pnent by a | aser system

Mor eover, docunent D13 gave a clear hint to feature (f)
of the characterising portion of the auxiliary claim
and, furthernore, pointed to the advantage of easy
adjustnment of the focal length of the | aser beamto any
desired spot size. Maintaining the focus of the |aser
beam on the first side, while the score lines are
formed thereon, was a matter of course for the person
skilled in the art because otherw se a constant depth
of the score lines on the web could not be maintained.
Mor eover, dynam c focussing of a | aser beam bel onged to
the basis know edge of the person skilled in the art,
as coul d be seen, for instance, from docunent D14,
pages 227 and 228 and Figure 17.

Therefore, the subject-matter of the main and auxiliary
request did not involve an inventive step.

Reasons for the Deci sion

0612. D

Late filed prior art docunent
The late-filed docunent D14 is a text-book representing
the general know edge of a person skilled in the art of

| aser beam scanni ng.

Since this text book contains useful background
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informati on, the Board considers it under
Article 114(1) EPC

Novel ty

The subject-matter of the patent in suit nust be
regarded as being novel, since none of the prior art
docunents discloses a nethod for providing score |ines
in a packagi ng nmethod according to claiml1 as granted
or to the auxiliary claim

Novelty, in fact, has no | onger been in dispute.

I nventive step

Cl osest prior art

The cl osest prior art is represented by the public
prior use invoked by the respondent/opponent 02.

This public prior use, which was not contested by the
appel | ant, di scl oses a nethod of providing score |ines
in single or nulti-layered packaging material using a
drivabl e scoring tool, which is novable relative to
sai d packaging material in response to drive signals,
the scoring tool defining the path of the score line to
be provided on the packaging material, conprising the
st eps of

- advancing a web of packaging naterial at a
substantially uniform adjustable speed in a web
path past a scoring tool directed on the first
side of said web, thereby formng score |ines
t hereon, said web having a recurring pattern of



-9 - T 0861/ 96

printed i mages appearing on one side thereof,

- novi ng said scoring tool in response to drive
signals with a speed related to the speed of the
web.

In this nmethod a control unit ST receives signals from
a detector F scanning pattern regi ster marks on the
web, and, upon detecting positional irregularities in
the recurring pattern of printed i mages on the web, the
control unit ST adjusts in response to the nonitored
irregularities the drive signals for the scoring too

so as to change the relative position of the scoring
tool with respect to the noving web in order to

mai ntain the score lines in registration with the
pattern.

I n conclusion, the nethod according to the public prior
use conprises the features (a) to (e) and (h) of the
auxiliary claim

In this known nethod the scoring tool is a nechanica
equi pnent conprising rollers carrying perforation or
cutting neans for producing the score lines on the web.

3.2 Probl em underlyi ng the invention
Since the said prior art nethod uses a nechanica
scoring tool equipnent, it has drawbacks as to
versatility, limted process speed, tool wear and

br eakage.

Therefore, the problemto be solved by the invention of
the patent in suit consists in providing a nethod by

0612. D Y A
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whi ch the drawbacks of the mechanical systemused in

the prior art nethod are overcone and by which score

i nes of any given configuration can be fornmed at a

hi gh production rate and | ow nmai nt enance expenses.
Sol ution
The said problemis solved, according to both the

granted claim 1l and the auxiliary claimby the
follow ng features

(1) t he mechani cal scoring tool used in the prior art

met hod is replaced by a | aser beam equi pnent
whi ch evaporates a portion of the packagi ng
mat eri al ,

(ii) which is noved relative to said packagi ng

material in tw nutually perpendicul ar directions

froma fixed point in response to pattern

dependent control signals, which define the path

of the score lines to be provided on the
packagi ng materi al,

(ii1) whereby the focal length of the | aser beamis

adj usted so that the focus of the |aser beamis

mai ntai ned on the first side of the web while the

score |lines are being forned thereon.

This solution is obvious for the follow ng reasons.

Al ready the headline of the article according to
docunent D13 "Low cost | aser systens can repl ace
mechani cal equi pnent in packagi ng applicati ons:
sealing, cutting, perforating and marking by | aser

are
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all feasible" gives a clear incentive for the person
skilled in the art to replace the nechanical scoring
tool used in the prior art nethod by a | aser beam

equi pnment. Mbreover, in nunerous passages of D13 - see
for instance: page 8, left colum, paragraphs 3 and 4,
m ddl e col um, paragraphs 3 and 4, right col um,
paragraphs 2 and 4 - it is pointed to the advantages of
| aser beans over nechanical tool, as higher
versatility, higher process speed and | ower mai ntenance
expenses.

The fact that docunent D13 does not expressis verbis
mention the use of a | aser beamin conbination with a
nmovi ng web does not prevent the person skilled in the
art fromconsidering this docunent for obtaining
suggestions how to inprove the publicly used prior art
met hod whi ch was concerned with the processing of a
novi ng web.

Docunent D13 teaches further that the | aser output can
be nodul ated to produce perforation, that, when used
wi th gal vanoneters (or scanners), the nodul ated | aser
beam can be defl ected over materials for

t wo- di nensi onal marki ng or engraving (see page 8,

m ddl e col unm, paragraph 2) and that paper or any thin
material can al so be perforated by nodul ati ng the

| aser's output with control electronics, whereby
altering perforation specifications is a sinple matter
of changing the nodulation rate (see page 9, mddle
col unmm, paragraph 4).

The afore-nenti oned teaching of docunent D13 gui des the
person skilled in the art towards nodifying the prior
art nethod in the sense of the above-nentioned
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features (i) and (ii) of the granted or auxiliary
claim respectively.

As to the above-nentioned feature (iii) it is to be
noted that in the originally filed application
docunents nothing is said about the significance of
this feature. The only location of the originally filed
application docunents, nanely colum 2, lines 42 to 52
of EP-Al-0 357 841, fromwhich the said feature is
derived, is silent about the significance or any

advant ageous result to be achieved by the feature
descri bi ng dynam ¢ focussing of the deflected | aser
beam This fact indicates that the patentee hinself
consi dered the now cl ai ned feature of dynam c focussing
as a customary nmeasure within the realisation of the
step according to feature (ii).

Si nce docunent D13 al ready addresses the advant age of
easy focus adjustnent of a | aser beam (see page 8,

m ddl e col um, paragraph 2, and page 9, m ddl e col um,
par agraph 2) and since dynam c focussing belongs to the
general know edge of the person skilled in the art of

| aser beam scanning (see for instance docunent D14,
pages 227 and 228 and Figure 17), the person skilled in
the art would use dynam c focussing when reali sing

step (ii) of the invention, in order to naintain the
energy intensity of the laser on the web surface - and
hence the depth of the score lines - constant, while
the | aser beamis two-dinensionally deflected over the
web surface.

The Board shares the view of the respondents that the
person skilled in the art woul d consider dynamc
focussing as a first choice as conpared with other
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t hi nkabl e possibilities for energy adjustnent, |ike
energy nodul ation, using a parallel beam or adjusting
the witing speed of the |aser, which other
possibilities he woul d consider to be nore conplicated
and expensive.

Therefore, the application of the neasures according to
feature (iii) is also obvious for the person skilled in
the art.

The fact that the application of lasers in the
packagi ng field has been known about 20 years before
the priority date of the patent in suit and that the
patentee was the first to devel op a useful solution for
the | ong existing problemunderlying the invention,
cannot establish the presence of an inventive step in
the present case.

This fact m ght be considered as a secondary indication
of the presence of an inventive step but is no
substitute for the assessnent of the invention
Vis-a-vis the prior art pursuant to Article 56 EPC with
respect to the public prior use and to docunent D13.

The public prior use and docunent D13 were nmade known
to the public only two and one years, respectively,
before the priority date of the patent in suit and
were, therefore, at the disposal of the person skilled
in the art only a very short tine before the priority
date of the invention as exanples for or incentives to
the solution of the alleged |ong existing problem
underlying the invention.

For the above reasons, the nethod according to claiml
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as granted does not involve an inventive step within
the nmeaning of Article 56 EPC

The sane applies to the nethod of the auxiliary claim
the subject-matter of which is identical with the
subject-matter of claim1 as granted.

O der

For these reasons it iIs decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Townend A. Burkhart
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