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Summary of Facts and Submn ssions

0503.D

Eur opean patent No. 239 070 based on application

No. 87 104 302.2 was granted on the basis of five
clainms. The respondent (opponent) filed a notice of
opposition requesting revocation of the patent on the
grounds of lack of novelty, lack of inventive step and
insufficiency of disclosure. The follow ng docunents
were relied on:

D1: DE-A-2 653 863

D2: DE-A-3 006 894

D3: DE-B-2 203 709

The opposition division revoked the patent. The
deci si on was based on anended claim1l submtted on

22 Decenber 1993 as the main request and anmended
claim1 filed on 25 June 1996 as the auxiliary request.
The opposition division held that the requirenent of
sufficiency of disclosure was net and that the subject-
matter of claim 1l according to both requests |acked an
i nventive step over the disclosure of D1. It had not
been shown that the clained process |led to a catal yst
havi ng i nproved properties over the catal yst of

Exanple 1 of D1, which represented the closest prior
art. The separation of the catalyst by a preheating
step instead of filtration nerely represented a choice
bet ween two separation techni ques both well-known in
the art. The skilled person woul d have extended the
teaching of the exanples of D1 to the preparation of
catal ysts wth higher Bi anounts.
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The appel | ant | odged an appeal against this decision
and submtted a test report (hereinafter D4) together
with the statenent of grounds of appeal. Caiml
according to the auxiliary request of 25 June 1996
becanme the nmain request at the appeal stage. In a
communi cation, the Board expressed doubts regarding the
allowability of the anmendnents in claiml of this
request. The Board further questioned whether or not
conparative experinent 3 of the test report was
representative of Exanple 2 of D1. On 20 June 2000, the
appel lant filed an anended claim 1l as the main request
and five auxiliary requests | to V each containing a
single claim Oral proceedings were held on 30 January
2001. At the end of the oral proceedings the appell ant
abandoned auxiliary requests Il to V. Caim1l of the
mai n request reads as foll ows:

"1l. A process for producing a M-Bi conposite oxide
catal yst of formula M,Bi ,Co.N jFe.Na;X;Y,Si ;Q wherein X
represents at |east one el enent selected fromK, Rb, Cs
and Tl; Y represents at |east one elenent selected from
B, P, As and W a-j represent the atomc ratios of the
various constituent elenents, such that when a equals
12, then b =2 to 7, ¢c =0to 10, d =0 to 10, c+d =1
to 10, e = 0.05t0 3, f =0to 0.6, g =0.04t00.4, h
=0to3 i =0to 48 and j is a nuneral which
satisfies the oxidation state of the other elenents,
sai d process conprising the steps of:

(1) addi ng aqueous sol utions of catalyst conponents
other than Bi and Si to an aqueous sol ution of

nol ybdenum conpound wherei n nol ybdenumis conprised in
an anmount such that it is, after step (v), in excess of
that required for formng the nol ybdate salts of iron
cobalt and ni ckel and conposite oxides of the other
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conmpounds;

(ii) if necessary, adding particulate or colloida
silica;

(1i11) adding bismuth oxide and/or bisnmuth subcarbonate
in the formof a powder,

(iv) agitating and then drying the resulting slurry;

(v) subjecting the dry product to a heat treatnent in a
short period at a tenperature in the range of 270 to
350°C to form an oxi de;

(vi) form ng the deconposition product thus obtained
into a desired shape; and

(vii) subjecting said product to a final therna
treatnent in a non-reduci ble atnosphere at a
tenperature condition of 450 to 600°C for 1 to 16 hours
to obtain a catal yst."

Caiml of auxiliary request | differs fromclaim1 of
the main request in that the additional feature "said
bi smut h oxi de and/ or bisnuth subcarbonate are/is
i nsoluble in the aqueous systemof step (i)" has been
i ntroduced after the word "powder" in step (iii).

The appel l ant's argunments can be summari sed as foll ows:

Caiml of the main request net the requirenents of
Article 123(3) EPC. The fact that neither bisnmuth oxide
nor bi snmuth subcarbonate was di ssolved in the aqueous
system of step (i) was an automati c consequence of the
procedure of steps (i) and (iii) and had been proven by
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X-ray diffraction and Raman spectroscopy. According to
the description bisnmuth still remained in the form of
the raw material at the end of step (v). It was not
indicated in the description that a strong acid m ght
be used and such a use would not be in agreenent with
the concept of the invention. According to Article 69
EPC, the description of the patent should be used to
interpret the clainms. It was derivable fromthe
description, page 2, lines 49 to 51; page 3, lines 10
to 12 and 20 to 22; page 4, lines 27 and 45 to 47, that
Bi oxide and Bi subcarbonate were insoluble in the
aqueous nedium of step (i). Therefore, the
corresponding feature in claim1l as granted never
limted the scope of protection. The appellant further
made reference to decision T 166/90 in support of his
argument s.

The additional feature incorporated in claim1 of
auxiliary request | did not contravene Article 123(2)
EPC. The statenent in the description that Bi renained
in the formof the raw material indicated that the Bi
starting materials had not dissolved in the aqueous
systemof step (i), since, otherwi se, a bisnuth salt
woul d have been detected. The respondent's argunents
that the Bi starting materials m ght have been
converted into the Bi nitrate in step (iv) and the
nitrate into the Bi oxide during the heat treatnent of
step (v) were not in agreenent with the essence of the
i nvention that the Bi conpound should not dissolve in
t he aqueous nedium There was no basis in the
description for the assunption that Bi nitrate was
produced. In the case of Bi subcarbonate, the

subcar bonate coul d not have fornmed again in step (v).

The cl osest prior art was Exanple 2 of Dl since the

0503.D Y A
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| atter concerned a "non-honbgeneous" process contrary
to Exanple 1. The problemto be solved with respect to
this prior art was to provide a process for preparing a
bi smut h nol ybdat e cat al yst havi ng hi gher activity and
selectivity. The clained solution differed from
Exanple 2 of DI by (1) the catal yst conposition, (2)
the fact that bisnuth nol ybdate was produced by
reaction of Bi oxide or Bi subcarbonate with the

nol ybdenum excess, (3) the |l ower calcination
tenperature and (4) the heat treatnent of step (v). The
test report D4 showed that an inprovenent in activity
and selectivity had been achi eved. Conparative
experinment 3 was representative of Exanple 2 of D1 as
the drying nethod was not considered to have a
significant influence on the catal yst activity.

A skilled person in the field of catal ysts would have
recogni sed that the calcination tenperature in
Exanple 2 of D1 was not arbitrarily sel ected.
Therefore, he would have had no incentive to conbine
the process according to Exanple 2 of D1 with the
calcination tenperature disclosed in Exanple 1 for
entirely different conditions. Neither D1 nor the other
docunent s suggested the use of a nol ybdenum excess so
as to provide a source of Mo which could easily react
with Bi oxide in the final calcination step. The
present invention enployed an entirely different

i nventive concept. The skilled person could not have
expected that the sinultaneous variation of four
features in Exanple 2 of DI would have led to a

catal yst having an inproved activity and selectivity.

Mor eover, a substantial procedural violation had
occurred. The opposition division had consi dered
Exanple 1 of D1 as being the closest prior art at the
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oral proceedings contrary to its previous assessnent in
t he second communi cation. Despite this unexpected
change of opinion at the oral proceedings, it had
refused the patentee's request for granting an
opportunity to present experinental evidence show ng
the superior performance of the catal yst prepared by
the cl ai med process over that of Exanple 1 of Dl. The
appel lant's representati ve nade a declaration at the
oral proceedings before the Board in support of his
request for reinbursenent of the appeal fee.

The respondent contested that claim 1l of the main
request and claim11 of auxiliary request net the

requi renents of Article 123(3) and Article 123(2) EPC
respectively. The respondent argued that the sentence
"bismuth still remains in the formof the raw material”
did not inply that the Bi starting materials were

i nsol uble in the aqueous systemof step (i). As an

i nportant anount of nitrates was present in the aqueous
system the pH thereof m ght have been | ow.
Consequently, Bi oxide or Bi subcarbonate m ght have
been converted into Bi nitrate during step (iv). It was
not inpossible that the forned Bi nitrate had then been
converted again into Bi oxide during the heat treatnent
of step (v). It was likely that the word "renmai ns" had
been used in this sentence w thout checking whether or
not the said conversions occurred. The respondent did
not present any comments on inventive step and

i ndicated at the oral proceedings that he had no

obj ecti on agai nst the nmai ntenance of the patent on the
basis of claim1l according to either the main request
or auxiliary request |, both filed on 20 June 2000.

The appel | ant requested, as a main request, that the
deci si on under appeal be set aside and that the patent
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be maintained with claim1 and anended descri ption
pages 2, 2a, 3 to 5 according to the main request filed
on 20 June 2000, the remai ning pages bei ng as granted.
As an auxiliary request, the appellant requested that
the patent be maintained on the basis of claim1 of
"Auxiliary Request I" filed on 20 June 2000 and the
description submtted as "Hi |l fsantrag" during the ora
proceedi ngs. The appel | ant further requested

rei mbursenent of the appeal fee. The respondent did not
submt a request.

Reasons for the Deci sion

1

The appeal is adm ssible

Mai n request

0503.D

The question arises whether or not claiml neets the
requi renments of Article 123(3) EPC as granted claim1l
contains the feature that "the bisnuth oxi de and/or

bi smut h subcarbonate are/is insoluble in the aqueous
systemof step (i)" whereas this feature is not
indicated in claiml1 of the main request. In granted
claiml1l, the aqueous systemof step (i) is defined by
the fact that conmpounds which act as sources of the

el enments constituting the catalyst are incorporated in
an aqueous system The feature stated above clearly
puts a restriction on the aqueous systemof step (i),
in particular on the kind of conpounds present therein,
since bismuth oxide is soluble in acids and bisnmuth
subcarbonate is easily soluble in nitric or
hydrochloric acid. In other words, according to granted
claim1, the starting conmpounds to be incorporated in

t he agueous system of step (i) are chosen such that B
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oxi de and Bi subcarbonate do not dissolve in the
aqueous system

As regards anmended claim1, the kind of conpounds used
as sources of the catalyst conponents other than Bi in
t he aqueous systemof step (i) is |ikew se not stated
in the claim Consequently, there is no automatic
limtation resulting froman indication of the starting
conmpounds incorporated in the aqueous system The
wor di ng of anended claim 1 thus does not excl ude that

t he aqueous systemof step (i) contains conpounds in
such anounts that a small but non-negligible part of
the Bi oxide and/or of the Bi subcarbonate is dissolved
I n the agueous system

The appel | ant argued that the description should be
relied on to interpret the clains and that the
insolubility of the Bi oxide and Bi subcarbonate in the
aqueous systemof step (i) was derivable fromthe
description and was an essential feature of the

i nvention. The Board observes in this respect that it
Is indeed directly derivable fromthe paragraph on

page 4, lines 45 to 49, of the description that B

oxi de and Bi subcarbonate are insoluble in the aqueous
systemof step (i) (see the detail ed reasons given in
poi nt 3 below). However, the statenent in this
paragraph that bismuth still remains in the formof the
raw material in the heat treated product of step (V)

bel ongs to a passage of the patent in suit, which is
said to describe a "specific exanple" of the process
(see page 4, line 33). Therefore, this statenent cannot
be regarded as a general statenent applying to al

enbodi nents of the invention. The other passages
referred to by the appellant on page 2, lines 49 to 51
and page 3, lines 10 and 20 to 22, disclose that Bi is
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used "in a state of a non-honbgeneous systent. This
does not exclude that a small but non-negligible part

of the Bi oxide and/or subcarbonate is dissolved in the
aqueous system since, even in this case, the major part
of the Bi compound is "in a state of a non-honobgeneous
systenf. This possibility is, thus, not in
contradiction with the concept of the invention. The
statenment on page 4, line 27, that Bi oxide and Bi
subcarbonate are insoluble in water gives no
information as to their solubility in the aqueous
systemof step (i). The information concerning the
starting conmpounds used to formthe aqueous system of
step (i) on page 4, lines 12 to 14, do not exclude the
use of acids or of acidic solutions of starting
conpounds. Therefore, although the description
implicitly discloses in the context of a "specific
exanpl e" that the Bi oxide and Bi subcarbonate are

I nsol uble in the aqueous systemof step (i), it cannot
be unanbi guously inferred fromthe renmai ni ng passages
referred to by the appellant that the use of an aqueous
system whi ch dissolves a small but non-negligible part
of the said Bi starting conpounds is excluded. In these
ci rcunstances, the feature of granted claim1l1 that "the
bi smut h oxi de and/or bi snmuth subcarbonate are/is

i nsoluble in the aqueous systemof step (i)" cannot be
consi dered as redundant or not-restricting the claim
and omi ssion of this feature in anmended claim1l is
consi dered to extend the protection conferred by
granted claim1l.

The Board observes that in decision T 166/90 cited by
the appellant the situation was very different fromthe
present one, since the granted claimwas a product

cl ai m whi ch had been replaced during the appea
procedure by a process claimand the clainmed process
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|l ed automatically to a product exhibiting the del eted
property. In the present case the process features
stated in steps (i) and (iii) do not autonmatically
result in the Bi oxide and/or Bi subcarbonate being

i nsoluble in the aqueous systemof step (i) in the
absence of any precise information concerning the
starting conpounds incorporated in the agueous system

It follows fromthe above that claim1 of the main
request does not neet the requirenents of

Article 123(3) EPC. Therefore, the nmain request cannot
be grant ed.

Auxi | iary request

3.

0503.D

The anmendnents in steps (i) to (vii) of claim1 other
than the feature concerning the insolubility of the B
conpounds are directly and unanbi guously derivable from
the description as filed, nanely from page 6, |ine 30
to page 7, line 35 and original claim5 (correspondi ng
to page 4, line 37 to page 5, line 3 of the patent and
claimb5). At the oral proceedings the respondent
expressed doubts that the feature "said bismuth oxide
and/ or bismuth subcarbonate are/is insoluble in the
aqueous systemof step (i)", which has been re-

i ntroduced into claiml1, neets the requirenents of
Article 123(2) EPC

According to page 7, lines 7 to 11, of the description
as filed (corresponding to the passage on page 4,
lines 45 to 46 of the patent), it has been found from
anal yses by the X-ray diffraction nethod and Raman
spectroscopy that in the product which has been heat
treated for a short tinme at a tenperature in the range
of 270 to 350°C, Fe, Co and Ni have already forned
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salts with acidic oxides, but bisnmuth still remains in
the formof the raw material. As the raw material added
to the aqueous systemof step (i) is bisnmuth oxide

and/ or bisnmuth subcarbonate in the formof a powder and
bi smuth still remains in the formof the raw materi al
after agitation, drying, and heat treatnent at 270 to
350°C, it is directly derivable therefromthat these B
conpounds have not been dissolved (or are insoluble) in
t he aqueous systemof step (i). The Board observes in
this respect that the neaning of the term"insol ubl e"
stated in claim1l is construed in relation to the two
sai d nmet hods of analysis used for establishing this

i nsolubility.

Concerning the respondent's assunptions that Bi oxide
m ght have been converted into Bi nitrate during step
(iv) and that it was not inpossible that the forned Bi
nitrate had then been converted again to the oxide
during the heat treatnent of step (v), the Board nakes
the follow ng observations. Assum ng that sone Bi
nitrate is formed in step (iv), then it is not
convincing in the absence of evidence that all this
nitrate woul d be converted again to Bi oxide during the
heat treatnent of step (v) since, on the one hand, the
m xture contains a nunber of other conponents with
which at |least a part of the nitrate m ght have reacted
and, on the other hand, the tenperature at which B
nitrate is converted to Bi trioxide is usually higher
than 350°C in the absence of other conpounds in the

m xture. Therefore, in the case of a conplicated

m xture as in the present case such assunptions cannot
be accepted wi thout any evidence to support them
Furthernore, the respondent's argunents are not in
agreenent with the disclosure in the patent in suit
that the Bi oxide and Bi subcarbonate still remain in
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the formof the raw material. The expression "stil
remai n" unanbi guously excl udes reactions of the B
conpounds in steps (iii) and (iv). The respondent's
assunption that this expression m ght have been used
I mproperly, ie w thout checking whether or not

I nt ermedi ate conversions occurred in steps (iv) and
(v), is not convincing since for Bi subcarbonate the
said expression is in any case correct in view of the
fact that the subcarbonate could not be forned again
during the heat treatnent step. For the preceding
reasons the Board considers that claim1l neets the
requirenents of Article 123(2) EPC. The anmendnents in
the description are also in conformty with this
article.

The anmendments in claim1 of this request satisfy the
provi sions of Article 123(3) EPC since the onmtted
feature concerning the insolubility of bisnmuth oxide
and/ or bisnmuth subcarbonate in the agueous system of
step (i) has been re-introduced in claim1l and the
scope of protection of anmended claim1 has noreover
been clearly restricted over that of granted claim1l by
the introduction of further features.

The process according to claim1l is newwth respect to
the cited prior art. Further considerations in this
respect are not necessary since this was not disputed.

D1 was considered by the parties and by the opposition
division to represent the closest prior art. The Board
can follow this approach taking into account that D1,
in contrast to D2, discloses a process in which bisnuth
oxide is used for the preparation of the catal yst
instead of bisnmuth nitrate. Fromthe two exanpl es of

D1, Exanple 2 is clearly the closest prior art since
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bi smuth oxide is used as the source of the Bi conponent
in the catal yst instead of bisnmuth nitrate or bisnuth
nol ybdate. The reasons given in the decision appeal ed
for choosing Exanple 1 cannot be foll owed by the Board
since, as pointed out by the appellant, it is inplicit
to the skilled person that the catal yst of Exanple 2

al so contains Bi nolybdate as an active conponent.

Exanple 2 of D1 discloses a process for the preparation
of a catal yst having the conposition

Mb,,Co; goF€, soNi 5 15Bi o 6O, and contai ning 50 wt % Si O, as
the support. Fe, Ni and Co nol ybdates are prepared and
separated fromtheir respective preparation sol utions
by filtration through the sane filter. After washing,
the precipitates are slurried with water and bi snuth
oxide is added to the slurry as well as a silica sol.
The slurry is thoroughly m xed and then spray-dried.
Calcination is perfornmed at 750°C for one hour (see
pages 17 and 18 of D1, typed page nunbers at the bottom
of the pages).

Starting fromthis closest prior art, the technica
probl em underlying the cl ai mned process can be seen in
the provision of a process for preparing a catalyst
havi ng an i nproved performance, ie an inproved activity
and selectivity, in the vapour phase oxidation of

propyl ene to acrol ein.

It is proposed that this problem be solved by the
process as defined in claiml1, which differs fromthe
process according to Exanple 2 of D1 by (a) the

catal yst conposition, (b) the presence of an excess of
nol ybdenum conpound in step (i) with respect to the
anount of nol ybdenumrequired for form ng the nol ybdate
salts of Fe, Co, and NI and the conposite oxides of the
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ot her conpounds, (c) the calcination tenperature of 450
to 600°C and (d) the heat treatnent of step (v).

Concerning the test report D4 filed at the appea

stage, the appellant submtted that conparative
Exanple 3 of the test report was a reproduction of
Exanple 2 of Dl. However, in conparative Exanple 3 the
slurry was not dried by spray-drying as in Exanple 2 of
D2 but dried by heating and fornmed into pellets. The
appel l ant has argued in this respect that both oven-
dryi ng and spray-drying were disclosed as alternative
methods in D1, and that D1 did not teach that the
activity of the catalyst woul d depend on the type of
dryi ng nethod. Therefore, according to the appellant,
the use of oven-drying instead of spray-drying was not
supposed to have a significant influence on the
catalytic activity and this was consistent with the
fact that the catal ytic conponent bisnuth nol ybdate was
only forned in the subsequent cal cination step. These
argunments were not contested by the respondent. In

t hese circunstances and in the absence of evidence to
the contrary, the Board can accept that this difference
woul d not have a significant influence on the
performance of the catal yst and that conparative
Exanple 3 is representative of the process disclosed in
Exanple 2 of D1. A conparison of conparative Exanple 3
wWith the catal yst prepared by the clai ned process (see
experinment called "enbodi nental experinent 1") shows
that the catal yst prepared according to the clai ned
process has a considerably higher activity than that of
conparative Exanple 3 and its selectivity for acrolein
is also higher. Furthernore, it can be inferred from
conparative experinent 3 and conparative experinent 4,
which only differ fromeach other by the cal cination
tenperatures (750°C and 500°C), that not only the
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conposition of the catal yst but also the calcination
tenperature has a substantial influence on the
performance of the catalyst. In view of this test
report and in the absence of evidence to the contrary,
it is credible that the technical problem has actually
been sol ved by the clainmed process. This was not

di sputed by the respondent.

Concerning the calcination tenperature, D1 discloses
that calcination is perforned at a tenperature higher
than 450°C, preferably 500 to 650°C. In Exanple 1 where
t he nol ybdates of Ni, Co, Fe and Bi are first forned
separately, then m xed, separated fromthe preparation
solutions by filtration, washed, slurried in water,
spray-dried and cal cined, calcination is carried out at
550°C. In the less preferred Exanple 2, bisnmuth is not
added to the slurry of filtered nolybdates of Ni, Co
and Fe as bisnuth nol ybdate but as bisnmuth oxide. In
this case, the spray-dried mxture is calcined at 750°C
for one hour (see page 7, lines 14 to 18; page 10, | ast
par agr aph; Exanples 1 and 2). As pointed out by the
appel l ant, the skilled person woul d have recogni sed in
view of this teaching that the higher cal cination
tenperature in Exanple 2 was not selected arbitrarily
but in order to formthe desired catalytically active
bi smut h nol ybdate. As expl ai ned by the appellant, there
is no extra source of nolybdenum whi ch woul d provide M
in a formwhich can be easily reacted with bisnuth
oxide in Exanple 2 of Dl1. Therefore, it is required
that Bi-nol ybdate is forned through an exchange
reaction of Bi oxide with Fe nol ybdate, Co nol ybdate
and/ or Ni nol ybdate. This can be achieved only with a

| arge anount of energy, such as at a tenperature of
750°C as used in Exanple 2. Otherw se, the

catal ytically active Bi nolybdate is not forned to a
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significant extent. Therefore, the skilled person would
have expected that when Bi oxide is used as the source
of the Bi conponent the | ower range of tenperatures

di scl osed in D1 woul d not be suitable for obtaining a
cat al yst having a higher performance than the catal yst
of Exanple 2. Therefore, the teaching of D1 woul d not
have encouraged the skilled person to conbine the
catal yst process of Exanple 2 of D1 with the | ower

cal cination tenperatures disclosed in Exanple 1 or at
page 10 in order to solve the technical problemstated
above.

Furthernore, in order to achieve a catal yst exhibiting
I nproved activity and selectivity over the catal yst of
Exanple 2 of D1, it is also necessary that an excess of
nol ybdenumis used in step (i) of the clained process
so as to provide a source of M which can easily react
Wth the bismuth oxide in the final calcination step at
a tenperature of 450 to 600°C. There is no suggestion
in DL to use an excess of nolybdenum as defined in step
(i) of claim1 in conbination with the said range of
calcination tenperature in order to obtain a catalyst
havi ng an i nproved performnce.

D2 di scl oses catal ysts having a conposition falling
within the clained ranges (see catalysts (5), (6), (7)
and (8) on page 10). It teaches that the catal ysts can
be prepared by the conventional nethods. A list of
conmpounds whi ch can be used as sources of the catalyst
conponents is given on page 7, nanely nitrates,
carbonates, carboxyl ates of carboxylic acids such as
form ates or acetates, or polyacids or salts thereof.
According to D2 an oxide can also be used directly, for
exanple siliceous earth (see page 7, lines 14 to 22).
However, neither bisnmuth oxide nor bisnmuth subcarbonate
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is mentioned, and in all the exanples of D2 bisnuth
nitrate is used as the source of the catalyst

conponent. D3 discloses that bisnmuth can be introduced
into the catalyst in the formof its oxide or any salt
which | eads to the oxide by calcination. D3 further
teaches that the water-soluble salts which are easily
di spersible in the catalysts and form stabl e oxi des by
calcination are nost preferred, the nost preferred salt
for the introduction of Bi being Bi nitrate (see colum
5 lines 6 to 13). In all 22 exanples of D3, bisnmuth
nitrate is used as the source of the bisnmuth conponent
in the catalyst. Neither D2 nor D3 contains information
whi ch woul d have given the skilled person an incentive
to decrease the calcination tenperature disclosed in
Exanple 2 of D1 when Bi oxide is used as the source of
the bi smuth conmponent and to use an excess of

nol ybdenum as defined in step (i) of claim1 in order
to achi eve a catal yst having a higher perfornmance.

It follows fromthe above that the process according to
claim1 of the auxiliary request neets the requirenent
of inventive step set out in Articles 52(1) and 56 EPC

According to Rule 67 EPC the rei nbursenent of the
appeal fee shall be ordered where the Board deens the
appeal to be allowable if such reinbursenent is

equi tabl e by reason of a substantial procedura
violation. In the present case, the appellant argued
that a substantial procedural violation had occurred
because the appellant's request for granting an
opportunity to present experinental evidence was
refused at the oral proceedi ngs before the opposition
di vision (on 25 June 1996) despite the unexpected
change of opinion of the opposition division as regards
the cl osest prior art.
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In its first conmunication, the opposition division has
i ndi cated that D1 was the nost relevant prior art and
that the subject-nmatter of anmended claim 1l appeared to
i nvol ve an inventive step. In the second comruni cati on,
the opposition division expressed the view that

Exanple 2 of DI was the closest prior art and asked the
patentee to state what technical problem had been
solved by the subject-matter of amended claim1 which
was not solved by the teaching of D1. In view of these
comruni cations, it is plausible that, for the ora
proceedi ngs before the opposition division, the
appel | ant had prepared hinself to defend the patent
starting fromExanple 2 of D1 as the closest prior art.
In these circunstances it is credible that the
opposition division's assessnent at the ora

proceedi ngs that Exanple 1 of D1 was the cl osest prior
art cane as a surprise to the representative who
represented the appellant at the oral proceedings
before the opposition division. However, there is
nothing in the mnutes of the oral proceedings, in the
deci si on under appeal or elsewhere in the file from
which it could be inferred that said representative had
requested an opportunity to present further

experi mental evidence for showi ng the superiority of
the catal yst prepared by the clainmed process with
respect to the catal yst of Exanple 1 of DI1.

Furthernore, although it would be expected that in such
a situation a request for correction of the mnutes of
the oral proceedings is submtted to the opposition
division after recei pt of these mnutes, such a request
was i ndeed never presented. The representative also did
not resort to the possibility of submtting a

decl aration from hinself or from another person who was
present at the oral proceedings with a viewto
attesting that the opportunity of filing further
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experinmental data had actually been requested, although
refund of the appeal fee had been requested in the
grounds of appeal on the basis of the then alleged
procedural violation. It was only at the ora
proceedi ngs before the Board on 30 January 2001 t hat
the representative representing the appellant at the
oral proceedings before the Board ("present
representative") filed a declaration that such an
opportunity had actually been requested at the ora
proceedi ngs on 25 June 1996. Said present
representative had attended the oral proceedi ngs before
t he opposition division with the previous
representative but had not represented the appellant in
t hese proceedi ngs. However, this declaration having
been made about four years and seven nonths after the
event, in the view of the Board, it cannot be excl uded
that is based nore on a re-reading of the content of
the statenent of grounds of appeal filed by the

previ ous representative on 6 Decenber 1996 rather than
on a reliable and precise nenory of the present
representative of what actually occurred at the ora
proceedi ngs on 25 June 1996. Al so taking into account
that the other possibilities indicated above (request
for correction and representative's declaration after
receipt of the mnutes or at |east together with the
grounds of appeal, in which a refund of the appeal fee
was requested) were not resorted to, the Board is not
sufficiently convinced that an opportunity to file
further experinental evidence was actually requested at
the oral proceedings before the opposition division.
Therefore, the Board considers that it is not

establi shed that a substantial procedural violation has
occurred and rei nbursenent of the appeal fee is thus
ref used.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent with claiml1l of auxiliary
request 1 filed on 20 June 2000 and the description
submtted as "Hilfsantrag 1" during the ora
pr oceedi ngs.

3. The rei nbursenent of the appeal fee is refused.
The Regi strar: The Chai r man:
S. Hue R Spangenberg
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