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Summary of Facts and Submn ssions

1485.D

The nention of the grant of European patent

No. 0 310 171, in respect of European patent
application No. 88 202 039.9, filed on 15 Septenber
1988 and claimng both a (B priority of 30 Septenber
1987 (GB 8722967) and a US priority of 30 March 1988
(US 175024) was announced on 1 Decenber 1993 (Bulletin
93/48). Caim1l read as foll ows:

"A process for producing thernoplastic polynmer fibres
by melt-spinning an alternating copol ynmer of an

ol efinically unsaturated conpound and car bon nonoxi de,
havi ng a nol ecul ar wei ght of at |east 2000,
characterized in that the copolyner is nelt-spun at a
tenperature of at least (T+20)°C ((T+20)K) and the
fibre is subsequently stretched at a tenperature of at
nmost (T-10)°C ((T-10)K), in which T is the crystalline
mel ting point of the polyner."

Clains 2 to 9 were dependent clains, directed to
el aborations of the process according to Caim1l.

Cl aim 10, an independent claim was worded as foll ows:

"Atyre conprising fibres characterized in that they
have been produced with a process as clainmed in any of
claims 1 to 9."

Notice of Opposition was filed on 1 Septenber 1994 on
the grounds of |ack of novelty and/or inventive step
and of insufficient disclosure (Articles 100(a) and
100(b) EPC). The opposition was supported inter alia by
the foll owi ng docunents:
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Dl: EP-A-0 213 671;

D2: EP-A-0 228 733;

D3: Encycl opedi a of Pol ynmer Science and Engi neeri ng;
2nd edition, Vol. 6: Fibers; J. Wley & Sons, New

Yor k, 1986, pages 648, 649;

D4: A Ziabicki,, "Fundanentals of Fibre Formation"
John Wley & Sons, London, 1976, pages 4 to 6;

D5: J.M Preston "Fibre Science", The Textile
Institute, Manchester, 1949, pages 69 to 73; and

D6: EP-A-0 121 965,
as well as the later filed, but adm tted docunents:
D7: Béla von Fal kai, "Synthesefasern”, Verlag Chenie

Wei nheim 1981, pages 14, 163, 165, 173, 174 and
191 to 193; and

D8 A. Ziabicki,, "Fundanentals of Fibre Formation"
John Wley & Sons, London, 1976, pages 427 and
429,

L1l By a decision dated 4 June 1996 and issued in witing
on 29 July 1996, the Opposition Division revoked the
patent. The deci sion was based on two sets of clains 1
to 9, formng a main and an auxiliary request,
respectively.

Caim1l of the main request differed fromclaim1l as

granted, by the addition, after the words, "crystalline
nmelting point of the polyner" at the end of the claim

1485.D Y A



1485.D

- 3 - T 0922/ 96

of the phrase, "to a stretching ratio of at |east 6:1".
Clains 2 and 3 corresponded to clains 2 and 3,
respectively, as granted. Cains 4 to 9 corresponded to
claims 5 to 10, respectively, as granted.

Caiml of the auxiliary request differed fromthat of
the main request only by the replacenent of "6:1" by
"7:1" in the stretching ratio. Cains 2 to 9
corresponded to clains 2 to 9, respectively, of the
mai n request.

A further set of clains, filed at the oral proceedings,
was di sregarded, since it had been filed after the
final date set according to Rule 71a(1l) EPC

According to the decision, claiml of the main request
contravened the provisions of Article 123(2) EPC, since
there had been no direct and unanbi guous di scl osure of
a stretching ratio of at least 6:1, let alone a generic
such discl osure.

In connection with the clains of the auxiliary request,
the technical problemsolved by claim1l was the

provi sion of a process for producing fibres of the type
di sclosed in D1 having a high tensile strength. It was
known from D4, however, that nelt-spinning was the

si npl est and nost econom cal nethod of fibre formation,
and that the main purpose of stretching was to inprove
the tensile strength. Furthernore, only routine
experinments woul d have been necessary to determne a
stretching rati o above which acceptabl e val ues of
tensile strength could be expected, and it was known
fromD7 that stretching rati os above the clained

m ni rum val ue of 7:1 were not unusual at the rel evant
priority date. Finally, it was self-evident to a person
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skilled in the art of fibre technology, that nelt-
spinning, to be possible at all, had to be perforned at
a tenperature above the crystalline nelting point, and
stretching, to permt an increase in the degree of

nol ecul ar orientation of the fibre, had to be perforned
at a tenperature below the nelting point, of the

pol ynmer. Consequently, and since the patent proprietor
had not submitted any evidence that the suitability of
fibres of the type disclosed in D1 had anything to do
With the specific requirenents made in claiml as to
nmet hod of formation, spinning tenperature, stretching
tenperature, stretching ratio, or nol ecul ar wei ght of
the copol yner, these appeared to be nothing nore than
an arbitrary concretisation of the prior art.

It was of no consequence that it m ght have been

I mpossible to arrive at the clainmed subject-matter in
an obvious way starting froma different state of the
art, say D7, since this would nerely inply that D1 was
a closer state of the art than D7.

Whilst it would not normally have been necessary, in
view of the above finding on inventive step, to decide
the issue under Article 100(b) EPC, the view was,
however, expressed, in spite of the contents of a
declaration by Dr. Gutnmann, according to which a
certain alternating ethyl ene-carbon nonoxi de copol yner
could not be nelt-spun, that the skilled person would
nevert hel ess have been able to carry out enbodi nents of
the subject-matter according to claiml1, which thus net
the requirenents of sufficiency of Article 83 EPC

As regards the set of clains filed at the ora
proceedi ngs, an abuse of procedure was seen in the
filing, after the final date fixed in accordance wth
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Rul e 71a(1) EPC, of a new independent claimwhich was
broader in scope than the broadest independent claim
previously on file, there being no | onger any
restriction as to stretching ratio, since no apparent
change in the subject of the proceedi ngs had been
occasi oned t hereby.

On 2 Cctober 1996, a Notice of Appeal against the above
decision was filed, the prescribed fee being paid on
t he sane day.

The Statenment of G ounds of Appeal, filed on 6 Decenber
1996, was acconpani ed by:

(1) a further set of clains 1 to 12 form ng a new
mai n request, as well as outlined indications, in
ternms of conbinations of clains according to the
mai n request, of a 1st, 2nd, 3rd and 4th
auxi |l iary request;

(ii) a test report consisting of additional Exanples A
and B; and

(iii) two further docunments which were referred to for
the first tine:

D11: J. Snook et al., "Is Hi gh-Mdul us Pol yam de-
6 Feasi bl e?", Enka b.v. Research Institute,
Arnhem NL; and

D12: CM Blowet al., "Rubber Technol ogy and
Manuf acture”, 2nd Edition, Butterworth
Scientific for the Plastics and Rubber
Institute 1982, page 537.
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Claim1l of the main request was identical with claiml
of the main request underlying the decision under
appeal .

| ndependent claim 3 read as foll ows:

"A process for producing thernoplastic polyner fibres
by melt-spinning an alternating copol ynmer of an

ol efinically unsaturated conpound and carbon nonoxi de,
which is an et hyl ene/ CO copol yner havi ng a nol ecul ar
wei ght of at |east 2000, in which process the copol yner
is nelt-spun at a tenperature of at |east (T+20)°C
((T+20)K) and the fibre is subsequently stretched at a
tenperature of at nost (T-10)°C ((T-10)K), in which T
is the crystalline nelting point of the polyner."

| ndependent claim 10 read as foll ows:

"A conposition conprising rubber and fibres
characterized in that the fibres have been produced
with a process for producing thernoplastic polyner
fibres by nelt-spinning an alternating copol yner of an
ol efinically unsaturated conpound and car bon nonoxi de,
havi ng a nol ecul ar wei ght of at |east 2000, in which
process the copolyner is nelt-spun at a tenperature of
at least (T+20)°C ((T+20)K) and the fibre is
subsequently stretched at a tenperature of at nost (T-
10)°C ((T-10)K), in which T is the crystalline nelting
poi nt of the polymer.".

| ndependent claim 12 read as foll ows:
"Atyre conprising fibres characterized in that the

fi bres have been produced with a process for producing
t hernopl astic polyner fibres by nelt-spinning an
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al ternating copolyner of an olefinically unsaturated
conpound and car bon nonoxi de, havi ng a nol ecul ar wei ght
of at least 2000, in which process the copolyner is
melt-spun at a tenperature of at |east (T+20)°C
((T+20)K) and the fibre is subsequently stretched at a
tenperature of at nost (T-10)°C ((T-10)K), in which T
is the crystalline nelting point of the polyner."

Dependent clainms 2, 4 and 5 to 9 were directed to the
features el aborated in clains 9, 4, and 5, 2, 3, 6 and
8, respectively, of the patent as granted, wth
anmendnent, where appropriate, of the dependenci es.
Dependent claim 11 was directed to a further

el aboration of the subject-matter defined in

I ndependent cl ai m 10.

The Appel |l ant (Patentee) argued in substance as
fol | ows:

(a) Rul e 71la EPC

The Qpposition Division had been wong to refuse
to admt the set of clains presented at the ora
proceedi ngs, since these differed fromthe
previously prevailing set only in containing a
new claim 3, which itself corresponded to claimS8
as granted. The clains had been filed in response
to a changed situation which had arisen fromthe
filing, by the Opponent, of the declaration of

Dr. Gutmann, just before the final date for
maki ng observations, which had prevented the new
clainms frombeing filed earlier.

(b)  Article 123(2) EPC
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The finding, in the decision under appeal, that
the lower limt stretching ratio of 6:1 in
claim1l conprised added subject-matter was w ong,
since various ranges of this ratio had originally
been di scl osed, fromwhich the ratio of 6:1
applied in Exanple 1 had been freely chosen.
There was no indication in the disclosure that
this ratio had been expressly chosen in
connection with the specific polyner of

Exanple 1. On the contrary, "Enclosure I" (a
graphi cal representation of tensile strength vs.
stretching ratio), filed with a subm ssion dated
1 February 1995, during opposition proceedi ngs,
confirmed that, for a certain polyner within the
scope of the patent in suit, a large variety of
stretching ratios could be chosen. Hence, a | ower
limt of "at least 6:1" did not conprise added
subject-matter in the sense of Article 123(2)

EPC

Article 56 EPC

Wi | st D1 disclosed that fibres could be nmade
froma copol yner of carbon nonoxi de, ethyl ene
and, as additional nononer, another olefinically
unsat ur at ed hydrocarbon, the additional nononer
was taught to be essential for an inproved
processability of the copolyner, there being no
mention of making fibres froman alternating

CO et hyl ene only copol yner. Furthernore, whilst a
mel t-spinning process for the illustrative
terpolyners was nmade avail able, a stretching step
was not. The distinguishing feature of a
stretching ratio of 6:1 in claim1 was, however,
not usual for polar polyners such as those
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according to the patent in suit, as was shown by
D7 and D8, which taught, for polyam des, a

maxi mum draw ratio of 6:1 and 4.79: 1,
respectively.

(ii) None of D3 to D5 gave hints as to the application
of a particular stretching ratio, and D2 and D6,
whi ch were nore renote, did not teach the
production of fibres having such ratios of at
| east 6: 1.

(iii) The effect of the clained process was that the
resulting fibres outperformed other thernoplastic
fibres in their tensile properties and their
adhesion to rubber. This was denonstrated by
Exanple 1 according to the patent in suit, the
additional data filed with the subm ssion of
1 February 1995, and additional Exanple A
acconpanyi ng the Statenent of G ounds of Appeal.
Such results could not have been expected from
reading D1. Neither did D2 to D8 give any
information in this respect.

(iv) Additional Exanple B acconpanying the Statenent
of Grounds of Appeal showed that the product of
the process applied to a CO et hyl ene copol yner
was a fibre with a high tensile strength and a
good adhesion to rubber. This was surprising in
the light of the teaching in Dl that problens of
nelt processing arose with such copol yners.

(v) In summary, the subject-matter according to the
mai n request involved an inventive step.

V. The Respondent (OQpponent) disagreed, in a subm ssion

1485.D Y A
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filed on 26 June 1997, with the argunents of the
Appel  ant, and in substance put forward the foll ow ng
count erargunent s:

(a) Late-filed clains

It had been correct to refuse the new set of
claims presented by the Appellant at the ora
proceedi ngs held on 4 June 1996, since the fina
date set for reply had passed. The subject of the
proceedi ngs had not been changed by the
declaration of Dr. Gutmann, which in any case had
al ready been comuni cated to the Appellant,
separately, by fax on 1 May 1996, i.e. before the
final date set for filing observations.

(b) Article 123 EPC

(1) Clains 10 and 11 bel onged to a new category which
had not been present in the patent in suit as
granted, and consequently contravened
Article 123(3) EPC

(ii) There was no basis for the reference, in claim1l,
to a stretching ratio of "at least 6:1". Firstly,
the ratio of "6:1" had itself only been
di scl osed, in Exanple 1, in relation to a
specific conposition of an alternating copol yner
of an olefinically unsaturated conpound and
carbon nonoxi de. Secondly, the rel evant
di scl osure only nade avail able a specific ratio
of 6:1, so there was no basis for the further
qualification "at least” in relation to 6: 1.

(iti1) The argunent of the Appellant, that the

1485.D Y A
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stretching ratios could be freely chosen had been
made in a letter filed after publication of the
patent in suit. Consequently, the interpretation
relied upon had been nade wi th hindsight.

It followed that CGains 2 to 5 and 9, which were
dependent on claim 1, also contravened
Article 123(2) EPC

Article 83 EPC

It had been shown, in the declaration of Dr.

GQut mann, that it was not possible to spin fibres
froma carbon nonoxi de/ et hene copol yner on the
basis of the information given in the patent in
suit. Consequently, the subject-nmatter of

clains 3 and 4, which were directed to this
variant, did not neet the relevant requirenents
of sufficiency of disclosure.

Article 54 EPC

The references in DL to the use of the polyners
for making fibres, and to use of the polyners in
the autonobile industry had to be understood as
nmeani ng that the fibres were used for reinforcing
tyres. To this extent, the subject-nmatter of
clains 10 to 12 | acked novelty.

Article 56 EPC

According to D1, fibres could be made from
copol yners of carbon nonoxi de, ethyl ene and,
optionally, another olefinically unsaturated
nmononer, using nelt-spinning techniques. It had,
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furthernore, been admitted by the Appellant, that
the skilled person would draw a polyner fibre in
order to increase its tensile strength. There was
t herefore no doubt that the skilled person woul d
stretch the fibres according to D1 wth a view
to, and in the expectation of, obtaining fibres
with a (very) high strength. Consequently, the
only feature by which claim 1l was distinguished
fromDl was the stretching ratio of at |east 6:1.
It was evident from D7, however, and al so D11
cited by the Appellant, that draw ratios of 7:1
were known. By interpolation fromthe inter-chain
cohesi ve energy/ maxi mumdraw ratio data, given in
D11, relating to pol yoxynethylene (10 500

kJ/ nol e/ 35: 1) and pol yvi nyl al cohol (33 500

kJ/ mol e/ 25: 1), and using a calculated inter-chain
cohesive energy for the clainmed polyners of 20-30
kJ/ nole, furthernore, a maxi num stretching ratio
of between 25 and 35 woul d have been expected by
the skilled person. Thus, it was obvious to
stretch the obtained fibre at a stretching ratio
of 6:1, and the subject-matter of claimdid not

i nvol ve an inventive step. Simlar considerations
applied to the subject-matter of clainms 10 and
12.

Wth a letter filed on 14 Septenber 1998, the
Respondent withdrew its opposition entirely.

The Board raised objection, inter alia under

Article 123(2), 123(3) EPC and Rule 57a EPC, to

clainms 10 and 11 of the main request, which belonged to
a new category, were not present in the patent as
granted, and were not clearly occasioned by the

rel evant grounds for opposition. Objection was
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furthernore raised, under Article 123(2) EPC, to the
restriction, inclaiml, to "a stretching ratio of at

| east 6:1", in particular insofar as the association of
this value with the various features presented in the
rel evant dependent clains resulted in the disclosure of
new conbi nati ons not disclosed in the docunents of the
application as originally filed (tel ephone m nute dated
20 Decenber 2000; annex to sunmmons to oral proceedings,
i ssued on 7 February 2001).

Wth a letter of response, dated 23 March 2001, the
Appel l ant withdrew the auxiliary requests nentioned in
the Statenent of Grounds of Appeal and requested the
deletion of clains 2 to 11 of the nmain request. At the
sane tinme, the Appellant infornmed the EPO that it woul d
not be attending the oral proceedi ngs, schedul ed for

10 May 2001.

In a further tel ephone conversation with the Rapporteur
of the Board, dated 26 April 2001, the Appellant was
notified, with regard to the new restricted request
filed with the letter dated 23 March 2001, that the
presence, in the description, of the counterparts of
the (del eted) sub-clains nmeant that the problemarising
in respect of Article 123(2) EPC and referred to in the
previ ous conmmuni cation of the Board could not be
regarded as net.

Wth a letter dated 26 April 2001, received by fax on
27 April 2001, the Appellant filed three new sets of

clains formng a main request and a first and second

auxiliary request, respectively, and re-iterated its

intention of not attending the oral proceedings.
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(1) The main request consisted of a set of clains 1
to 9, the wording of claiml1 of which differed
fromthat of claim1l as granted (section |
above) only by the addition, after the words,
"crystalline nelting point of the polyner" at the
end of the claim of the phrase, "to a stretching
ratio of at |east 3:1".

Clainms 2 and 3 corresponded to clains 2 and 3,
respectively, as granted.

Claim4, a dependent claim read as follows:

“"A process as clained in any of clains 1 to 3, in
which the stretching ratio is at |east 6:1".

Clainms 5to 9 correspond to clains 5 to 9,
respectively, as granted.

(ii) The first auxiliary request differed fromthe
mai n request only in that words "the stretching
ratio is at least 6:1" in claim4 were repl aced
by "the stretching ratio is 6:1".

(iii) The second auxiliary request was a set of
claims 1 to 8 These clains differed fromthose
of the main and first auxiliary requests only in
that claim4 of these requests had been del et ed,
and clainms 5 to 9 renunbered as clains 4 to 8,
respectively.

Xl . The Appel |l ant requested that the decision under appea
be set aside, and the patent in suit naintained on the
basis of clains 1 to 9 of the nain request, or, in the
alternative, on the basis of clains 1 to 9 of the first

1485.D Y A
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auxiliary request, or on the basis of clains 1 to 8 of
the second auxiliary request, all filed on 27 Apri
2001.

Reasons for the Decision

1

A (ma

2.1

2.2

2.3

1485.D

The appeal is adm ssible.

Adm ssi bility of anmendnents

n and first auxiliary requests)

Caim1l of each of the above requests differs from
claiml as granted in that it specifies a particular
stretching ratio, nanely a ratio of at least 3:1. The
basis for this anmendnent is to be found in dependent
claim4 of the application as originally filed and of
the patent in suit as granted. The anendnent is
consequent |y adm ssible under Article 123(2) EPC
Furthernore, since this anmendnent al so has the effect
of restricting the scope of the claimconpared with
that of claiml1l as granted, it also neets the

requi renents of Article 123(3) EPC

Clains 2 and 3 correspond to clains 2 and 3,
respectively of the application as originally filed and
of the patent in suit as granted. No objection to them
arises under Article 123 EPC

Dependent claim4, however, differs fromclaim4 as
granted in that the stretching ratio of at |least 3:1
(now incorporated in claim1) has been replaced by the
different stretching ratio of "at |least 6:1" (main
request) and by the stretching ratio of "6:1" (first
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auxiliary request), respectively. This corresponds to
the limtation found, in the decision under appeal, to
contravene the provisions of Article 123(2) EPC
(section 11, above).

It has not been disputed that there is no explicit
basis, in the clains, or in the description relating
directly to the whole generality of the clained
subject-matter, as originally filed, for the selection
of a stretching ratio characterised by the nunerica
value of 6:1. On the contrary, the only ratios referred
toin this degree of generality are "at least 3:1", "at
| east 7:1" and "at nost 15:1" (application as
originally filed, page 2, lines 16 to 18 and cl ai ns 4,
5; patent in suit as granted, page 2, lines 27 to 28;
and clainms 4, 5). The alleged basis for the amendnent
Is the reference to a stretching ratio of 6:1 in
Exanpl e 1. Consequently, the question of allowability
of this anmendnent boils down to the allowability of
introducing a limt to a range from an exanpl e.

In answering this question, it is relevant to consider
the principles set out in the "Lead Al oys" decision

T 201/83 (QJ EPO 1984, 481). According to the latter
"Amendnent of a concentration range in a claimfor a

m xture, such as an alloy, is allowable on the basis of
a particular value described in a specific exanple,
provi ded the skilled man coul d have readily recogni sed
this value as not so closely associated with the other
features of the exanple as to determne the effect of

t hat enbodi nent of the invention as a whole in a unique
manner and to a significant degree" (Reasons for the
deci sion, point 12). Wilst the cited decision concerns
a particular value of a concentration range, the
situation is analogous to that in the present case,
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insofar as the relevant "stretching ratio"” is also a
conti nuous variable, the precise consequences (if any)
of which for the remaining variables exenplified are
not a priori self-evident.

It is true that claim1 of the application in suit as
filed did not explicitly link any of the preferred
stretching ratios to the value of another paraneter in
the process as clained, and to this extent supported
the position taken by the Appellant (section |IV(b),
above). Nevertheless, in Exanple 2 (there are only two
exanples in the patent in suit), it is stated that

" Copol yner of carbon nonoxi de, ethylene and propyl ene
of the sane batch as used in Exanple 1, is nelt-spun at
a range of tenperatures from?242 to 287°C (515 to 560
Ky, via a multi-hole spinneret, quenched with forced
air at a tenperature of 30+0.5°C, and stretched 5 to
10-fold." Thus, an increase in stretching ratio appears
to go hand in hand, in this context, with an increase
in melt-spinning tenperature. In other words, the
argunent of the Appellant, that the ratio of 6:1
applied in Exanple 1 had been freely chosen fromthe
various ranges originally disclosed is not

unequi vocal | y supported by the disclosure of the
application as originally filed. On the contrary, the
indication in Exanple 2 at |east points, if anything,
in the opposite direction.

Furthernore, whilst the graphical representation of
"Enclosure |" filed during opposition proceedings
(section I'V(b), above) denonstrates the possibility of
choosing a variety of stretching ratios only in
connection with one particular polyner falling wthing
the terns of the clains of the patent in suit, nanely a
terpol yner of carbon nonoxi de, ethylene, and specific
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proportion of propylene, this evidence is irrel evant,
firstly because it does not belong to the content of
the application as filed, and secondly because it in
any case does not denonstrate the validity of the rule
for the generality of the polyners covered.
Consequently, the evidence submtted does not support
the allowability of the anmendnent.

In the circunstances of the case T 201/83, however, the
specification in that case contained an explicit
statenent clearly indicating that the relevant My and
Ca concentrations were essentially not related to each
ot her (Reasons for the decision, points 5 and 6). A
correspondi ng such statenent that the stretching ratio
Is unrelated to the other relevant variables in the
process according to the patent in suit is, in
contrast, wholly lacking in the present case.

In summary, the subm ssions of the Appellant in
connection with the restriction of the stretching ratio
to a nunerical value of 6:1 are not such as to convince
the Board that the negative finding under

Article 123(2) EPC, in the decision under appeal, was
wong. On the contrary, the Board has serious doubts in
this respect as to the admssibility of the anendnents
sought .

Quite apart fromthe above, however, the questionable
restriction appears, in the case of both the main
request and the first auxiliary request, in a dependent
claim It cannot, therefore, in the considered opinion
of the Board, be regarded as being properly occasi oned
by the rel evant grounds of opposition. On the contrary,
it anbunts to an additional claimw thout an equival ent
in the patent in suit as granted. Consequently, the
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Board, in the exercise of its discretion, decides that
neither the main request nor the first auxiliary
request is adm ssible under Rule 57a EPC

B. (second auxiliary request)

2.4

2.5

2.6

1485.D

Claims 1 to 3 of this request are identical to the
corresponding clains of the main request and are
adm ssi ble for the reasons given (sections 2.1, 2.2,
above) .

Clainms 4 to 8 correspond to clains 5 to 9,
respectively, of the application as originally filed
and of the patent in suit as granted. No objection
arises to themunder Article 123 EPC.

In summary, the clains of the second auxiliary request
are adm ssi ble under Article 123 EPC. The consi deration
of the substantive issues of the case will therefore be
confined to the latter request.

Late-filed docunents (second auxiliary request)

Bot h docunents D11 and D12 were cited by the Appellant.
In particular, D11 was cited to corroborate argunents
concerning the significance of the stretching ratio,
and D12 to illustrate background know edge concerning
standards of neasurenent of adhesion of fibres to
rubber. Neither has been objected to by the Respondent.
On the contrary, the Respondent has based at | east one
count erargunment on the contents of D11 (section V(e),
above). On the other hand, the rubber adhesion test
referred to in D12 corresponds to general know edge,
the nature of which is not in dispute. Consequently,

t he Board has decided to introduce D11 into the
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proceedi ngs, pursuant to Article 114(1) EPC, but to
di sregard D12 pursuant to Article 114(2) EPC

The patent in suit (second auxiliary request);
sufficiency

The patent in suit relates generally to the production
of thernoplastic polyner fibres by nelt-spinning, and
their usefulness in tyres (page 2, lines 3 and 4).

The fibres are made of an alternating copol ymer of an
ol efinically unsaturated conpound and car bon nonoxi de,
havi ng a nol ecul ar wei ght of at |east 2 000, wherein
the nmelt-spinning and stretching of the fibre are

I mpl emented at certain critical tenperature conditions,
to produce fibres having an i nproved bal ance of

conbi ned tensile strength, flex nodulus and adhesion to
rubber, conpared wi th pol yam des, polyesters or

pol ypropyl ene (claim1 in conjunction with page 2,
lines 18 to 21).

The ground of lack of sufficiency (Article 100(b) EPC)
put forward by the Respondent during appeal was only
rai sed in respect of the enbodinent in which fibres are
to be spun from a copol yner of carbon nonoxi de and

et hyl ene al one. The argunments submitted in support of

it do not go beyond those already considered in the
opposition proceedi ngs. The issue of |ack of
sufficiency was, however, adequately dealt with, in the
Board's view, in the decision under appeal, which cane
to the conclusion that the requirenments of Article 83
EPC were net (Reasons for the decision, page 6 in
conjunction with the mnutes of the oral proceedings
hel d before the Opposition D vision, point 4). The
Board sees no reason to take a different view, and
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consequently finds that the provisions of Article 83
EPC are net.

The cl osest state of the art (second auxiliary request)

Al ternating copolyners of the kind referred to in the
patent in suit, whether the unsaturated conpound is
et hyl ene, or ethylene and another olefinically

unsat urated conpound, are known from D1, which was
considered in the decision under appeal, consistently
with the view of the Respondent, as representing the
cl osest state of the art.

According to D1, whilst high nolecul ar wei ght

al ternating copolyners containing only ethyl ene and

car bon nonoxi de had excel | ent nechani cal properties, in
particular very high strength, rigidity and i npact-

resi stance, they had not found any practical use, due
primarily to stability problens associated with their
hi gh nelting point of about 257°C. Processing, for
exanple by injection noulding, required a nolten state,
the material then being at a tenperature of about 25°C
above its nelting point, i.e. at a tenperature of above
280°C. It had been found that at such high
tenperatures, these polyners began to discol our and
deconpose, the processed polyners in addition show ng a
hi gh degree of gelling (colum 1, lines 24 to 40).

It was, however, possible to reduce the nelting point
to a value of between 150° and 245°C wi t hout serious
detrinent to the thermal stability of the polyners, by
including in the nononmer mxture to be polynerised, a
relatively small quantity of one or nore other

ol efinically unsaturated hydrocarbons with | ess than 20
carbon atons (A), for instance propene, butene-1 or
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octene-1. The resulting terpolyner thus contained units
with the formula -CO(GH,) - and with -CO (A)- units
occurring at random poi nts over the polyner chain
(colum 2, lines 11 to 34 and colum 3, lines 24, 35
and 45).

The above terpolyners had excell ent nechanica
properties, in particular a very high strength,
rigidity and inpact-resi stance. They could be processed
by neans of the usual techniques into filns, sheets,

pl ates, fibres, noul ded objects and the |ike. On
account of their superior properties, the polynmers were
suitable for many applications, such as in the

aut onobi l e i ndustry, for the manufacture of packagi ng
material for foods and drinks, as construction and
bui l ding material, for the manufacture of fibres,
filaments, yarns, cables and for a variety of
applications in the donestic sphere (colum 6, |ine 47
to colum 7, line 2).

According to the application exanple (Exanple 9),
whilst a plate forned by pressing, at 285°C for 15

m nutes, a carbon nonoxi de/ et hyl ene copol yner with a
mel ting point of 257°C showed conplete gelling (100%
and a very strong yellow discoloration, a plate
pressed, at 240°C for 15 mnutes, froma carbon
nonoxi de/ et hene/ propene terpol yner of nelting point
214°C showed no gelling (less than 0.5% and no

di scoloration (colum 11, lines 20 to 32).

The argunent of the Respondent, that the references to
the pol yners being processed into fibres, and to the
suitability of the polyners for applications in the
aut onobi l e industry together anounted to a disclosure
of the use of the fibres in tyres, is not convincing,
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for the foll ow ng reasons. There is no nmention of tyres
in D1, and no contextual |ink between fibres and uses
in the autonobile industry. Nor are the specified
properties of high strength, rigidity and i npact
resistance attributed to the polyners according to D1
necessarily indicative of an application in tyres
(colum 6, lines 49 to 50). On the contrary, such
properties would, if anything, indicate an application
in sonme other structural part, such as a panel. In
summary, there is no direct and unanbi guous discl osure
of such fibres being used in, or, therefore, suitable
for, tyres.

6. Novel ty (second auxiliary request)

No objection of lack of novelty was raised or pursued
in appeal, in respect of the subject-matter now
claimed. The subject-matter clained is thus held to be
novel .

7. I nventive step (second auxiliary request)

The patent in suit starts out fromthe problemthat
nmelt- spun fibres of |arge volune polynmers which can be
applied in the manufacture of car tyres, such as

pol yam des and pol yesters, as well as pol ypropyl ene,
have to be used in a fairly large quantity of fibre per
tyre relative to the anount of elastonmer. It is not
possible to reduce the anount of fibre per tyre w thout
adversely affecting the quality of the tyre to the
extent of making the tyre unsuitable for nost of its
mar ket applications. This penalty is mainly due to the
bal ance of properties of the aforesaid polyners, which
I's mainly governed by the conbination of tensile
strength, flex-nodulus and adhesion to rubber. O her

1485.D Y A
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thernoplastic fibres such as pol yaram de, or gel-spun
hi gh nol ecul ar wei ght pol yethyl ene are far too
expensive to be used in tyres (page 2, lines 5 to 14).

It is thus evident that, whilst D1 was chosen by both
the Respondent and the decision under appeal as the

cl osest prior art, the problemto which it related, of

| owering the tenperature necessary for nmelt processing
the rel evant polyners (section 5.1, above), is
conpletely different fromthat addressed by the patent
in suit. In this connection, the reference, in D1, to
the possibility of formng fibres does not nake
avai l abl e any individualised fibre (only pressed plates
are exenplified), nor, consequently, any intrinsic
properties of such a fibre, such as tensile strength,

fl ex nmodul us, etc., which could be regarded as inplying
a technical problemrelating to that addressed by the
patent in suit.

Thus, the technical problem addressed by the patent in
suit is not derivable fromthe disclosure of DI. On the
contrary, any simlarity between the disclosure of D1
and the subject-matter of the patent in suit is
restricted to the common technical features of the

chem cal structure of the polyner and the purely

noti onal description of a fibre as its shape.

Such a situation has been recogni sed and adj udi cated by
anot her Board in decision T 686/91 of 30 June 1994
(cited in "Case Law of the Boards of Appeal of the

Eur opean Patent O fice", 3rd edition 1998, |1.D. 3.1,
page 112 of the English version). In that decision, the
Board observed that, in the determ nation of the

cl osest state of the art, ex post facto considerations
shoul d be avoi ded. Therefore, a docunent not nentioning
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a technical problemthat is at least related to that
derivable fromthe patent specification, did not
normal ly qualify as a description of the closest state
of the art on the basis of which the inventive step was
to be assessed, regardless of the nunber of technica
features it mght have in comon with the subject-
matter of the patent concerned (Reasons for the

Deci si on, point 4).

The consequence of this finding in that case was that
the Board did not start out fromthe disclosure
canvassed by the parties as being the closest state of
the art, but rather returned to the statenment of
probl em di scl osed in the patent in suit itself.

Applying this approach in the present case, which would
be entirely consistent with the established case | aw of
t he Boards of Appeal of the EPO, that an objective
definition of the technical problemto be solved should
normal ly start fromthe technical problemactually
descri bed by the Applicant (cf. T 246/91 of

14 Septenber 1993, and T 495/91 of 20 July 1993, both
cited in "Case Law', supra, |.D. 4.1, page 115 of the
Engl i sh version) woul d, however, have the result that
no assessnent of inventive step follow ng the problem
and sol uti on approach could be carried out taking the
di scl osure of D1 as the starting point.

It follows that the clained subject-matter cannot be
obvi ous starting fromthe state of the art represented
by D1, since an assessnment of inventive step starting
fromsuch a "closest state of the art" disclosure,
which is irrelevant to the clained subject-matter in
the sense that it does not nention a problemthat is at
| east related to that derivable fromthe patent
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specification, falls outside the scope of the problem
and sol uti on approach.

In this connection, the technical problem objectively
arising fromsuch a "closest state of the art”

di scl osure has a formsuch that its solution can
practically never be obvious, because any attenpt by
the skilled person to establish a chain of

consi derations |l eading in an obvious way to the cl ai ned
subject-matter gets stuck at the start (T 644/97 of 22
April 1997, "EPO Board of Appeal Case Law in 1999",
Speci al edition of the QI EPO 2000, 21).

Nor would the skilled person be led to conbine with D1
a prior art disclosure nore directly relating to the
rel evant problemthan that of D1, say D7, since the
rel evance of such a disclosure would not be apparent
(T 325/93 of 11 Septenber 1997, cited in "Case Law'
supra, page 112 of the English version).

This conclusion is fully applicable, in the Board's
view, to the subject-matter of claim1l in the present
case.

Consequently, the finding, in the decision under
appeal, that according to D7 stretching ratios above
7:1 were not unusual at the relevant priority date
(section Ill, above) is irrelevant to the question of
i nventive step starting from D1.

In summary, the subject-matter clainmed is non-obvious
starting fromDl as cl osest state of the art.

Nor would the result have been different starting from
say, the disclosure of D7, canvassed as cl osest state
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of the art by the Appellant, since it has not been

di sputed in the decision under appeal, nor argued by
the Respondent in the appeal, that the clainmed subject-
matter is non-obvious starting fromthis art (Reasons
for the decision, page 5).

On the contrary, the technical problemevidently
arising fromthis nore rel evant disclosure, of
providing an inproved ITS. I M product (factor of

i nproved tensile strength x factor of inproved nodul us)
as well as a concomtant inproved adhesion to rubber
(which closely corresponds to that addressed by the
patent in suit), is credibly solved, for the range of
stretching ratios clained, by the fibres according to
the patent in suit, as evidenced by the exanples of the
| atter and supplenmentary Exanples A and B filed with
the Statenment of Grounds of Appeal. The effectiveness
of the fibres resulting fromthe cl ai ned process for
the applications envisaged has in any case not been

di sput ed.

There is, however, no disclosure or suggestion in D7 to
use the relevant alternating ethyl ene/carbon nonoxi de
copolynmers in this connection, nor any reference in D1
to the relevant properties, let alone a hint to an

i nproved perfornmance in such properties. The renaining
docunents in the proceedings are still nore renote from
the clainmed subject-matter. In other words, the

subj ect-matter clained does not arise in an obvi ous way
starting fromD7 as closest state of the art. It is to
be noted that this result is also valid regardl ess of
the precise stretching ratios disclosed in D7

(section 7.3.4, above).

Consequently, the subject-matter of the clains of the
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patent in suit involves an inventive step in the sense
of Article 56 EPC

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to maintain the patent on the basis of clains 1
to 8 according to the second auxiliary request

submtted on 27 April 2001, after any necessary
consequenti al anmendnent of the description.

The Regi strar: The Chai r man:

C. Eickhoff R. Teschenmacher
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