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Summary of Facts and Subm ssions

1769.D

The appeal s contest the decision of the Opposition
Division, dated 9 July 1996 and posted on 7 Cctober
1996, to reject the oppositions against the European
patent No. 0 277 098 which clainmed the priorities of
Italian utility nodel applications |IT-U 20563/87 dated
21 January 1987 and |1 T-U 21778/ 87 dated 11 June 1987.

| ndependent claim 1 of the patent has the follow ng
wor di ng:

"1. A frame-like gasket of elastomer material
particularly for cooking oven doors, formed of a
tubular profile (1) with inner |ongitudinal cavity (2)
and having a continuous, frontally protruding

peri pheral flange (4), with only one butt joint, if

any, and metal coupling inserts (5,6,8) being provided
for engagenent under stretch in associated hol es
(12,13) on an abutnent surface (14) of sheet iron, said
coupling inserts being |ocated at the inside of the
tubul ar profile (1) fromwhich they project outwardly,
partially through slots or holes (11)wi th protruding
portions (9,9'), characterized by the fact that said
slots (11) are obtained by renoval of material at the
rear portion of profile (1) and their size in a plane
orthogonal to the |ongitudinal axis of the tubular
profile (1) is greater than the corresponding size of
the protruding portion (9,9") of the nmetal insert
therein, whereby at |east one edge of said slot (11) is
out of contact with said protruding portion."

The oppositions of Opponents I, Il and Il were based
on the opposition grounds of |ack of novelty and

inventive step in view of a nunber of patent docunents
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and an alleged public prior use. A reference of
Qpponent 11 to problens of executing the invention,

whi ch coul d be subsunmed under Article 100(b) EPC, was
clarified in the oral proceedings before the first
instance as relating to the grounds of Article 100(a)
EPC (see page 6, fifth paragraph of the mnutes). After
expiry of the opposition period Opponent | raised an
obj ection based on Article 123(2) EPC which was,
however, not introduced into the proceedi ngs by the
OQpposition Division as being prima facie not founded.

L1l The notice of appeal was filed, concurrently with
paynent of the appeal fee, by Opponent | (hereinafter
Appellant 1) on 20 Novenber 1996 and by Opponent |1
(hereinafter Appellant I1) on 17 Decenber 1996. The
statenent of the grounds of appeal was submtted by
Appellant | on 5 February 1997 and by Appellant Il on
17 February 1997.

Enclosed with its statenment of the grounds of appeal
and during the witten appeal proceedi ngs Appellant |
submtted inter alia the follow ng further docunents
relating to an alleged further public prior use and to
t he question of whether the patent was entitled to the

clainmed priorities:

AP4: Drawi ng Nos. 144000855.00, 144000856. 00,
144000859, 144000860 and 144000863 of the firm
Merl oni El ettrodonmestici and copi es of invoices
Nos. 678, 1057, 1124, 1128, 1141, 1152, 1180
and 1220 of TAMBURINI G -EFFE s.p.a to MERLON
Elet.ci s.p.a

1769.D
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AP6: copy of the first page of a request pursuant to
Article 81 R D. 29 June 1939 (Italian Patent Law)
in infringenment proceedi ngs agai nst Appellant I,
| odged on 11 Cctober 1990 before the court of
Monza, together with an English translation (AP6")

AP7: Title page and first description page of Italian
pat ent No. 209842 referred to in AP6

AP13: Deci si on 1954/98 issued by the Court of Monza on
12 Septenber 1998 in the case Cal ogera DI BILIO
and GAT s.r.l. vs. POSA s.p.a and TAMBURIN d
EFFE s.r.|l., together with an English translation
of page 22, lines 20 to 24 (AP13")

The Respondent submitted, with its response to the
statenent of the grounds of appeal of Appellant |, a
declaration of Ms DI BILIO and an English translation
t hereof ("Declaration").

The appeal proceedi ngs were suspended as from

26 February 1999 on request of the Appellant | seeking
a judgenment before the civil court of Mlan that he is
entitled to the European patent under appeal, and were
resuned on 1 July 2002.

Oral proceedings were held on 25 June 2003 in the
absence of Appellant 1, who had inforned the Board
that he would not attend, and Opponent Il who did not
make any subm ssions during the Appeal proceedings.

Appel l ant | requests that the decision under appeal be
set aside and that the patent be revoked. Its argunents

can be sunmari zed as fol |l ows:
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The objection under Article 123(2) EPC was i ntroduced
wi thin the opposition period by stating, on page 1 of
the grounds of the notice of opposition, that the

di mensi onal characteristic, ie the fact that the
transverse dinension of the slot is greater than the
correspondi ng di nension of the protruding part, "is not
bound in any way to the scope set ... by the
application as filed", neaning that this characteristic
could not be derived fromthe application as fil ed.
This feature was taken fromthe draw ngs which

however, | acked a clear disclosure in this respect
because figures 1, 7 and 8 of the original application
showed the protruding portions to be in contact with
the edges of the slots. Since the dinensional relation
was crucial for the assessnent of novelty and inventive
step, the objection should be admtted even if it was
considered to be late-filed.

Regardi ng the issue of novelty enphasis was put on the
further prior use having occurred within the priority
interval. As proven by the various invoices included in
evi dence AP4, considerabl e nunbers of gaskets according
to the code nunbers 144000855 and 144000856 were sol d
in the period from9 July 1987 (invoice No. 678) to

18 Decenber 1987 (invoice No. 1220) from Appellant | to
MERLONI . The draw ngs having the above code nunbers
showed the conplete gasket with inserts placed in the
corners and included a table referring to detail

drawi ngs 140000863 and 140000862 for the netal inserts
in the corners and to detail draw ng 144000860 for the
el astic gasket. A cut-out slot having a wdth of 4 nm
was shown in the latter detail draw ng, whereas it was
derivable fromthe former two detail draw ngs that the
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metal inserts had a protruding portion with a thickness
of about 1mm Thus, the slot width was greater than the
correspondi ng di mensi on of the protruding portion such
that at | east one edge of the slot nust be out of
contact with the protruding portion when inserting the
nmetal insert into the gasket. This prior use was
acknow edged by the Respondent on page 7 of its letter
dated 1 July 1997

The prior use was novel ty-destroyi ng because the
clainmed priorities were invalid. Pursuant to

Article 87(1) EPC a valid priority may only be cl ai ned
by the person who filed the priority application or by
its successor in title, whereas the proprietor of the
patent claimng the priority, G AT s.r.l., was neither
the person who filed the priority applications

(Ms DI BILIO nor its successor in title. The

decl aration submtted by the Respondent was not a valid
assignment of the priority rights to the Respondent, as
in a transfer of an application, and was contradicted
by evi dence AP6 because Ms DI BILIO could not be the
owner of Italian patent No. 209842 derived fromthe
priority application No. 20563 B/ 87, as stated in AP6,
if she had assigned all rights to QAT s.r.|. three
years before. This mssing link was also noted in the
deci sion of the Law Court of Monza in 1998 (page 22,
lines 20 to 24 of evidence APl13).

Appel lant Il had argued, in witing, that the subject-
matter of claim1l was obvious in view of the patent
docunents. This argunment need not be recorded in detai
because, as will be evident fromthe reasons of the
decision, it was not relevant for the decision.
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The Respondent requested that the appeals be di sm ssed
and replied to the argunents of Appellant | essentially
as follows:

Since the statenment nmade by Appellant | on page 1 of
its statenent of the grounds of the notice of

opposi tion woul d not be understood as referring to
added subject-matter this objection was a fresh ground
of opposition which could have been admtted into the
proceedings only if it was prima facie evident that the
di mensi onal characteristic was not derivable fromthe
application as filed. The opposition division was
correct in denying it because this characteristic was
clearly disclosed, for the enbodi ment of figures 1 to
6, in the detailed figures 3 and 4 whereas the

enbodi ment of figures 7 and 8 was deleted in the

pat ent .

Concerning the further prior use the Appellant failed
to provide a proof beyond any doubt because neither the
di rensional relation between the slot width and the
projecting portions, as clainmed in claim1, nor the
manner of manufacturing the slots could be derived from
the drawi ngs referred to in the invoices of

Appel lant 1. Furthernore, it gave rise to doubts that

t he drawi ngs No. 144000859 and 144000860 for the
profile dated 27/11/86 carry an earlier nodification
date of 8/10/86. The sales from Appellant | to MERLONI
menti oned on page 7 of the letter dated 1 July 1997 did
not necessarily concern the gasket shown in these

drawi ngs in conbination with the inserts shown in

drawi ngs No. 144000861, 144000862 and 144000863. |If
this was true they occurred in breach of the
confidentiality agreed between the parties, being due
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to an evident abuse in relation to the Respondent, and
could not, therefore, be taken into account as prior
art pursuant to Article 55(1) EPC

The EPC did not define any requirenments for proving the
succession in title for the priority rights; therefore
a party applying for a European patent cannot be

subj ected to any burden in addition to those
established in the Convention. According to Italian | aw
a formal assignnment of the priority right was not

conpul sory and an oral agreenent would be equally
valid. Thus, the declaration of Ms DI BILIO was nore
than sufficient to prove the validity of the
priorities. There was no conflict with the later
request in the infringenment proceedings (AP6) because
the Italian law allowed Ms DI BILIOto remain the

regi stered owner even if she had actually assigned al
rights to the Respondent, and only the registered owner
was allowed to file the request pursuant to Article 81
of the Italian patent |aw. Moreover, a transfer of the
priority rights could even be effected separately from
the transfer of an application or patent.

Reasons for the Deci sion

1769.D

The appeal s neet the requirenents of Rule 65(1) EPC and
are, therefore, adm ssible.

bj ection of added subject-nmatter
Wth letter of 11 May 1994 Appellant | raised the

objection that the feature of claim1 defining the
di nensi onal relation between the size of the slot in a
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pl ane transversely to the | ongitudinal axis of the
tubul ar profile and the correspondi ng size of the
protrudi ng portion of the nmetal insert therein had no
basis in the application as filed, whereby the
application contained subject-matter extendi ng beyond
the contents of the application as filed. Since the

ni ne-mont h opposition period beginning with the date of
publication of the grant of the patent, 29 April 1992,
ended on 29 January 1993, this objection was nade after
expiry of the opposition period. The Opposition

Di vi sion exercised its discretion given by

Article 114(2) EPC to disregard this objection as being
prima facie unfounded.

2.2 Appel l ant | argues that an objection under
Article 123(2) EPC was introduced within the opposition
period by alleging, on page 1 of the grounds for the
notice of opposition, that the di nmensional
characteristic, i.e. the fact that the transverse
di mension of the slot is greater than the correspondi ng
di rension of the protruding part, "is not bound in any
way to the scope set ... by the application as filed",
meani ng that this characteristic could not be derived
fromthe application as filed. This argunment is not
convincing. In fact, it is not readily evident what is
meant by saying that a feature "is bound ... to the
scope..". Referring, therefore, to the context of this
statenment whi ch concerns an allegedly m ssing technical
effect and a definition of the invention in structural
terms in a chapter headed "Contents of the opposed
patent”, one would conclude that this structural
feature, having no technical effect, should be
considered as irrelevant or superfluous. There is no

room for any speculation as to what other neaning this

1769.D
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statenment m ght have. In fact, the main object of the
statenment of the grounds of the notice of opposition
according to Rule 55(c) EPC to define the | egal and
factual framework of the opposition (see G 9/91 and

G 10/91, Q) 1993, 408 and 420) could not be achieved if
it was left to the Proprietor of the patent and to the
Qpposition Division to guess or specul ate what

obj ections the Opponent m ght have had in m nd.

Consequently, there was no indication that an objection
relating to the opposition ground of added subject-
matter (Article 100(c) EPC) was rai sed before the end
of the opposition period, and it will therefore have to
be determ ned whether the Qpposition Division exercised
its discretion according to the right principles when
deciding not to admt this late-filed ground into the
pr oceedi ngs.

It follows fromthe substantial body of case | aw

devel oped with regard to this question (see "Case Law',
4t h edition, pages 327 to 332) that an essenti al
condition to be net is whether the | ate subm ssion was
rel evant or not. The Opposition Division considered
this condition in points 5 and 5.1 of the decision
under appeal, referring to the disclosure in original
figures 1 to 8, and cane to the conclusion that it was
not net. Since the failure to neet an essenti al
condition is sufficient to preclude adm ssion of the

| ate submi ssion into the proceedi ngs, the Board cannot
see any incorrect application of the discretion.

Appel lant | did not dispute these formal considerations
but argued that the conclusion of the Opposition
Di vi sion was based on an erroneous judgenent on the
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di scl osure of the crucial dinensional relationship

bet ween the size of the slots and the correspondi ng
size of the protruding portion in the figures of the
original application, mainly because figures 1, 7 and 8
of the original application showed the protruding
portions to be in contact with the edges of the slots.
This argunment nust fail for the reason alone that it is
not the function of a board of appeal to review all the
facts and circunstances of the case as if it were in

t he place of the Opposition Division and to decide

whet her or not it would have exercised such discretion
in the sane way as the Opposition Division (see
Decisions T 640/91 in QJ 1994, 918, section 6.3 of the
reasons, and T 986/93 in QJ 1996, 215, sections 2.1

to 2.5 of the reasons). It is noted, however, that the
di mensional relation as clainmed in claiml seens to be
clearly and unanbi guously derivable fromthe enl arged
views depicted in figures 3 and 4 of the application as
filed, showing, at |east on one side, a |lateral spacing
bet ween the protruding portions of the insert and the

| ongi tudi nal Iy extendi ng edges of the slot. The

j udgenent of the Qpposition Division in this respect

was, therefore, not erroneous.

Hence, the ground of opposition under Article 100(c)
EPC is not introduced into the proceedings.

Priority

Pursuant to Article 87(1) EPC a person who has duly
filed in or for any state party to the Paris Convention
for the Protection of Industrial Property, an
application for a patent or for the representation of a
utility nodel or..., or his successors intitle, shal
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enjoy, for the purpose of filing a European patent
application in respect of the sane invention, a right
of priority during a period of twelve nonths fromthe
date of filing of the first application.

Fromthe wording of this provision it is clear that the
right to claimpriority belongs to the applicant or his

successors in title.

In the case under consideration the European patent
application resulting in the patent in suit and the two
Italian utility nodel applications fromwhich priority
is clained were filed by different persons as can be
seen fromthe European patent application in suit and
the priority docunents. Hence the question of

succession in title arises.

In contrast to what is alleged by the respondent the
succession in title must be proven to the satisfaction
of the board. It is a general principal of procedural

| aw that any party claimng a right nust be able to
show that it is entitled to that right (see decision

J 19/87). It is true that this question is to be

answered in accordance with national | aw.

The respondent on the one hand alleged that the
applicant of the two Italian utility nodel
applications, Ms DI BILIO had assigned these
applications in 1987 to the respondent and filed a
declaration of Ms DI BILIO dated 27 April 1988 nade
before a notary public in which she confirmed this
al | egati on.
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On the other hand it follows from docunment AP6, filed
by Appellant |, that three years later the Court of
Monza held Ms DI BILIOto be the owner of the Italian
patent No. 209842 which, according to docunent AP7, is
based on the Italian utility nodel application

No. 20563B/ 87, nanely the first priority docunent.

So the board is confronted with two pieces of evidence
whi ch woul d appear to be nutually exclusive. The

expl anation of the respondent that, according to
Italian law, Ms DI BILIO wuld remain the registered
owner even after assignment of all the rights is

nei ther confirmed by docunent AP6 where the Court of
Monza does not distinguish between "registered owner"
and any ot her owner, nor by docunent AP13 (AP13') where
the sane court, in contrast to the respondent’s

all egation, points to the fact that there was not any
evi dence of the relationship which would |ink

Ms DI BILIOto the different owner of the European
pat ent G AT.

The docunents AP6 together with AP7 and AP13 wei gh too
heavily to be left aside with regard to the declaration
of Ms DI BILIO Therefore, the Board cones to the
conclusion that the respondent has failed to prove that
it is the successor in title of the two Italian utility
nodel applications fromwhich it clains priority and
which were filed by Ms D BILI O Consequently no
priority rights exist for the patent in suit.
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4. Further prior use

4.1 As a consequence of the lack of priority rights, the
state of the art will conprise anything nade avail abl e
to the public before the filing date of 20 January 1988
(Articles 89 and 54(2) EPC).

4.2 Appel l ant | argues that an alleged prior use occurred
before the filing date by its, Appellant's I, sale of
gaskets to MERLONI, as proven by evidence AP4 incl uding

various invoices and the draw ngs nentioned therein.

4.3 According to these invoices "Guarn Sil Marr C 072 4"
and "GQuarn Sil Gigio C 072" were sold in quantities
of 180 (invoice 678) to 2000 (invoice 1220) from
Appellant | to MERLONI Elet.ci s.p.a. between 9 July
1987 (invoice 678) and 18 Decenber 1987 (invoice 1220).
Qovi ously, the description "Guarn" is an abbreviation
for "guarnizione" which is the italian word for gasket.
This is confirmed by the reference, in the description
of the gasket on the invoices, to "Cd 144000855" for a
4-si ded gasket and "Cd 144000856" for a 3-sided gasket,
t he nunbers being witten in the field "Codice" as
drawi ng nunmbers on correspondi ng draw ngs included in
AP4 for 4-sided ("Nuova CGuarnizione p.f. 4 Lati
Compl eta"”) and 3-sided ("Nuova Guarni zione p.f. 3 Lati
Conmpl eta") gaskets. On the basis of this evidence it
can, therefore, be concluded that gaskets as shown in
t he draw ngs Nos. 144000855 and 144000856 have been
sold by Appellant | to MERLONI before the filing date
of the patent in suit.

1769.D
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The Respondent alleges that the details of the gasket,
in particular the inserts, the slots in the profile and
the relation of the size of the protruding portion of
the inserts to the size of the slots in the profile, as
claimed in claiml1l of the patent in suit, cannot be
derived fromthe drawi ngs. This argunent does not take
due account of the tables included at the bottom center
of the draw ngs, the tables referring to positions 1, 2
and 3 marked in the draw ng.

Position 1 marks the gasket itself, ie the elastic
profile, and the tables contain the correspondi ng
reference to "Nuova Guarni zi one" having code or draw ng
Nos. 14400085901 and 14400086001. The correspondi ng
draw ngs nunbers 144000859 and 144000860 (the first

nodi fication expressed by the mssing digits "01" is
mentioned as "Modificate dinensioni..." in the text
field of the drawings) included in AP4 show the elastic
profiles having either two (for the 3-sided gasket" or
three (for the 4-sided gasket) slots ("asola") where
the material of the profile is renoved, the slots
having a |l ength of 10 mmand a width of 4 nm (derivable
fromthe radius of 2 nmfor the rounded ends). The
4-sided gasket is forned of a single piece of the
tubul ar profile shown in the cross-sectional view A-A
of drawi ng No. 144000859 (it is evident that this
drawi ng of the 4-sided gasket, rather than draw ng
144000860 of the 3-sided gasket, is neant in the table
of draw ng 144000855 show ng the 4-sided gasket),
havi ng an inner |ongitudinal cavity and a frontally
protrudi ng peripheral flange, by bending the profile at
the corners (positions 2 and 3) and connecting the ends
at the lower left corner of draw ng 144000855 mar ked as

joint ("Punto di giunzione della guarnizione").
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Position 3 marks corners of the gaskets and the tables
contain the corresponding reference to "l nnesto Metal
per Fis. Guarnizione" having code or draw ng No.
14000086300. A netallic insert for nounting the gasket
is shown on correspondi ng drawi ng No. 140000863.00. It
is made of sheet netal having a thickness of 1 nm and
the protruding portion is forned of a tongue of the
insert which is bent to project 7 mmfromthe plane of
the insert. The width of the protruding portion is 2 nm
and its thickness corresponds to that of the sheet
netal, ie 1 mm

The Respondent has pointed out that the slots are not
shown in the cross-section views A-A on

figures 144000859 and 144000860 and that, therefore,

t heir exact shape and position cannot be determ ned. It
shoul d, however, be borne in mnd that the inserts are
said to be, on draw ngs 144000855, 144000856 and
140000863, for nounting the gasket ("per fissaggio
guarni zi one") at the corner positions shown in draw ngs
144000859 and 144000860, wherefromit can be concl uded
that the slots are forned in the rear portion of the
gasket opposite to the front side having a projecting
fl ange, and that the protruding portions of the insert
extend through the corresponding slots for nounting the
gasket when positioning the inserts as shown in figures
144000855 and 144000856. In this nounting position the
size of the inserts in a plane transverse to the

| ongi tudi nal axis of the tubular profile corresponds to
its thickness, ie 1 mm which is less than the
correspondi ng size of the slot, which is the wi dth of

4 mm whereby at | east one edge of the slot will be out
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of contact with the protruding portions, as defined in
claiml of the patent under appeal.

A further argunent of the Respondent refers to an

al | eged i nconsi stency between the drawi ng date and the
nodi fication date on draw ngs 144000859 and 144000860.
This argunment is, however, not convincing because the
nodi fication date on these drawings is 27 Novenber 1986
which is after the drawi ng date of 8 Cctober 1986. The
extensi on nunber "01" used in the tables of draw ngs
144000855 and 144000856 obviously refers to this first
nodi fi cati on.

The Board has, therefore, no doubts that the sale of
Appel lant I to MERLONI concerned gaskets as defined in
claim1l of the patent in suit.

The invoices of Appellant | include, in addition to the
description of the sold gaskets, the quantity
("quantita") and price ("prezzo") of each gasket sold
as well as the total sumto be paid ("totale fattura").
Further, the date of delivery is noted in the field
"bolla di consegna". For exanple, invoice No. 678 of

9 Septenber 1987 refers to 80 4-sided gaskets for Lit

1. 620 each and 100 3-sided gaskets for Lit 1.130 each.
maki ng a total anount of Lit 286.268 including tax
("inposta") to be paid, delivered on 7 July 1987. These
indications make it clear that the delivery and sale
was under conmmercial conditions, excluding any
potential secrecy or confidentiality agreenents which
may have exi sted when devel opi ng the gaskets. Thus, the
sal es have to be considered as meking the sold gaskets
avai l able to the public.
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The Respondent argues that the sale of the gaskets
according to the invoices occurred in breach of the
confidentiality agreed between the parties, being due
to an evident abuse in relation to the Respondent, and
could not, therefore, be taken into account as prior
art pursuant to Article 55(1) EPC. This argument nust
fail, irrespective of whether or not there was a
correspondi ng agreenent on confidentiality between the
Respondent and either MERLONI or Appellant | which

m ght have been broken by the sales, for the reason

al one that part of the sales occurred outside of the
time period allowed for in Article 55(1) EPC

In fact, Article 55(1) EPC excludes fromthe prior art
di scl osures occurring due to an evi dent abuse in
relation to the applicant or his | egal predecessor no
earlier than six nonths preceding the filing of the
Eur opean patent application. In consolidated cases

G 3/98 (QJ 2001, 62) and G 2/99 (QJ 2001, 83) the

Enl arged Board ruled that for calculating this six-
nonth period the relevant date is that of the actual
filing of the European patent application, not the
priority date. Thus, in the present case this period
starts on 20 July 1987 which is six nonths before the
filing date of 20 January 1988. The first sale of the
gaskets, however, is established by the invoice 678
dated 9 July 1987 as having occurred on 7 July 1987 by
delivery of 80 4-sided gaskets and 100 3-si ded gaskets.
Thus, this first sale occurred before the start of the
si x-nmonth period defined in Article 55(1) EPC and

cannot be excluded from consi derati on.
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4.6 It is concluded that gaskets as clainmed in claim1l were
part of the prior art to be considered when assessing
novelty of the subject-matter of that claimand that
claim1l | acks novelty. The patent cannot, therefore, be

mai nt ai ned.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
A. Counillon C. T. WIlson
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