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Summary of Facts and Subm ssi ons

2031.D

Eur opean patent application No. 90 304 962.5, filed on
9 May 1990, claimng priority of 18 May 1989 from an
earlier application in the USA (US 354051) and
publ i shed on 22 Novenber 1990 under No. 0 398 573, was
refused by a decision of the Exam ning Division of the
Eur opean Patent O fice dated 5 Septenber 1996. That
deci si on was based on a set of ten clains filed on

6 February 1996, Caim1 reading:

"An article of manufacture conprising at |east one

opti cal conponent and a crosslinked sil oxane copol yner

I n adhesive contact wth the optical conponent, said
optical conponent is selected froman optical fibre, an
optical waveguide, a laser, alight-emtting di ode and
a phot odetector the crosslinked sil oxane copol ynmer is
refractive index matched to the optical conponent and
consi sts of a product resulting fromcrosslinking an
uncr ossl i nked vinyl group- term nated di nethyl di phenyl
si | oxane copol yner having the general structure:

CH3 Rl CH_:.,
E | |
CH,=CH-% -0=1{8-0|-3i - (TH = CH-
r | |
CH} _ _Rl ] CH_;

o ————— T ————— [ — O " ———— " —— " T —

where R, is either nethyl or phenyl and about 10 nole
percent to about 20 nol e percent of the diphenyl and

di met hyl noieties in the uncrosslinked polyners are

di phenyl noieties with at |east one of phenyltris-

(di met hyl si |l oxy)silane and 1, 3-di phenyl -1, 1, 3, 3-
tetrakis-(dinethylsiloxy)-disiloxane in the presence of
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froml to 20 parts per mllion of platinumcatalyst,
sai d uncrosslinked sil oxane copol yner havi ng nol ecul ar
wei ght ranging from 1000 to 250,000, said disiloxane
being mscible with said uncrosslinked sil oxane

copol yner, the nole percent of phenyl groups in the
uncr ossl i nked sil oxane copol yner being within a range
of from10 to 20 nole percent, and the ratio of hydride
groups in said disiloxane to vinyl groups in said
uncr ossl i nked sil oxane copolynmer falling within a range
of from0.1 to 6."

Dependent Clains 2 to 5 referred to preferred
enbodi nents of the article according to Caim1l.

| ndependent Cl aim 6 read:

"A process for fabricating an article of manufacture
conprising at |east one optical conponent and a
crosslinked sil oxane copol yner in adhesive contact with
at | east one optical conponent, said optical conponent
is selected froman optical fibre, an optica

wavegui de, a laser, alight-emtting diode and a
phot odet ect or, which conpri ses:

preparing a catal yst-copol yner crosslinking
m xture refractive index matched to the at | east one
opti cal conponent,

pl acing the m xture in contact wwth the at |east
one optical conponent,

heating the m xture above roomtenperature to
produce the crosslinked sil oxane copol yner, wherein
said mxture is prepared by



2031.D

- 3 - T 0079/ 97

a) mxing a platinumcatalyst with vinyl-
term nat ed di net hyl di phenyl si | oxane copol yner to
form cat al yst -uncrossl i nked copol yner m xture,
sai d uncrosslinked sil oxane copol yner having the
general structure:

CH; R, CH,

E | |
CH,=CH-Si -0-8-0/-8 -UH=CH:

r | |

CH_!, _Rl i CI{

where R, is either nmethyl or phenyl and about 10
nmol e percent to about 20 nole percent of the
di phenyl noieties in the uncrosslinked pol yners
are di phenyl noieties having nol ecul ar wei ght
rangi ng from 1000 to 250, 000, the nole percent of
phenyl groups being selected fromwthin a range
of from10 to 20 nole percent to match refractive
i ndex of the crosslinked sil oxane copolyner to the
refractive index of the optical conponent, and the
concentration of platinumcatalyst in terns of
wei ght of platinumin the catal yst-copol ymer-
crosslinking mxture is between 1 and 20 parts per
mllion,

b) degassi ng catal yst-uncrosslinked copol yner
m xture,

c) mxing the catal yst-uncrosslinked copol yner
m xture with a crosslinking agent to form
cat al yst-copol yner crosslinking m xture, said
crosslinking agent being mscible with the
uncrossl i nked copol yner m xture and being at | east
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one sel ected from phenyltris(dinmethyl -
siloxy)silane or 1, 3-diphenyl-1,1, 3, 3-

t et raki s(di met hyl si | oxy) di si |l oxane and the

m xtures thereof, and the ratio of hydride groups
in the crosslinking agent to vinyl groups in the
vi nyl -term nat ed di net hyl di phenyl sil oxane being
between 0.1 and 6."

Dependent Clains 7 to 10 referred to preferred
enbodi nents of the process according to C aim6.

The Exam ning Division held that the cl ai ned subj ect -
matter was novel, but did not involve an inventive
step. In particular, it found that D1 (EP-A-0 153 414)
di scl osed an article of a cross-linked sil oxane polyner
which was simlar to that of present Caim1l and which
was in contact with an optical conponent. The

pol ysi | oxane according to the clained subject-matter
differed fromthat of D1 in one of the end groups of
the uncrosslinked polynmer and in that it was stated to
be refractive index matched to the optical conponent.
Starting fromDl, the problemto be solved was
therefore seen as to match the refractive index of the
si | oxane copol yner to another optical conponent. That
probl em was sol ved by adjusting the nole percentage of
phenyl groups in the uncrosslinked sil oxane copol yner,
as set out in original daiml. Dl contained a clear
teaching that the refractive index of a polysiloxane
cont ai ni ng nmet hyl and phenyl residues could be adapted
by shifting the ratio phenyl:nmethyl in the polysil oxane
and that the refractive i ndex becane higher wth

I ncreasi ng phenyl group content and |ower with

i ncreasing nethyl group content. Also, the skilled
person was famliar with the other features of Caiml
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not specifically mentioned in D1, such as the nol ecul ar
wei ght of the polysiloxane and the ratio of hydride
groups in the disiloxane to vinyl groups in said
uncr ossl i nked sil oxane copol yner. Therefore, the
solution defined in Claim1 of the application in suit
was consi dered to be obvious. Furthernore, although
they were not decisive, a nunber of other objections
under Articles 123(2) and 84 were rai sed.

On 14 Cctober 1996 a Notice of Appeal was | odged

agai nst that decision, together with paynment of the
prescribed fee. The Appellant's argunents submtted in
the Statenent of Grounds of Appeal filed on 7 January
1997 can be summari sed as foll ows:

(a) D1 disclosed a light transmtting fibre, the core
of which was a pol ysil oxane and the sheath of
whi ch coul d be a crosslinked polysiloxane. D1
stated that the refractive index of the
pol ysi | oxane pol ynmer was controlled by the kind of
substituents on the polyner; an increasing content
of phenyl groups resulted in a higher refractive
i ndex, whereas a higher content of nmethyl or ethyl
groups |owered the refractive index. According to
D1, the phenyl group content of the sheath
pol ysi | oxane should be smaller than that of the
core material.

(b) D1 did not suggest to use the crosslinked
pol ysil oxane in contact with an optical conponent
wherein the refractive i ndex of the polysil oxane
mat ched that of the optical conponent.

(c) D1 did also not disclose a device in which a
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crosslinked pol ysil oxane served to support and to
encapsul ate optical conponents.

Furthernore, the Appellant al so commented upon the

remar ks of the Exam ning Division regarding the wording

of the clains.

Al t hough the Appellant did not file a request to hold

or al
SO.

(i)

(i)

(iii)

proceedi ngs, the Board deened it expedient to do

To that end, a fax proposing the date of

26 August 1999 and the alternative date of

25 August 1999 was sent out on 16 March 1999. In
reply, by letter of 19 March 1999, received on
22 March 1999, the representative indicated that
he woul d be on vacation on both of the proposed
dates and expected to be away until at |east the
15 Sept enmber 1999.

By fax of 8 April 1999, 5 August 1999 and,
alternatively, 4 August 1999 were proposed as
new dates for the oral proceedings. Since no
reply to the latter proposal was received, the
sumons to oral proceedings to be held on

5 August 1999 was issued on 21 April 1999 and
received by the Appellant, as it appears from
t he acknow edgenent of receipt signed on

23 April 1999 /EPA EPQ CEB Form 2936 07.93).

On 5 August, the oral proceedings were duly
hel d, but nobody was present on behalf of the
Appel l ant. A tel ephone call nade by the

Regi strar to the Representative's office
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reveal ed that he was already on holiday and that
no ot her person would attend in his stead. After
consi derabl e delay the oral proceedi ngs were
then continued despite the absence of the sole
party, the Appellant.

The Appel |l ant requested "that the decision be cancelled
inits entirety and a patent granted." The basis for
such a grant was not indicated, but in view of the
Appel l ant's nunerous references to the clains as
refused by the Exam ning Division and in the absence of
any alternative set of clains, the above request can
only be interpreted as a request to grant a patent on
the basis of the clains filed on 6 February 1996.

Reasons for the Deci sion

1

The appeal is adm ssible.

Procedural nmatters

2031.D

At the oral proceedings the Board established that the
Appel I ant had been duly sunmoned in accordance with the
requi renents of Rule 71(1) EPC and that his absence was
not due to any unforeseen circunstances. Therefore, the
oral proceedings could be continued in his absence
(Rule 71(2) EPC).

The present case being ex parte, no third parties were
pl aced at a di sadvantage by the unexpected absence of
t he Appellant. However, the Board wi shes to express its
concern at the behaviour of the representative in not
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inform ng the Board of his absence beforehand,
especially since the Board had al ready shown

consi derabl e | eni ence in changing the proposed dates
for the oral proceedings at the special request of the
representative. The newy proposed dates had not
elicited any reaction fromthe representative, thus

i ndi cating his agreenent to them The Board cannot
accept that any change in the planning of the
representative's vacati on woul d not have been known to
himor to the patent departnent of his | arge conpany
sufficiently long in advance to informthe Board that
t he Appellant would not be represented at the ora
proceedi ngs. Such conduct by a party, be he large or
small, is not only unfair to the Board, which, as the
court of last instance, is charged with the

di spensation of justice under the EPC, but also
substantially hanpers the efficient and speedy handling
of cases by them This is particularly so in ex parte
cases such as the present one, which demand a

consi derabl e degree of detail ed and | engthy
preparation.

By not issuing a conmuni cation but directly hol ding
oral proceedings instead, the Board indicated its
intention to follow the argunents of the Exani ning

Di vision as indicated in the inpugned decision (see
point 5 below). The Appellant has had, in accordance
wth Article 113(1) EPC, an opportunity to present its
comments on the objections raised in that decision and
in fact availed itself of that opportunity inits
Statement of G ounds of Appeal. By not attending the
oral proceedi ngs he however forewent the possibility of
gi ving any further conments.
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On considering the case at the oral proceedings the
Board cane to the conclusion that the subject-matter of
Caim1l |acked an inventive step in view of D1 for the
reasons set out in detail in the Exam ning Division's
deci sion of 5 Septenber 1996, which are summarized in
point Il above.

Al t hough the Board agrees with the Appellant's brief
description of the disclosure of D1, the Appellant's
interpretation of that disclosure as given in the

St atenent of Grounds of the Appeal cannot not be
accepted for the follow ng reasons:

(a) The fibre disclosed in D1, the sheath of which, as
admtted by the Appellant, could conprise a
crosslinked polysil oxane (see point Illa) above)
of a somewhat different conposition than the one
now required, does in fact constitute an optical
conponent (the fibre core) in contact with and
encapsul ated by the crosslinked pol ysil oxane (see
point I11b) above).

(b) According to D1, the refractive index of the
sheath shoul d be adjusted to the core of the fibre
so as to avoid transm ssion |loss (D1, page 8,
lines 9 to 18) (see point Illc) above). Even if
the term"refractive i ndex matched" of present
Claiml is read within the nmeani ng given on page 1
lines 22 to 23 of the original description as "an
i ndex of refraction close to that of the core of
the optical fibre", this would not be sufficient
to establish a difference with D1. That the
refractive index of the sheath material should be
adj usted so as to avoid loss of |ight transm ssion
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of the optical fibre (D1, page 8, lines 9 to 18)
as well as how the refractive index of

pol ysi | oxane can be adjusted by varying the ratio
of certain substituent groups (D1, page 7, lines 5
to 10), was, as the Appellant admtted, described
in D1 (see point Illa) above).

(c) Therefore, contrary to the Appellant's allegation,
D1 does suggest to use a crosslinked pol ysil oxane
in contact with an optical conponent wherein the
pol ysi | oxane encapsul ates the optical conponent
and wherein the refractive index of the
pol ysil oxane is adjusted to that of the optical
conponent .

Fol | owi ng sone expl anation regarding the interpretation
of the wording of Claim1l1, the Appellant al so proposed
anmendnents to that claim in particular the deletion of
the term"about" to qualify the percentage of diphenyl
noi eties in the polynmer (Statenent of G ounds of
Appeal , page 3, third full paragraph). Apart fromthe
fact that a new Caim1 anended in that sense has not
been properly submtted, it is evident that such
amendnent woul d have no effect on the substantive

I ssues which the first instance had to deal with. It
follows that in that respect also the requirenents of
Article 113(1) EPC are satisfied.

In view of the above, the Appellants' request nust fai
as not conplying with the requirenents of Article 56
EPC, and the appeal nust be di sm ssed.



For these reasons it

The appeal is dism ssed.

The Regi strar:

E. Gorgmaier

2031.D

I s decided that:

The Chai r nan:

C. Gérardin

T 0079/ 97



