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Summary of Facts and Subm ssi ons

The appel | ant (opponent) | odged an appeal against the
deci sion of the opposition division rejecting the
opposition fil ed agai nst European patent No. 572 507.

Opposition was filed against the patent as a whol e and
based on Article 100(a) and (b) EPC, in conjunction
with Article 56 EPC (Il ack of an inventive step) and
Article 83 EPC (Il ack of an enabling disclosure).

The opposition division held that the grounds for
opposi tion nentioned in Article 100(a) and (b) EPC did
not prejudice the nai ntenance of the patent as granted,
havi ng essentially considered prior art docunents

D2: US- A-4 801 950, and

D12: US-A-4 595 957.

1. According to the feature analysis carried out by the
opposition division in item X of the decision under
appeal, Caiml, as granted, reads as follows:

(a) An apparatus for exposing a filmor plate
conprising a light-sensitive material to a |ight
beam conpri sing:

(b) an apparatus housing having an el ongated cavity
defining an i nner support (100) for supporting the

filmor plate

(c) in such a manner that the supported filmor plate
constitutes at |least part of a substantially
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circularly-cylindrical surface defining a central

axi s,

| aser nmeans (104, 106, 108) for generating the |ight
beam

a light-directing assenbly (102) conprising

a light-directing assenbly housing (182),

a laser light-emtter emtting laser |ight
generated by the | aser neans,

a rotatable optically reflecting el enent and

an elenent-rotating notor (178),

the laser light-emtter being constituted by the
second end of an optical fibre nmeans (130) having
a first light-receiving end and a second |ight-
emtting end,

the first light receiving end being arranged in
juxtaposition to the | aser neans for receiving the
ight beamtherefrom and

the second light-emtting end being arranged in
and supported by the light-directing assenbly
housi ng (182) and

being in juxtaposition to the rotatable optically
reflecting elenent at a substantially fixed
di stance therefromfor emtting the light beamto
the rotatable optically reflecting el enent,
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the rotatable optically reflecting el enent being
arranged relative to the second light-emtting end
of the optical fibre

so as to direct the light beamemtted to the
optically reflecting elenent to the Iight
sensitive filmor plate,

the el enment-rotating notor being supported by the
light-directing assenbly housi ng and

havi ng a rotatabl e output shaft,

the optically reflecting el enent being connected
to the output shaft so as to be rotatably driven
t her eby, and

the light-directing assenbly housing being
supported by the apparatus housi ng and bei ng
nmovabl e rel ative thereto along the central axis,
nmotion neans (198) for noving the light-directing
assenbly relative to the apparatus housing al ong
the central axis, and

central control neans (500)

for controlling the | aser neans for switching the
| aser beam on and of f,

for controlling the operation of the el enent-
rotating notor, and

for controlling the operation of the notion neans
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(y) so as to expose a predeterm ned area of the
phot ographic filmby switching on the | aser beam
while the light-directing assenbly is in a
predeterm ned position relative to the apparatus
housi ng and

(z) while the rotatable optically reflecting el enment
is in a predetermned rotational position.

Wth the statenent of grounds of appeal, the appellant
mentioned, for the first tine and as a further prior
art docunent, the article: "3-2 Laser Facsimle";
Takayuki Saito, Regul ar nenber, Facsim|e Comrunication
Di vi sion; N ppon Electric Co. Ltd; published in the
Journal of the Institute of Image El ectronics Engi neers
of Japan, vol. 8, No. 3, Serial 29 (october 1979).

An English translation of said article was also fil ed.

In the suite, this docunent will be referred to as D24.

Oral proceedings before the Board of Appeal were held
on 18 March 1999.

The appel | ant (opponent) requested that the decison
under appeal be set aside and the European patent be

revoked in its entirety.

The respondent (patentee) requested that the appeal be
di sm ssed.

The appel |l ant argued essentially as follows.

The feature analysis of Claiml1, as carried out by the
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opposition division (see previous itemll), was stated
to be a correct and suitable basis for carrying out the
exam nation and appreciation of the inventive step

i nvol ved by the subject-matter clainmed by said claim

It was submtted that docunent D24 shoul d be considered
as representing the closest prior art on file. In order
to support this subm ssion, the foll ow ng

consi derations were nade.

Ref erence was made to a passage of the contested patent
(see page 3, lines 36 to 38), where it is stated that
none of the patent docunents, mentioned as background
art in the introductory portion of said patent,
"disclose or infer the possibility of using optica
fibers to direct the laser light to desired | ocations
within the apparatus, and neither do they disclose or

i nfer any advant ages associated therewith" and it was,
accordingly, submtted that the main and deci sive
feature of the alleged invention was to be seen in the
fact that an optical fiber was used in order to
transmt the laser light fromthe laser itself till the
light-directing assenbly, thereby avoiding, as far as
possi ble, that said laser light be transmtted, from
the laser itself till the light-directing assenbly,

al ong a | ong open path extending through the air.

In the apparatus disclosed by docunent D24 (Figure 4
and the associ ated di scussi on thereof on page 5), the

| aser light-emtter was constituted by the second end
of an optical fiber neans (self-focusing fiber) having
a first light-receiving end and a second light-emtting
end; the first light-receiving end was arranged in
juxtaposition to the [ aser neans for receiving the



2431.D

- 6 - T 0086/ 97

| ight beamtherefrom and the second light-emtting end
was arranged in juxtaposition to the rotatable
optically reflecting element at a substantially fixed
di stance therefromfor emtting the light beamto the
rotatable optically reflecting elenent. The | aser
light-emtter nmet, thus, the requirenents set out by
feature (j) of Cdaim1l1l and the transm ssion path of the
| aser |ight was, thus, quite totally inside an optical
sel f-focusing fiber, whose two extremties net the
requi renents defined by features (k) and (n) of

Caim1l. In the apparatus according to Figure 4 of D24,
an open light transm ssion path extending through the
air was, accordingly, avoided as far as possible.

Anal ogous consi derations were not true for the
apparatus according to Figure 2 of docunent D2, where a
| ong open light transm ssion path extending through the
air was present between the second light-emtting end
of the optical fiber 6 and the rotatable optically
reflecting elenent; this denonstrating that docunent D2
was not the closest prior art on file.

It was admtted that Figure 4 of docunent D24 and the
thereto associ ated di scussion, did not disclose, at
| east expressis verbis, an apparatus conprising the
feature (1) of daim1l: "the second light-emtting end
bei ng arranged in and supported by the light-directing

assenbl y housi ng".

Havi ng, however, regard to the follow ng statenents on
page 5 of docunent D24: "... FT-210R separately
arranges the rotary optical system |aser tube and
nodul ator, and therefore, enploys a focusing fiber to
transmt a beant (second paragraph); "... FT-210R
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connects the AOMto the rotary optical systemthrough
the self-focusing (selfoc) optical fiber" and "This

fi ber enables the |aser optical systemto be easily
arranged and adjusted"” (fifth paragraph, lines 1 to 3,
and 12 to 13, respectively), it was submtted that in
the apparatus according to Figure 4 of D24, the |aser
tube and the nodul ator had to be construed as being
integrally connected together and to a first optica
table, while the rotary optical systemand the drum
constituting support for the filmhad, simlarly, to be
construed as being integrally connected to forma
second optical table, whereby the transm ssion of the
light beamfromthe first to the second optical table
was ensured uniquely by the self-focusing optica
fiber; the later providing for a "mechanical”
connection between the first and the second optica
tabl e.

Accordi ngly and conpul sorily, the second |ight-emtting
end of said self-focusing optical fiber had to be
construed as bei ng "nechani cally" connected to the
second optical table and supported by the sane "in
juxtaposition to the rotatable optically reflecting

el ement at a substantially fixed distance therefromfor
emtting the light beamto the rotatable optically
reflecting elenent", as according to feature (m of
Claima1l.

It was, in fact, to be noted that, in the apparatus of
Figure 4 of D24, the rotatable optically reflecting

el ement was stationary, while the drum constituting
the i nner support of the filmand shaped as a
substantially circularly-cylindrical surface, was
novabl e al ong the direction of its central axis, as
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defined by its elongated cavity.

In the apparatus according to Claim1, the el ongated
cavity of the drum constituting the inner support of
the film shaped as a substantially circularly-
cylindrical surface and defining a central axis, was
hel d stationary, while the rotatable optically
reflecting el enent was novabl e al ong the direction of
said central axis.

This difference, however, could not |ead a person
skilled in the art either to discard or to disregard
the teachi ng of docunent D24, since

- it summed up to a nere cinematic inversion

- these were the two only reasonabl e possibilities
of inplenenting the relative novenent between the
i nner support of the filmand the optically
refl ecting el enent and, noreover,

- the possibility put into effect in the apparatus
according to Caim1l was known fromthe apparatus
according to Figure 3 of document D2.

Finally, the person skilled in the art would have
found, in the nere fact that the optically reflecting
el enent was no |onger stationary in the apparatus
according to Figure 2 of docunent D2, neither a
compul sory nor any concei vabl e techni cal reason

- for not inplenenting the apparatus according to
Figure 4 of docunent D24 as there disclosed, i.e.

2431.D N
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wher eby the second optical table commonly
supported both the second light-emtting end of
the optical fiber and the optically reflecting
el enent ,

but, on the contrary,

- for adopting the very opposite inplenentation,
i.e. render the second light-emtting end of the
optical fiber no | onger connected to and supported
by said second optical table.

Sai d second optical table of the apparatus according to
Fi gure 4 of docunent D24 had, consequently to be
construed as being a nmechani cal arrangenent housing

i nside both the second light-emtting end of the
optical fiber and the optically reflecting el enent, as
according to feature (I) of Claim1l, which,

accordingly, could not provide for an inventive step,

i nvolved in the subject-matter of said claim

It was, in fact to be noted that a nechanica
arrangenment housing inside the second light-emtting
end of optical fibers and acting as an optically
directing elenent to direct the |aser light onto the
external surface of a drumconstituting the support of
the filmwas known from Figure 3 of docunent D2. The
evident simlitudes in the technol ogy of optica
plotters having an external or an internal scanning of
the surfaces of their drunms would have incited the
person skilled in the art to adopt such an housing and
to connect inside said housing the second |ight-
emtting end of the optical fiber according to Figure 2
of docunent D2, thereby arriving at the subject-matter
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of Caiml, without the need of an inventive step.

The respondent argued essentially as foll ows.

The feature analysis of Claim1, as carried out by the

opposition division (see previous itemll), was stated

to be a correct and suitable basis for carrying out the
exam nation and appreciation of the inventive step

i nvol ved by the subject-matter clainmed by said claim

Referring to the contested patent (page 2, lines 7 to
14 of the description), it was pointed out that the
apparatus defined by daim1l was used for high
accuracy/ high quality production of inages and that a
pur pose of the invention was to achieve "an even higher
absol ute accuracy than that obtainable in the known
appar atuses” (page 2, lines 23 to 24). Further, the use
of such apparatus was for high speed applications (up
to 15000 rpm see e.g. docunment D2, colum 3, line 39).

The apparatus according to Figure 4 of docunent D24
was, on the contrary, for |ow speed, press applications
(about 1500 rpm as it was derivable fromthe technica
data nentioned in Table 3 of D24).

The apparatus according to Figure 4 of docunent D24
differed significantly fromthe type of apparatus to
which Caiml related, i.e. an internal drum plotter of
the kind referred to by Figure 2 of docunent D2 and
having a |ight directing assenbly bei ng novabl e
relative to the stationary apparatus housing, along the
central axis thereof, and conprising a rotatable
optically reflecting elenment (an internal drum scanner
Wi th a novabl e carri age).
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The apparatus according to Figure 4 of docunent D24 had
a novabl e drum defining an i nner support for supporting
the filmor plate, so that the drumwas not a part of

t he apparatus housing, as required by feature (b) of
Caiml.

The light-directing assenbly defined by feature (e) of
Caiml nust be the rotary optical system Features (e)
and (g) had to be read together so that, according to
the contested patent, the |ight-directing assenbly
conprised a laser light-emtter emtting |aser |ight
generated by the | aser neans. D24 did have a | aser
light-emtter, but it was not conprised by the |ight-
di recti ng assenbly.

The appellant hinself admtted that the apparatus
according to Figure 4 of D24 did not conprise the
features (1), (s) and (t). As there was no noti on neans
according to feature (t), the central control neans
coul d not control such notion neans, and thus said
apparatus did not conprise feature (x) either.

Finally, feature (y) was at |east irrelevant because
the light-directing assenbly was not novabl e (except
for the rotation which was covered by feature (z))
relative to the apparatus housing and thus woul d al ways
be in a predeterm ned position relative to said

housi ng, w thout the use of any notion neans.
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In summary, the apparatus according to Figure 4 of D24
| acked to show features (b), (g), (1), (s), (t), (x)
and (y) of daim1. Thus, docunent D24 - set aside that
it was late filed - could not be considered as the
closest prior art on file and was | ess rel evant than
the prior art already on file, in particular docunent
D2.

In docunent D24 there was no clear and unanbi guous
statenent allow ng and, even |ess, addressing the
person skilled in the art to reach the appellant's
conclusion that, in the apparatus there schematically
shown, the | aser tube and the nodul ator had to be
construed as being integrally connected together and to
a first optical table, while the rotary optical system
and the drum constituting support for the film had,
simlarly, to be construed as being integrally
connected to forma second optical table, whereby the
transm ssion of the light beamfromthe first to the
second optical table was ensured uniquely by the self-
focusing optical fiber; the later providing for a
"mechani cal " connection between the first and the
second optical table.

Accordi ngly, the person skilled in the art had no hint
to conpul sorily construe the second light-emtting end
of said self-focusing optical fiber as being
"mechani cal | y" connected to the second optical table
and supported by the sane "in juxtaposition to the
rotatable optically reflecting elenent at a
substantially fixed distance therefromfor emtting the
light beamto the rotatable optically reflecting

el enent", as according to feature (m of Caim1l. The
person skilled in the art had even |l ess any technica
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reason for deriving fromthe teaching of docunent D24
the feature (1) of daim1l, i.e. "the second |ight-
emtting end being arranged in and supported by the

light-directing assenbly housing (182)".

The person skilled in the art could have construed the
teachi ng of docunent D24 as according to the
appel l ant's subm ssions, only if he would have had a
previ ous and conpl ete know edge of the cl ai ned

i nvention. For the appreciation of the inventive step
i nvol ved by the subject-matter of Claiml, it was,
thus, irrelevant which docunent - D24 or D2 - was
considered to represent the closest prior art on file,
since, starting fromeither of said docunents,

i nventive step could be questioned only under the
conpul sory condition that the person skilled in the art
had a previ ous and conpl ete knowl edge of the cl ained

I nventi on.

It was further pointed out that neither docunent D2 nor
docunent D24 dealt either with the object of the
clained invention, i.e. to achieve "an even higher
absol ute accuracy than that obtainable in the known
appar at uses" (contested patent page 2, lines 23 to 24)
or with the technical reasons which provided for a
limted accuracy in said known apparatuses (contested
patent page 3, lines 19 to 26).

Anong all the prior art docunents cited in the
procedure, an accuracy problemwas dealt with only by
docunment D12 = US-A-4 595 957 which, however, proposed
a solution totally different fromthat proposed by the
contested patent.
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Reasons for the Deci sion

1

2431.D

The appeal is adm ssible.

Docunent D24

According to the established jurisprudence of the
Boards of Appeal, this docunent could be considered as
a "late filed" docunent, since it was cited by the
appel l ant only during the present appeal proceedings,
and coul d, accordingly, be disregarded by the Board,
pursuant to Article 114 EPC, if it appears that said
docunent is prima facie irrelevant for the appreciation
of the patentability of the subject-matter clained by
the patent in suit.

The Board notes, however, that, in respect of docunent
D24, the respondent essentially submtted argunents
pl eadi ng

- that the person skilled in the art m ght well
construe the teaching of docunent D24 as according
to the appellant's subm ssions, but only under the
conmpul sory condition that he has a previous and
conpl ete know edge of the clained invention;

- that for the appreciation of the inventive step
i nvolved by the subject-matter of laiml, it is
fully irrel evant which docunment - D24 or D2 - is
considered to represent the starting point of the
cl ai med i nventi on;
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- that, starting fromeither of said docunents, the
i nventive step involved by the subject-matter
cl ai mred m ght be questioned only under the
conpul sory condition of having a previous and
conpl ete knowl edge of the clained invention, hence
in sumary,

- that, even if docunent D24 is considered to be a
prima facie relevant prior art and accordingly
introduced into the procedure, its teaching al one,
or even in conbination with that of docunment D2,
may not render obvious the subject-matter clained
by daiml.

The Board is, accordingly, of the opinion that the so
called "late filing" of docunent D24 constitutes no bar
for it be introduced into the procedure because the
respondent hinself considers such an introduction as
irrelevant and woul d, thus, be unfair for the appell ant
to disregard docunent D24, nerely on the ground that it
Is "late filed".

3. Novel ty

Though the novelty, as such, of the subject-matter
clainmed by Caim1l as granted is no | onger in dispute,
the Board considers useful to sunmarize the respective
di scl osures of the nost rel evant docunents, i.e. D2,
D12 and D24. |nsofar as docunents D2 and D12 are
concerned, the Board concurs with the findings of the
opposition division, as laid down in the decision under
appeal, and notes that both the parties agree with such
findi ngs.

2431.D N
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Si nce, noreover, both parties agree that the feature
anal ysis carried out by the opposition division (see
itemll) is a correct and suitable basis for carrying
out the exam nation and appreciation of said subject-
matter, in the suite, reference will be nade to said
feature anal ysis.

Docunent D2

Thi s docunent contains three relevant disclosures: the
first two being the "prior art" disclosed in Figure 1
(colum 1, lines 7 to 56) and Figure 2 (colum 3,
lines 29 to 51) respectively and the "roller
phototracer"” (Figure 3) formng the invention of D2.

Figure 1 discloses a conventional external drum plotter
in which the laser and the folding optics are carried
on the nobile carriage. This device is disclosed as
havi ng the di sadvantage of being rather slowin
operation (colum 1, lines 29 to 31).

Figure 2 discloses an internal-drumplotter with a
rotating reflective elenent 3, folding optics 17,9 and
optical fiber 6 linking the laser 5 to the folding
optics 17, 9.

Thus, Figure 2 discloses features (a) to (k) and (n) to
(z) of daim1l, but does not disclose features (l) and
(m thereof, since the second light-emtting end of the
optical fiber 6 is neither arranged in nor supported by
the light-directing assenbly housing, nor is it "in
juxtaposition to the rotatable optically reflecting

el ement at a substantially fixed distance therefroni.
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Docunent D2 further states that although the machi ne
shown by Figure 2 is particularly efficient, it has the
di sadvant age of being "extrenely" expensive (colum 3,
lines 50 to 51).

The invention disclosed by docunent D2 is mainly shown
inits Figure 3, which shows an external drumplotter
with optical fiber linking the laser directly to the
recording lens 16, without any internediate rotating
reflective elenment or folding optics. Thus the

i nvention according to docunent D2 conprises

features (a), (c) to (g), (j) to (), (u), (v), (x),
(y). The invention according to docunment D2, however,
does not conprise features (h), (i), (m to (r), (W
and (z). Mreover, since the device according to
Figure 3 is an external drumplotter, features (b), (S)
and (t) are not disclosed as such.

The teaching of docunent D2, as a whole, is thus

- t hat the known external drumplotter of Figure 1
is not fast enough,

- that the known internal drumplotter of Figure 2
is faster but nore expensive and, finally,

- that the proposed solution (Figure 3) is a "multi-
beanmt external drum plotter which, by nultiplying
t he nunber of tracing |light beans, provides a
faster operation than the known (single beam
external drumplotter of Figure 1, while being
| ess expensive than the internal drum plotter of
Figure 2 (colum 1, line 65 to colum 2, line 3).

2431.D N
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The teachi ng of docunment D2, relating to the optica
fibers, is that these allow a stationary part of the
optical system (e.g. the |laser) to be connected to the
novi ng carriage of the external drum plotter, because
of the "natural flexibility of the fibres" (colum 2,
lines 34 to 35, colum 4, lines 57 to 62, columm 5,
lines 8 to 13). D2 further teaches that the optica
fibers have to be of "high quality” and that these have
to be adjusted carefully (colum 6, lines 51 to 52).

Finally, docunment D2 states that the advantage obtai ned
fromthe use of optical fibers is to be seen in that
the "novabl e optical part of the phototracer is
reduced, thus increasing reliability and reducing
inertia” (colum 2, lines 41 to 42). It is to be noted
that this advantage nainly occurs in relation to the
external drumplotter of Figure 1, in which the |aser
and all optical elenents are arranged on the carri age,
whereas, in the internal drumplotter of Figure 2, the
carriage only appears to carry a lens and a deflecting
mrror rotating at 15000 rpm (colum 3, lines 37 to
40) .

Docunent D12

Thi s docunent discloses an internal drumplotter in
which the laser and all optical elenents including the
rotating mrror are arranged on the carriage. It does
not use any optical fibers, thereby disclosing

features (a) to (i) and (o) to (z) of Cdaim1l, but none
of features (j) to (n) thereof. It is, however, to be
noted that, since the laser is also carried on the
carriage, the light-emtting end of the |aser may,
accordi ngly, be construed as being "arranged in and
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supported by the light-directing assenbly housing"
(conpare feature (I) of Caiml), "in juxtaposition to
the rotatable optically reflecting el enment at a
substantially fixed distance therefromfor emtting the
light beamto the rotatable optically reflecting

el ement” (conpare feature (m of Caim1l); "the
rotatable optically reflecting el enment being arranged
relative to the light-emtting end of the | aser™
(conpare feature (n) of Caima1l).

The probl em addressed by docunment D12 is to inprove the
known drum plotter so that "a sharp, problemfree and
accurate quality inage of the laser |ight beamon the
phot osensitive material is ensured in a sinple and
unconpl i cated manner, together with a conpact
construction” (colum 1, lines 62 to 67).

The solution of this problem as proposed by D12, is
represented by the fact that "the |laser should al so be
arranged on the carriage" (colum 2, lines 4 to 6),
i.e. should be nmade integral with said carriage,

carrying also the light-directing assenbly housing.

According to docunent D12, such an arrangenent provides
t he advantages that:

- the optical geonetry remains fixed,

- the length of the optical path remains constant,

- it allows a space saving construction,

- differential oscillations between the | aser and
the carriage cannot occur (colum 2, lines 7 to 21
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and 22 to 34).

In summary, although docunent D12, simlarly to the
contested patent, substantially addresses the problem
of achi eving an hi gher accuracy than that obtainable in
t he known apparatuses, it does not deal with the sane
techni cal reasons which provide for a limted accuracy
in said known apparatuses (contested patent page 3,
lines 19 to 26) and, finally, proposes a solution in
which it prescribes to use no optical fiber at all
since the latter is superfluous and would be unduly
redundant, when used in the apparatus according to D12.

Docunent D24

Neither explicitly nor inplicitly, this docunent
addresses the problem of achieving an hi gher accuracy
than that obtainable in the known apparatuses or deals
Wi th the technical reasons which provide for alimted
accuracy in said known apparatuses (contested patent
page 3, lines 19 to 26).

The Board agrees with the appellant that the apparatus
of Figure 4 shows the features (a) to (k), (m to (r)
and (u) to (z) of daiml1, in so far as the substance
of said features is considered. Said apparatus,
however, does not show, even inplicitly, the

features (1), (s) and (t) of said claim i.e.

(1) the second light-emtting end being arranged in
and supported by the light-directing assenbly
housi ng (182);

(s) the light-directing assenbly housi ng being
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supported by the apparatus housi ng and bei ng
nmovabl e rel ative thereto along the central axis,

(t) notion neans (198) for noving the light-directing
assenbly relative to the apparatus housing al ong
the central axis.

Pr obl em and Sol uti on

According to the contested patent (page 2, lines 23 to
24), the object of the clained invention, i.e. the
problemto be solved therewith, is to achieve "an even
hi gher absol ute accuracy than that obtainable in the
known appar at uses"”, whereby the technical reasons which
provide for limted accuracy in said known apparatuses
are nentioned in page 3, lines 19 to 26, of the
contested patent.

The Board notes that none of the prior art docunents
cited in the procedure - in particular neither D2 nor
D24 - does expressly deal either with said problem or
with said technical reasons. Anong all these docunents,
an "accuracy problent is dealt wth only by docunent
D12 = US-A-4 595 957 which, however, does not deal wth
the same technical reasons nentioned in the contested
patent (page 3, lines 19 to 26).

The solution of said problemis represented by an
apparatus conprising all the features (a) to (z)
mentioned in Caim1l, thus, conpulsorily conprising the
feature (j) "the laser light-emtter being constituted
by the second end of an optical fibre neans (130)
having a first light-receiving end and a second |i ght-
emtting end".
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The Board notes that even docunment D12, although
dealing with an "accuracy problenf, proposes a sol ution
which is totally different fromand, noreover, fully

I nconpati ble with that proposed by the contested

pat ent, because in said solution, which does prescribe
to use no optical fiber at all, the latter, which is
compul sorily required by feature (j) of daiml, is
superfluous and woul d be unduly redundant. For this
reason, docunent D12 may not be considered as the
starting point of the invention.

A fortiori, neither docunent D2 nor docunent D24 may be
consi dered as the starting point of the invention since
none of them deals with any "accuracy problent.

Thus, the Board considers irrel evant which one of these
two docunent is taken as starting point of the

i nvention, when inventive step has to be appreciated,

t hereby concurring with the respondent's opinion on
this matter.

According to the above considerations, the Board

consi ders that the very objective problemto be solved
by the clainmed invention is how to nodi fy an apparat us
of the kind disclosed either by docunent D2 (Figure 2)

or by docunent D24 (Figure 4) in such a manner that "an
even hi gher absolute accuracy than that obtainable in
t he known apparatuses”" m ght be achi eved (contested

patent page 2, lines 23 to 24).

The solution of this problemis represented by the
features (1) and (m of Caiml, i.e

(I') the second light-emtting end being arranged in
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and supported by the light-directing assenbly
housi ng (182) and

(m being in juxtaposition to the rotatable optically
reflecting elenent at a substantially fixed
di stance therefromfor emtting the light beamto
the rotatable optically reflecting el ement.

Both parties, in fact, agree that it is decisive for
the appreciation of the inventive step involved by said
subj ect-matter whether or not the features (I) and (m,
as quoted here above, are rendered obvious by the
teaching of the prior art represented by docunents D2
and/or D24, i.e. taken alone or in conbination, and
that, by carrying out this investigation, the teaching
fromdocunent D12 may be left out of consideration.

I nventive Step

Over docunent D2

Havi ng regard to the whol e discl osure and teachi ng of
this docunent, the Board is of the opinion that the
person skilled in the art may not find in said

di scl osure and teaching any hint to nodify the
apparatus of Figure 2, by adding to it the features (I)
and (m of Caiml. Decisive for this opinion are the
foll owi ng already stated considerations (see previous
item3.1).

The teaching of docunent D2, relating to the optica
fibers, is that these allow a stationary part of the
optical system(e.g. the laser) to be connected to the
novi ng carriage of the external drumplotter - |ike as
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in the apparatus of Figures 1 and 3 -, because of the
"natural flexibility of the fibres" (colum 2, lines 34
to 35, colum 4, lines 57 to 62, colum 5, lines 8 to
13).

Mor eover, docunent D2 states that the advantage
obtained fromthe use of optical fibers is to be seen
in that the "novable optical part of the phototracer is
reduced, thus increasing reliability and reducing
inertia” (colum 2 lines 41 to 42). It is to be noted
that this advantage mainly occurs in relation to the
external drumplotter of Figure 3, in which the |aser
and all optical elenents are arranged on the carri age,
whereas, in the internal drumplotter of Figure 2, the
carriage only appears to carry a lens and a deflecting
mrror rotating at 15000 rpm (colum 3, lines 37 to
40) .

The person skilled in the art, when trying to inprove
the apparatus of Figure 2 of D2, is, accordingly,

nei ther addressed nor incited to nodify it, by adding
thereto features (lI) and (n) of Claiml, because the
advant ages obt ai ned by connecting the optical fiber to
and in the carriage, as illustrated on Figure 3, are
only effective for the arrangenent according to said
figure and are not taught to be related to any i nproved

accuracy.

Over docunent D24

The Board finds that in docunment D24 there is no clear
and unanbi guous statenent allow ng and, even |ess,
addressing the person skilled in the art to reach the
appel lant's conclusion that, in the apparatus there
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schematically shown, the | aser tube and the nodul ator
have to be construed as being integrally connected
together and to a first optical table, while the rotary
optical system and the drum constituting support for
the filmhave, simlarly, to be construed as being
integrally connected to forma second optical table,
whereby the transm ssion of the |ight beamfromthe
first to the second optical table is ensured uniquely
by the self-focusing optical fiber; the |ater providing
for a "mechanical" connection between the first and the
second optical table.

Accordingly, the person skilled in the art has no hint
to conpul sorily construe the second light-emtting end
of said self-focusing optical fiber as being
"mechani cal | y" connected to the second optical table
and supported by the sane "in juxtaposition to the
rotatable optically reflecting elenent at a
substantially fixed distance therefromfor emtting the
light beamto the rotatable optically reflecting

el enent", as according to feature (m of Caim1l. The
person skilled in the art has, even |ess, any technica
reason for deriving fromthe teaching of docunent D24
the feature (1) of daim1l, i.e. "the second |ight-
emtting end being arranged in and supported by the

light-directing assenbly housing (182)".

The Board is, in fact, of the opinion that the person
skilled in the art cannot construe the teachi ng of
docunent D24 as according to the appellant's
subm ssi ons, w thout having a previous and conplete
know edge of the clained invention.

Over the conbination of D2 and D24



- 26 - T 0086/ 97

For the reasons already stated in previous itens 5.1
and 5.2, the Board cannot find, in the conbination of
the respective teachings fromsaid two docunents, any
hi nt addressing the person skilled in the art to nodify
ei ther the apparatus according to Figure 2 of D2 or
even that according to Figure 4 of D24, by adding the
features (I) and (m of Cdaiml to any one,

i rrespective which one, of said known appar at uses.

6. According to the above, the subject-matter of Caiml,
as granted, involves an inventive step pursuant to
Article 56 EPC and constitutes, accordingly a
pat ent abl e subject-matter pursuant to Article 52(1)
EPC

O der

For these reasons it Is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Townend H GOstertag

2431.D



