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Summary of Facts and Submn ssions

The appel |l ant (applicant) | odged an appeal against the
deci sion of the Exam ning D vision refusing the
application No. 92 310 679. 3.

The Exam ning Division held that the application did
not neet the requirenments of Article 56 EPC (inventive
step) having regard to the prior art docunents

Dl: FR-A-2 354 937 and
D2: EP-A-0 302 796.

1. The appel | ant requested that the decision under appea
be set aside and a patent be granted on the basis of
the foll owi ng docunents:

(i) Main request:

Clains 1 to 10, description and draw ngs
underlying the decision under appeal; or

(ii) Auxiliary request:
Clains 1 to 10, filed on 31 Decenber 1996.
L1, Claim1 according to the main request reads as fol |l ows:

"1l. A business formconprising an outer mailer for
first miling, the mailer having a conpleted exterior
construction of a rectangul ar sheet having four borders
and being arranged to be seal ed round those borders,

i nes of weakness (42,43,44) to define in the mailer
around at | east three of the borders nmargi nal areas
(45, 46,47) that are detachable from main panels
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(48,49,50) of the mailer, said main panels being within
said |ines of weakness and bei ng rectangular in
configuration, the outer nmailer containing within it a
reply envel ope (11), the reply envel ope conprising

adj acent panels (14, 15) havi ng respective inner
surfaces in face to face contact to define an envel ope
pocket with an opening (17) across its wdth and having
respective outer surfaces, one (14) of the panels being
extended to forma flap portion having a free edge (22)
and connected to said one panel along a first fold line
(18), the flap portion having a depth greater than one
hal f, and preferably substantially equal to, the depth
of the envel ope pocket, the flap portion including a
second fold line (23) between the first fold |line and
the free edge, the reply envel ope having the flap
portion folded about the first |line, and the second
fold line being spaced fromthe first fold line a

di stance sufficient to provide final dinensions of the
return envel ope, when the flap is fol ded about the
second fold line, which neet or exceed m ni num si ze
requi renents for a mail abl e docunent, characterised in
that the outer mailer has been fornmed froma single
sheet which has been C-folded or Z-folded, that single
sheet being of an original size that the main panels of
t he outgoing mailer and the return envel ope when fol ded
about the first fold Iine have a depth |l ess than the

m ni mum si ze requirenents for a mail abl e docunent, that
is 88.9mm (3%)."

Caiml according to the auxiliary request differs from
claim1l according to the nmain request in that the
feature "that the outer mailer has been forned froma

si ngl e sheet which has been C-folded or Z-fol ded" has
been replaced by the feature "the outer mailer being
formed froma single sheet which has been C-fol ded or



- 3 - T 0099/ 97

Z-fol ded about two lines dividing the sheets into three
substantially equal parts”,

and in that the preanble of this claimis based on a
prior art different fromthat underlying the preanble
of claim1l of the main request.

On 4 July 2001 the appellant was duly sunmoned by the
Board to oral proceedings schedul ed for 11 Cctober
2001.

In an annex to the summons to attend oral proceedings,
the Board, inter alia, expressed its view that the main
and auxiliary requests were not allowable wth respect
to Article 123(2) EPC, since the feature contained in
claim1l of each request "that the main panels of the
outgoing nmailer have a depth |less than the m ni num si ze
requi renent for a nailable docunent, that is 88.9nm
(3¥4)" was not disclosed in the application as filed.

The appellant did not file any reply to this annex.
Moreover, at the oral proceedings of 11 Cctober 2001,
no one was present on behalf of the appellant, and the
representative of the appellant infornmed the Board by
facsimle, received on 11 Cctober 2001 at 10.28 hrs,
that the appellant did not wish her to attend ora
proceedi ngs. Based on Rule 71(2) EPC, the ora
proceedi ngs were continued wi thout the appellant, and
the final decision was given orally (Rule 68(1) EPC).

Reasons for the Deci sion

Ext ensi on beyond the content of the application as filed -
Article 123(2) EPC

2563.D
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The feature of claim1 both according to the main and the
auxi liary requests

“"that the main panels of the outgoing nailer have a depth |ess
than the m ninmum size requirenent for a mail abl e docunent,
that is 88.9mm (3¥%)"

is not disclosed in the application as filed.

It is true that claim 1l of the application as filed describes
an enbodi rent of the invention, wherein the panels of the
outgoi ng mai |l er have a depth of about 8.6cm However, nowhere
in the application as filed can there be found an indication
that the depth of the panels of the outgoing mailer should
fall short of a critical value of 88.9mm (3%).

It is only with respect to the return envel ope that a depth
limtation is nentioned, see description, page 2, second

par agraph, and page 8, lines 10 to 21, of the application as
filed, fromwhich indications it can be learnt that the return
envel ope, when fol ded about the first fold line, should have a
depth | ess than the m ninmum size requirenment for a mail able
docunent under the "U. S.P.S. standards for first class mail".

Therefore, both claim1 according to the nain request and
claim1 according to the auxiliary request do not conply with
the requirenent of Article 123(2) EPC, and therefore neither
of the requests of the appellant is allowable.

Or der

For these reasons it is decided that:
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The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Moser
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