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Summary of Facts and Submn ssions

The appel | ant (opponent) | odged an appeal, received on
3 February 1997, against the decision of the opposition
di vi si on, despatched on 3 Decenber 1996, mai ntaining
Eur opean patent No. 0 256 768 in anended form The
appeal fee was paid on 3 February 1997 and the
statenment setting out the grounds of appeal was
received on 7 April 1997.

. The opposition had been filed against the patent as a
whol e, based on Article 100(a) EPC, in particular on
the grounds that the subject- matter of the clains did
not involve an inventive step within the neani ng of
Article 56 EPC.

L1l The appel | ant based the appeal on Articles 123(2), 84
and 56 EPC, and referred, inter alia, to the follow ng
docunent s:

D2: GB-A-2 144 564
D3: WD A-83/03018

| V. Oral proceedings were held on 16 May 2001.

V. The appel | ant requested that the decision under appea
be set aside, and that the European patent be revoked.

VI . The respondent requested that the patent be naintained
on the basis of:

Mai n request:
Clains 1 to 10 as naintai ned by the opposition

1369.D Y A
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di vi si on,

columms 3 to 7 of the patent specification as granted,
pages 2 and 2a filed on 7 Novenber 1996, and

Figures 1 to 3, 4A, 4B and 4C as granted;

First auxiliary request:
Clains 1 to 9 filed on 22 Septenber 1997,
Description and Figures as for the main request;

Second auxiliary request:

Clains 1 to 8 filed in the oral proceedings,
Description as for the main request with anended
page 2a filed in the oral proceedings, and

Fi gures as granted;

Third auxiliary request:

Caiml filed in the oral proceedings,

Clainms 2 to 8§,

Description and Figures as for the second auxiliary

request.

Caim1 of the main request reads as follows:

"1. A transaction processing apparatus conprising:

a vendor's mcrochip card (12);

a custoner's mcrochip card (19);

term nal neans (20, 30) for inputting the anmount
of a transaction, the termnal nmeans (20, 30) having a
custoner's mcrochip card reader/witer (15) for
communi cating with the custoner's mcrochip card (19)
and a vendor's mcrochip card reader/witer (8) for
comuni cating with the vendor's mcrochip card (12) ;
and

processing neans |linked with the data interchange
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with the respective reader/witers (8, 15) for
deducting the anmount of the transaction fromthe
bal ance recorded in the custonmer's mcrochip card (19)
and addi ng that anmount to the bal ance recorded in the
vendor's mcrochip card (12);

wherein the custoner's mcrochip card (19) is
prepaid so that the transaction is conplete when the
amount has been deducted fromthe bal ance recorded in
the custoner's mcrochip card (19) and added to the
bal ance recorded in the vendor's mcrochip card (12);

characterised in that each of the custonmer's
m crochip card (19) and the vendor's microchip card
(12) is involved in authentication processes to
establish the validity of the termnal neans (20, 30);

and the processing neans conpri ses:

means provided in the custonmer's mcrochip card
(19) for deducting the anbunt of the transaction from
t he bal ance recorded in the custoner's mcrochip card
(19) to obtain a new bal ance in response to a conmand
fromthe term nal nmeans (20, 30) and for sending the
new bal ance to the term nal nmeans (20, 30); and

nmeans provided in the vendor's mcrochip card (12)
for adding the anount of the transaction to the bal ance
recorded in the vendor's mcrochip card (12) to obtain
a new bal ance in response to a command fromthe
term nal neans (20, 30) and for sending the new bal ance
to the termnal neans (20, 30)."

Clains 2 to 10 are dependent on claim 1.

Caiml of the first auxiliary request reads as
fol | ows:

"1l. A transaction processing apparatus conprising:
a vendor's mcrochip card (12);
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a custoner's mcrochip card (19);
term nal neans (20, 30) for inputting the anount
of a transaction, the term nal neans (20, 30) having a
custoner's mcrochip card reader/witer (15) for
conmuni cating with the custonmer's mcrochip card (19)
and a vendor's mcrochip card reader/witer (8) for
comruni cating with the vendor's mcrochip card (12) ;
and
processi ng neans |linked for data interchange with
the respective reader/witers (8, 15) for deducting the
amount of the transaction fromthe bal ance recorded in
the custoner's mcrochip card (19) and addi ng that
amount to the bal ance recorded in the vendor's
m crochip card (12);
wherein the custoner's mcrochip card (19) is
prepaid so that the transaction is conplete when the
amount has been deducted fromthe bal ance recorded in
the custoner's mcrochip card (19) and added to the
bal ance recorded in the vendor's mcrochip card (12);
wherei n each of the customer's mcrochip card (19)
and the vendor's mcrochip card (12) is involved in
aut henti cation processes to establish the validity of
the term nal neans (20, 30);
wherei n the processing nmeans conprises neans
provided in the custonmer's mcrochip card (19) for
deducting the anmount of the transaction fromthe
bal ance recorded in the custoner's mcrochip card
(19) to obtain a new bal ance in response to a
conmmand fromthe term nal means (20, 30) and for
sendi ng the new bal ance to the term nal neans (20,
30); and neans provided in the vendor's mcrochip
card (12) for adding the anmount of the transaction
to the bal ance recorded in the vendor's mcrochip
card (12) to obtain a new bal ance in response to a
command fromthe termnal neans (20, 30) and for
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sendi ng the new bal ance to the term nal neans (20,
30);

and wherein the processing neans further
conpri ses neans provided in the customer's
m crochip card (19) for sending the bal ance
recorded in the custoner's mcrochip card (19) to
the term nal neans (20, 30); and neans for
recei ving the bal ance sent fromthe customer's
m crochip card (19), for subtracting the anount of
the transaction fromthe received bal ance to
obtain a result, for receiving the new bal ance
sent fromthe custoner's mcrochip card (19) and
for checking whether the result of the subtraction
equal s the received new bal ance. "

Clainms 2 to 9 are dependent on claim 1.

Caiml of the second auxiliary request reads as
fol | ows:

"1l. A transaction processing apparatus conprising:

a vendor's mcrochip card (12);

a custoner's mcrochip card (19);

term nal neans (20,30) for inputting the anount of
the transaction, the termnal neans (20,30) having a
custoner's mcrochip card reader/witer (15) for
conmuni cating with the custonmer's mcrochip card (19)
and a vendor's mcrochip card reader/witer (8) for
communi cating with the vendor's mcrochip card (12);
and

processi ng neans |linked for data interchange with
the respective reader/witers (8,15);

wherein the custoner's mcrochip card (19) is
prepaid so that the transaction is conplete when the
amount has been deducted fromthe bal ance recorded in
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the custoner's mcrochip card (19) and added to the
bal ance recorded in the vendor's mcrochip card (12);
wherei n the processi ng neans conpri ses neans
provided in the custonmer's mcrochip card (19) for
deducting the anmount of the transaction fromthe
bal ance recorded in the custonmer's mcrochip card (19)
to obtain a new bal ance in response to a command from
the term nal neans (20,30); and neans provided in the
vendor's mcrochip card (12) for adding the amount of
the transaction to the bal ance recorded in the vendor's
m crochip card (12) to obtain a new bal ance in response
to a command fromthe term nal neans (20,30) and for
sendi ng the new bal ance to the term nal neans (20, 30);
characterised in that

wher ei n* each of the custoner's mcrochip card (19)
and the vendor's mcrochip card (12) is involved in
aut henti cation processes to establish the validity of
the term nal neans (20, 30);
t he processing neans further conprises:
means provided in the custonmer's mcrochip card
(19) for sending the bal ance recorded in the customer's
m crochip card (19) and the new bal ance obtained in the
custoner's mcrochip card to the term nal neans
(20, 30);
nmeans provided in the term nal neans (20, 30)
for receiving the bal ance sent by the custoner's
m crochip card (19) to the term nal neans (20, 30)
for subtracting the anount of the transaction
fromthe received bal ance to obtain a result,
for receiving the new bal ance sent by the
custoner's mcrochip card (19) to the term nal neans
(20, 30) and

The Board notes that "wherein" should have been
del eted when the claimwas drafted in the two-part form

1369.D Y A
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for checking whether the result of the
subtraction equals the recei ved new bal ance; and
nmeans provided in the vendor's mcrochip card (12)
for sending the bal ance recorded in the vendor's
m crochip card (12) to the term nal neans (20,30); and
nmeans provided in the term nal neans (20, 30)
for receiving the bal ance sent by the vendor's
m crochip card (12) to the term nal neans (20, 30),
for adding the amount of the transaction to the
recei ved a balance to obtain a result,
for receiving the new bal ance sent by the
vendor's mcrochip card (12) to the term nal neans
(20, 30) and
for checking whether the result of the addition
equal s the received new bal ance. "

Clains 2 to 8 are dependent on claim 1.

Caiml of the third auxiliary request reads as
fol |l ows:

"1l. A transaction processing apparatus conprising:

a vendor's mcrochip card (12);

a custoner's mcrochip card (19);

term nal neans (20,30) for inputting the anount of
the transaction, the termnal neans (20,30) having a
custoner's mcrochip card reader/witer (15) for
conmuni cating with the custonmer's mcrochip card (19)
and a vendor's mcrochip card reader/witer (8) for
communi cating with the vendor's mcrochip card (12);
and

processi ng neans |linked for data interchange with
the respective reader/witers (8,15);

wherein the custoner's mcrochip card (19) is
prepaid so that the transaction is conplete when the
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amount has been deducted fromthe bal ance recorded in
the custoner's mcrochip card (19) and added to the
bal ance recorded in the vendor's mcrochip card (12);
wherei n the processing nmeans conprises neans
provided in the custonmer's mcrochip card (19) for
deducting the anmount of the transaction fromthe
bal ance recorded in the custonmer's mcrochip card (19)
to obtain a new balance in response to a conmand from
the term nal neans (20,30); and neans provided in the
vendor's mcrochip card (12) for adding the anobunt of
the transaction to the bal ance recorded in the vendor's
m crochip card (12) to obtain a new bal ance in response
to a command fromthe term nal neans (20,30) and for
sendi ng the new bal ance to the term nal neans (20, 30);
characterised in that

wher ei n? each of the custoner’'s microchip card (19)
and the vendor's mcrochip card (12) is involved in
aut henti cation processes to establish the validity of
the term nal neans (20, 30);
the processing neans further conprises:
means provided in the custonmer's mcrochip card
(19) for sending the bal ance recorded in the custoner's
m crochip card (19) and the new bal ance obtained in the
custoner's mcrochip card to the term nal neans
(20, 30);
nmeans provided in the term nal neans (20, 30)
for receiving the bal ance sent by the custoner's
m crochip card (19) to the term nal neans (20, 30)
for subtracting the anount of the transaction
fromthe received balance to obtain a result,
for receiving the new bal ance sent by the
custoner's mcrochip card (19) to the term nal neans

’The Board notes that "wherein" should have been
del eted when the claimwas drafted in the two-part form

1369.D Y A
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(20, 30) and

for checking whether the result of the
subtraction equals the recei ved new bal ance; and

means provided in the term nal neans (20, 30)

for reading the bal ance recorded in the vendor's
m crochi p card,

for adding the anount of the transaction to the
read bal ance to obtain a result,

for receiving the new bal ance sent by the
vendor's mcrochip card (12) to the term nal neans
(20, 30) and

for checking whether the result of the addition
equal s the recei ved new bal ance.”

Clains 2 to 8 are dependent on claiml.

The appel |l ant argued essentially as foll ows:

The contested patent dealt with the probl em of

i ncreasing the security of a transaction processing
apparatus conprising a termnal, a vendor's mcrochip
card and a prepaid custoner's mcrochip card, whereby
each of the cards conprised neans for calculating its
new bal ance on the basis of the respective recorded

bal ance and of the anmount of a transaction. The
underlying idea of the patent consisted essentially in
providing the termnal with neans for addi ng the anount
of the transaction to the vendor's bal ance recorded in
the card, for subtracting the anmount of the transaction
fromthe custonmer's bal ance recorded in the card, and
for checking these results agai nst the new bal ances

cal culated in the corresponding mcrochip cards.

The i ndependent clains of the main and of the first and

second auxiliary requests were not adm ssi bl e under
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Articlel23(2) EPC.

Caim1l according to the nmain request specified only

t hat the new bal ances obtained in the vendor's card and
in the custoner's mcrochip card were sent to the
termnal; it did not recite any feature relating to the
further processing of such new bal ances, and,

therefore, it did not specify how the probl em of

i ncreasing the security of the systemwas actually
solved. In fact, it was possible to i nagi ne that, once
they were sent to the termnal, the new bal ances coul d
be verified in many different ways. Hence, claiml
covered ot her possible, but undisclosed, solutions to
the problem of increasing the security of a transaction
processi ng appar at us.

Caim1l according to the first auxiliary request
conprised features relating to the verification of the
custonmer's new bal ance in the termnal. However, it did
not specify how the vendor's new bal ance shoul d be
processed, and, therefore, it did not include sone
essential features of the only disclosed enbodi nent of
the invention.

In claiml according to the second auxiliary request,
it was specified that the vendor's mcrochip card
conpri sed neans for sending the bal ance recorded in the
vendor's mcrochip card to the term nal neans, whereas
according to the description the controller located in
the termnal read the bal ance stored in the vendor's

m crochi p card. Though neans | ocated in the term na

for reading the balance stored in the card m ght be
consi dered equi valent to neans provided in the card for
sendi ng the balance to the termnal, the latter
constituted a different solution which was not
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di sclosed in the application as filed.

Docunent D3 showed a transaction processing apparatus
conprising all the features recited in the preanbl e of
claim1 of the third auxiliary request. In this

apparatus, the new bal ances were calculated only in the
vendor's mcrochip card and in the custoner's mcrochip
card. In order to increase the security of the system
and to prevent a fraudul ent mani pul ati on of the cards
that could result in the anbunt of a transaction not
being correctly added to or subtracted fromthe bal ance
of a mcrochip card, it was straightforward to consider
the possibility of double checking the cards' bal ances
after the transaction anount was recorded. Thus, it
woul d be obvious to a person skilled in the art to
consi der the possibility of providing the termnal with
means for carrying out the necessary cal cul ati ons and
for checking the cards' new bal ances agai nst the
results obtained in the term nal

The only other feature which distinguished the subject-
matter of claiml1l fromD3 related to the fact that both
cards were involved in the authentication of the

term nal. Such neasure was known in the prior art (see
D2) and i ndependent of the other features concerning
the cal cul ati on and the doubl e checki ng of the new

bal ances.

Hence, it was obvious to a person skilled in the art,
starting fromD3 and wi shing to i nprove the security of
the system described in this docunent, to conbine the
teachings of D3 and D2 with common general know edge in
order to arrive at an apparatus falling within the
terms of claiml.



1369.D

- 12 - T 0141/ 97

The respondent’'s argunments can be summari sed as
fol | ows:

The i ndependent clains of all requests were adm ssible
under Article 123(2) EPC

The rai sed objection essentially consisted in that only
some features had been selected fromthe description.
Such, a generalisation was possible under the condition
that features, as in the present case, could be
separated from one anot her.

Claim1 according to the main request contained the
essential feature of the invention which consisted in
providing the customer's mcrochip card and the
vendor's mcrochip card with neans for sending the new
bal ances to the termnal. In fact, the possibility of

i ncreasing the security of the system by checking the
new bal ances so that no "noney" was created during a
transaction was inplenented nerely by providing the
custoner's and the vendor's mcrochip cards with neans
for sending the new bal ances to the term nal where they
coul d be further processed.

Caiml according to the first auxiliary request
specified neans provided in the termnal for verifying
the custonmer's new balance. It was inplicit in the
application as originally filed that neans for double
checking the custoner's new bal ance and neans for
doubl e checking the vendor's new bal ance were

I ndependent features of the invention, and that the
security of the apparatus known from D3 was i nproved
even if only the custoner's bal ance was doubl e checked
inthe termnal. In fact, the custoner's card was nore
likely to be involved in a possible fraud than the
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vendor' s.

Caiml of the second auxiliary request was based on
all the features of the preferred enbodi nent. Though it
was not explicitly stated in the description that the
vendor's m crochip card contai ned neans for sending the
bal ance to the termnal but only that the term nal read
such bal ance, it was inplicit to the skilled reader
that these were equival ent solutions, and that they
were both neant to be covered by the present invention.

As to the inventive step of the subject-matter of
claim1l of the third auxiliary request, there was no
indication in the prior art that it would be obvious to
a skilled person, starting fromthe apparatus of D3 and
Wi shing to solve the problemof increasing the security
of its operation, to provide the termnal wth neans
for calculating the new bal ances and for double
checki ng them agai nst the new bal ances obtained in the
correspondi ng m crochi p cards.

Reasons for the Deci sion

1

1369.D

The appeal is adm ssible.

The contested patent relates to a transaction
processi ng apparatus conprising a prepaid custoner's

m crochip card, a vendor's mcrochip card and a

term nal communicating with the custonmer's card and the
vendor's card. The cards conprise neans for recording

t he bal ances of the custoner's and vendor's accounts
and for updating themafter a transaction. According to
the only detail ed enbodi nent of the invention, the
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custonmer's and the vendor's new bal ances are al so
calculated in the termnal and checked agai nst the new
bal ances determ ned in the corresponding m crochip
cards.

Adm ssibility of the amendnents

Mai n request

3.1

3.2

1369.D

The characterising part of claim1 conprises, inter
alia, nmeans |located in the custoner's mcrochip card
and in the vendor's mcrochip card for sending the
correspondi ng new balances to the termnal. In the
application as originally filed, such neans are
specified only in connection with other "processing
means” |ocated in the termnal for verifying that the
new bal ance cal cul ated by the custoner's m crochip card
corresponds to the difference between the recorded

bal ance and the transaction anount, and that the new
bal ance of the vendor's mcrochip card equals the sum
of the recorded bal ance and of the transacti on anount.

The description as originally filed specifies the
follow ng functions perforned by the "processing neans”
in the preferred enbodi nent of the invention:

(a) the custonmer's mcrochip card reads the bal ance
i nformation recorded in its nmenory and reports it
to the cash-register termnal (cf. page 8,
lines 14 to 17);

(b) the custoner's mcrochip card updates the bal ance
records in its nenory and notifies the cash-
register termnal via the custoner's mcrochip
card term nal of the new bal ance after the update
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(cf. page 8, lines 28 to 32);

(c) the main controller then subtracts the anount of
the transaction fromthe bal ance reported in step
(a) and checks whether the result equals the new
bal ance reported in step (b) (cf. page 8, line 32
to page 9, line 1);

(d) the main controller operating via the mcrochip
card reader/witer reads the bal ance recorded in
the vendor's mcrochip card and sends the anount
of the transaction to this card (page 9, line 8 to
11);

(e) the vendor's mcrochip card adds the anpbunt of the
transaction to the balance in its nmenory and sends
t he resultant new bal ance and the anount of the
transaction back to the cash-register termnal for
checking (cf. page 9, lines 12 to 16);

(f) the main controller checks that the reported
amount of the transaction is correct, adds it to
the bal ance read in step (d), and checks that the
result equals the reported new bal ance (cf.
page 9, lines 16 to 19).

In other words, claiml1l is directed to an apparatus
conprising mcrochip cards which cal cul ate the new

bal ances resulting froma certain transaction and send
their respective results to the term nal neans for
further unspecified processing, whereas the description
as originally filed specifically defines the processing
of the new bal ances sent to the termnal as a
conparison with the correspondi ng new bal ances
cal cul ated by processing neans located in the term nal.
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The Board agrees with the appellant that the claim by
not specifying how the bal ance val ues sent to the

term nal should be used or processed, covers

enbodi nents of a transacti on processi ng apparatus which
go beyond the original disclosure. Hence, claiml is
not adm ssible under Article 123(2) EPC

First auxiliary request

4.2

1369.D

Caim1l according to the first auxiliary request
differs fromclaim1l according to the main request in
that it further conprises:

nmeans for receiving the bal ance sent fromthe
custoner's mcrochip card, for subtracting the anount
of the transaction fromthe received bal ance to obtain
a result, for receiving the new bal ance sent fromthe
custoner's mcrochip card and for checki ng whet her the
result of the subtraction equals the received new

bal ance.

Hence, claim 1l contains the additional features
relating to the fact that the custoner's new bal ance is
cal cul ated both by the term nal and by the customer's
m crochip card, and that a conparison of the two val ues
Is made. However, since this claimdoes not specify any
means for checking the validity of the vendor's new

bal ance, it constitutes a generalisation of the
preferred enbodi nent.

The Board agrees with the respondent that it is not a
provi sion of the EPC that all elenents of the preferred
enbodi nent of an invention should be recited in the

I ndependent claim However, if a certain conbination of
features specified in connection with an enbodi nent
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constitutes the solution to a certain problem a

sel ection of sone of these features may not adequately
specify the solution as originally disclosed, or it may
even define a possible "new' solution: i.e. a solution
which is neither explicitly nor inplicitly disclosed in
the original application. In one case, the clai mwould
not conprise all essential features of the invention,
while in the other it would infringe Article 123(2)

EPC.

Since claim1l of the first auxiliary request does not

i nclude any feature for conparing the new bal ance of
the vendor's mcrochip card with the new bal ance
calculated in the termnal, it covers al so apparatuses
whi ch do not address the problem of verifying the
vendor's new bal ance or which may solve this problem
ot her than by checking the bal ance obtained in the
vendor's m crochi p card agai nst the bal ance cal cul ated
in the termnal, as disclosed in the contested patent.

Since claim1l according to the first auxiliary request
conprises subject-matter which is not covered by the
original disclosure, it is not adm ssible under
Article 123(2) EPC

auxi liary request

Claim1 according to the second auxiliary request
conprises all the features required to double check in
the termnal the new bal ances obtained in the
customer's and in the vendor's mcrochip cards. In
particular, it recites that the processing nmeans
conpri ses:

means provided in the vendor's mcrochip card for
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sendi ng the bal ance recorded in the vendor's mcrochip
card to the term nal neans.

However, it is specified in the application as
originally filed that:

“the main controller 10, operating via the mcrochip
card reader/witer 8, reads the bal ance recorded in the
vendor's mcrochip card 12" (page 9, lines 9 to 10)

Therefore, according to the description, the balance is
not sent by neans conprised in the vendor's m crochip

card; it is read by neans located in the termnal.

According to the respondent, it is inplicit in the
description that, if the balance is read by neans

| ocated in the termnal, it can also be sent to the
term nal by nmeans |ocated in the vendor's card.

However, the Board agrees with the appellant that,
though it may be equivalent, froma technical point of
view, to have neans |ocated in the termnal for reading
t he bal ance stored in the vendor's card or neans in the
vendor's card which send the bal ance to the term nal,
the wording of the claimrelates to a possible solution
which is not covered by the description as filed and
which, in fact, extends the patent beyond the content

of the original application.

Hence, claim 1l of the second auxiliary request is not
adm ssi bl e under Article 123(2) EPC

Third auxiliary request

1369.D

Caim1l of the third auxiliary request is based on al
the essential features of the preferred enbodi nent and,
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as such, relates to subject-matter which is explicitly
di scl osed in the application as originally filed.

Furt hernore, the conbination of these features limts
the scope of the granted i ndependent claim In fact,

t he appel l ant has not rai sed any objection against this
claimunder Article 123(2) or Article 123(3) EPC .

It is not in dispute that the subject-matter of claiml
according to the third auxiliary request is new wthin
the nmeaning of Article 54 EPC

| nventive step

8.2

1369.D

Both parties agree that D3 discloses a transaction
processi ng apparatus conprising all the features
recited in the preanble of claiml1, and that the
“term nal neans"” shown in D3 are not involved in the
cal cul ation of the vendor's and custoner's new

bal ances, or in the verification of the cal cul ations
perfornmed by the m crochip cards.

Hence, the subject- matter of claim1 differs fromthe
apparatus known from D3 essentially in that:

(1) each of the custoner's mcrochip card and the
vendor's mcrochip card is involved in
aut henti cati on processes to establish the
validity of the term nal neans;

and the processing neans further conprises:

(1) nmeans provided in the custoner's mcrochip card
for sending the bal ance recorded in the
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custoner's mcrochip card and the new bal ance
obtained in the custoner's mcrochip card to the
t erm nal

(iii) neans provided in the term nal nmeans for
recei ving the bal ance sent by the custoner's
m crochip card to the term nal neans, for
subtracting the anmount of the transaction from
t he received balance to obtain a result, for
recei ving the new bal ance sent by the custoner's
m crochip card to the termnal neans and for
checki ng whether the result of the subtraction
equal s the recei ved new bal ance and

(i1v) means provided in the termnal neans for reading
t he bal ance recorded in the vendor's mcrochip
card, for adding the anmobunt of the transaction to
the read bal ance to obtain a result, for
recei ving the new bal ance sent by the vendor's
m crochip card to the term nal neans and for
checki ng whether the result of the addition
equal s the received new bal ance.

Starting fromthe disclosure of D3, the problem
addressed by the present invention can be defined as

i ncreasing the security of the known appar at us.
According to features (i) to (iv), this problemis
essentially solved by involving the vendor's and the
custoner's mcrochip cards in the authentication of the
termnal and by performng in the term nal a double
check of the new bal ances obtained in the mcrochip
cards.
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8.4 The Board agrees with the appellant that it is known
fromD2 to involve mcrochip cards connected to a
termnal in the authentication of the termnal, and
that it nay be regarded as obvious to a person skilled
in the art to add this feature to the apparatus known
from D3.

8.5 However, the appellant has not provided any evidence in
support of the view that it would be obvious to a
skill ed person, starting fromthe apparatus shown in
D3, to arrive at the conbination of features recited in
the characterising part of claiml1 and relating to the
verification of the new bal ances. In fact, the
appel l ant has essentially argued that the sel ection of
the foll ow ng neasures:

- doubl e checking the new bal ances cal cul ated in the
m crochi p cards, and

- providing the termnal with nmeans for carrying out
such doubl e checki ng,

and their application to the apparatus shown in D3
woul d not involve any inventive activity on the part of
a person of ordinary skills wishing to increase the
security of the known apparat us.

8.6 In the opinion of the Board, double checking the new
bal ances cal culated in the mcrochip cards constitutes
al ready a selection of a particular form of
verification of the correct functioning of the
m crochi p cards and, consequently, of the fact that
t hey have not been fraudul ently mani pul ated. Though
doubl e checking as a formof verification is per se
known and its application to the apparatus of D3 may

1369.D Y A
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I ndeed appear straightforward in the know edge of the

i nvention, it would not be fair to assune that a
skill ed person would i medi ately think of adopting this
particul ar nmeasure when facing the probl em of

i ncreasing the security of the apparatus of D3.

In any case, the nere realisation that doubl e checking
woul d i ncrease the security of the apparatus of D3
woul d not suffice to arrive at the clainmed invention:
the skilled person would have further to determ ne how
and where this verification should advant ageously be
carried out, and what correspondi ng nodifications of

t he apparatus shown in D3 woul d be required.

Furthernore, before deciding to devel op a transaction
processi ng neans conprising a termnal wth processing
means for calculating and verifying the new bal ances,
the skilled person would have to realise the
possibility of replacing the "dunb” termnal |inked to
a host conputer shown in docunent D3 with an
"intelligent” term nal capable of perform ng at |east
sone of the functions of the mcrochip cards. As

poi nted out by the respondent, an "intelligent"
termnal is not the only possible solution to the
probl em of doubl e checking the new bal ances. For

i nstance, it would be conceivable to use one mcrochip
card to verify the other card' s new bal ance, as both
m crochi p cards al ready conprise processi ng neans

sui table for perform ng cal cul ati ons.

Considering all the "right" choices which the skilled
person woul d have to nake before arriving at the

cl ai med apparatus, the Board finds that the present

i nvention should not be regarded as an obvi ous

I nprovenent of the apparatus shown in D3.
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8.8 Hence, the Board concludes that the subject-mtter of
claim1l involves an inventive step within the neaning
of Article 56 EPC

Clainms 2 to 8 are dependent and, therefore, their
subject-matters al so i nvolve an inventive step

9. For the above reasons, the Board finds that the
appellant's third auxiliary request neets the

requi renents of the EPC and that the patent can be
mai nt ai ned on the basis thereof.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
respondent's third auxiliary request, as follows:
Clains 1 to 8 filed in the oral proceedings,

Columms 3 to 7 of the patent specification with Page 2
filed on 7 Novenber 1996 and Page 2a filed in the ora

proceedi ngs, and

Figures 1 to 3, 4A, 4B and 4C as granted.

The Regi strar: The Chai r man:

1369.D Y A
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R. Schunmcher G Davi es
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