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Summary of Facts and Subm ssi ons
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The appeal is fromthe decision of the Opposition
Division to maintain European patent No. 0 499 732 in
amended formwith clains 1 to 15 submtted as second
auxi liary request during oral proceedi ngs on

14 Novenber 1996. Claim 1l thereof reads as foll ows:

"Apparatus for treating electrically conductive fluid
fl ow ng through piping, said apparatus conprising:

a pipe (7) having an inlet and outlet for connection to
t he pi pi ng;

a positive electrode (1) of electrically conductive

mat eri al ;

a negative electrode (2) of electrically conductive
material that is spaced apart and electrically isolated
fromthe electrically conductive material of said
positive electrode (1);

the electrically conductive materials of said

el ectrodes (1,2) having different el ectrochem cal
potentials such that when a body of electrically
conductive fluid to be treated in the device flows

bet ween said el ectrodes, an el ectroconductive
connection that devel ops an el ectroconductive potenti al
between said electrodes is only established through the
body of fluid whereby the fluid is ionized; and

athird electrode (3) of electrically conductive iron
or iron alloy;

all of said electrodes being provided internally of
said pipe (7);

the electrically conductive material of said third

el ectrode (3) being electrically isolated fromthe
electrically conductive material of said negative

el ectrode (2); and

the electrically conductive material of said third
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el ectrode (3) being electrically connected to the
electrically conductive material of said positive

el ectrode (1) such that when a body of fluid to be
treated in the device extends between said third and
said positive electrodes, iron ions of the electrically
conductive material of said third el ectrode (3) are

rel eased into the fluid."

The Opposition Division considered, inter alia, the
foll ow ng docunent:

D4: EP-A-0 267 296.

It considered that the technical problemto be sol ved
was to prevent discolouration of the water at the
initial opening of the systemfollowng a | ong period
of tinme when the water has not been flow ng through the
system It was held that in the prior art there was no
incentive to the clained device and that the skilled
person woul d not have arrived at the subject-matter of
claiml by ordinary routine work.

In the statenment of the grounds of appeal, the

appel lant submtted, inter alia, that the subject-
matter of clains 1 and 13 | acked an inventive step over
D4. It was argued that the device according to claiml
differed fromthe device disclosed in D4 only in the
presence of an additional iron el ectrode connected to
the isolated carbon el ectrode and that it was obvi ous
that the problem of iron discolouration in water
systens coul d be solved by a sacrificial iron anode. In
order to release ions the iron anode should forma

gal vanic couple with an el ectrode of |ess

el ectronegative potential, ie to the carbon el ectrode.
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The respondent replied that it was not necessary to add
to the cooments already on file and suggested that the
Board shoul d decide the case on the basis of the

exi sting witten subm ssions.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

0911.D

The appeal is adm ssible.

The only issue to be decided in the present appeal is
t hat of inventive step.

The Board considers that D4 represents the cl osest
state of the art. D4, an earlier European patent
application of the respondent, discloses a device for
treating water, which, apart fromthe presence of an
internal third electrode, conprises all the features of
present claiml. One of the properties of the device
according to D4 is said to be the prevention of the
formng of iron-containing scale (pages 3 and 16).

Anot her property is said to be the renpval of the oxide
scale froma water pipeline systemconprising the
device (page 5, first paragraph). D4 corresponds to
US-A-4 902 391, discussed in the patent in suit. In the
patent in suit it is admtted that the known device is
effective for renoving an iron-containing scale. It is
however alleged that the action of renoving such a
scale is relatively slow Using such an apparatus a
period of one nonth to several nonths may be required
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to clean an iron-containing scale out of a fluid
cont ai nment system dependi ng on the thickness of the
scale. Apart fromthe extended period of tine required
to renove the scale, there is another disadvantage in
that a considerable increase remains in the iron oxide
particles released into the fluid as the fluid is
flushed fromthe system Therefore, a relatively |ong
time is required to flush out the system each norning
before a clear fluid can be obtai ned.

According to the patent in suit it was therefore an
object of the present invention to provide an apparatus
which will effect a slow cleaning of a particul ar
compound fromw thin a fluid contai nnent system as the
fluid is flow ng through the systemand which will at
the sane tinme inhibit the release of |arge amounts of
such a compound into the fluid when the fluid is not
flow ng through the system such as during the night
(colum 2, lines 18-54).

The patent in suit, however, does not contain
conparative exanples with respect to the device
according to D4 which could support the alleged

advant ages. Disclosed are tests whereby the influence
of tap water on a piece of rusted iron in a glass
beaker is exam ned, whereby the influence of ordinary
tap water was conpared with that of tap water that had
first been passed through the clained apparatus. The
tests showed that with the treated water

di scol ourisation by the rust was reduced and it was
concl uded that by enploying the apparatus of the patent
in suit the release of iron was del ayed (colum 6,

line 6 to colum 7, line 11). These tests are, however,
not suitable to denonstrate a technical effect over DA4.
For that purpose, the effect of tap water having passed
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t he apparatus according to the patent in suit should
have been conpared with tap water having passed the
apparatus according to D4. In the absence of a direct
conparison with the closest prior art apparatus, the
Board cannot accept the all eged advantages as a basis
for defining the problem underlying the invention.

Under these circunstances the Board regards the
techni cal problemunderlying the invention as being the
provi sion of a further apparatus for treating
electrically conductive fluid suitable for renoving or
preventing iron-containing scale.

The patent in suit proposes to solve this problem
essentially by adding a third electrode of iron or an
iron alloy, electrically connected to the "positive

el ectrode”, ie the electrode with the highest el ectrode
potential. The Appellant has not questioned the scal e-
renovi ng or preventative properties of the clained
apparatus. The Board therefore accepts that the above
menti oned problemis solved by the apparatus according
to claim1.

It remains to be deci ded whether the nodifications
according to present claiml with respect to the known
devi ces disclosed in D4 are obvious to a person skilled
in the art.

The respondent did not nake any statenment with respect
to the issue of inventive step in the appeal
proceedings. Wth regard to D4, the only comrent in the
opposition file was that Fig. 5 therein did not

di scl ose a device conprising a third el ectrode; see the
respondent’'s letter dated 15 June 1995, point 2.3.
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In the absence of any proof of the alleged influence of
the addition of the said third el ectrode on scale
reduction or on any other technically rel evant property
of the device, the Board can only consider the addition
of the third electrode to the device according to D4 as
a nodification which at best has no technical function,
and may even be technically di sadvant ageous.

A technical disadvantage caused by the introduction of
the third el ectrode can be seen in the need for an
additional step in the construction of the device. Such
a di sadvant ageous nodi fi cati on does not involve an
inventive step, if the skilled person could clearly
predict this di sadvantage and was right in his
assessnment thereof, and if, as is the case here, this
predi ct abl e di sadvant age was not conpensated by any
unexpected techni cal advantage (see T 119/82, QJ EPO
1984, 217).

Li kewi se, a technically non-functional nodification
cannot render a known device inventive.

The Board is aware of decision T 1027/93 of 11 Novenber
1994 (not published in Q3 EPO, in which another Board
observed (obiter) that the EPC does not require that an
invention, to be patentable, nust entail any useful
effect, and that the apparent futility of a given nodus
operandi could rather be said to render it conpletely
non- obvi ous.

In the Board's judgnent, however, technically non-
functional nodifications are irrelevant to inventive
step, even if the skilled person would never think of
such a nodification. A parallel can be drawn with a new
desi gn based on a known technical concept. That new
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design m ght be a surprise and thus "not obvi ous" for
pr of essi onal designers. Nevertheless if the
nodi fi cati ons have no technical relevance and are, from
a technical point of view, arbitrary, the new design is
not patentabl e and does not involve an inventive step
within the nmeaning of Article 56 EPC, cf. T 72/95,

point 5.4; T 157/97, point 4.2.4 and T 176/ 97,

point 4.4, all dated 18 March 1998. In the present case
too, the device according to claiml is considered to
be no nore than an arbitrary nodification of the design
of the device according to D4 which does not involve an
inventive step within the nmeaning of Article 56 EPC.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
S. Hue R Spangenberg
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