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Summary of Facts and Subm ssi ons

1970.D

An opposition was filed agai nst the European patent
No. 468 588.

Wth its decision dispatched on 3 Decenber 1996 the
opposi tion division revoked the patent pursuant to
Article 102(1) EPC

The opposition division found that the subject-nmatter
of Caiml of the patent as granted, upon which the
proprietor had based its main request, did not involve
an inventive step having regard inter alia to docunent
EP- A-360 354 (D1) which was considered as discl osing
the cl osest prior art.

On 29 January 1997 the appellant (proprietor) |odged an
appeal against this decision (see the notice of appea
in Dutch and the respective English translation) and
simul taneously paid the appeal fee. The notice of

appeal contains the follow ng statenent: "The
maintaining in full of the patent in suit is requested
for the reasons as will be set out in the Gounds of

Appeal " (see page 1).

A statenent setting out the grounds of appea
(hereinafter SGA) was received on 2 April 1997.

Wth the SGA the appellant filed an anended Claim1l and
based his request upon it.

In the SGA it is stated that the anended Claim 1
defines the sensor "as a nmastitis sensor ... or a fl ow
sensor or a mlk neter or any other sensor, except a



1970.D

- 2 - T 0162/ 97

tenperature sensor, which can generate a signa

I ndi cative for the occurrence of "blind mlKking (see
page 1, 2nd paragraph). In the paragraph bridging

pages 1 and 2 of the SGA the appellant stated that from
docunent D1 it was known to use a tenperature sensor to
detect blind mlking and that in particular situations
probl enms could occur in sunmmer, as the outside
tenperature could be as high as the tenperature of the

m |k (see page 2, 2nd paragraph).

Wth a letter dated 11 August 1997 the respondent
(opponent) filed new docunents and argued that the
amended Claim1l, "even if limted to one of the

al ternatives suggested for the sensor to detect "blind
m | ki ng"" (see page 4, 3rd paragraph) |acked an

I nventive step

Wth a letter dated 1 Cctober 1997 the respondent

rai sed the issue of the adm ssibility of the appeal and
essentially argued that the anended Caim1, which had
not been previously presented during the opposition
proceedi ngs, did not support the notice of appea
according to which the maintenance in full of the

pat ent was requested.

In a communi cati on annexed to the sumons to attend
oral proceedings, the board expressed its provisiona
opinion with respect to the admssibility of the
anmendnents filed by the appellant.

On the subject of the admssibility of the appeal, the
board drew the attention of the parties to decisions
T 729/90, T 105/87 and T 563/91 (cited in Case Law of
t he Boards of Appeal of the European Patent O fice, 3rd
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ed. 1998, VI1.D.7.5.2 (d), page 488).

Oral proceedings were held on 30 June 1999.

During the oral proceedings the appellant filed three
anmended i ndependent clains 1 and based upon themits
mai n request as well as two auxiliary requests.

Claim1 according to the main request of the appellant
is worded as follows:

"1l. An inplenment for automatically m |l king an ani nmal
such as a cow, which inplenment conprises a m|lking
plant (1) including teat cups (2) and a robot arm by
means of which the teat cups are automatically
connectable to the teats of the aninmal's udder as well
as a m |k neasuring device conprising at |east one mlKk
nmeter (3), via which mlk neasuring device the mlk
comng fromthe teat cups (2) can be conveyed into a
mlk tank (6), while furthernore there is provided a
sensor (23, 24), by nmeans of which, after a teat cup
(2) has been brought to a teat of the aninmal's udder
and a vacuum has been produced in the teat cup inner
space, a signal is generated indicative for the
occurrence of "blind mlking", i.e. the folding of a
teat during automatic connection of a teat cup to said
teat, characterized in that the sensor (23, 24) is
constituted by a mastitis sensor, which operates on the
basis of change in m |k conductivity, or a fluid fl ow
sensor or the mlk nmeter or any other sensor, except a
tenperature sensor, which can generate said signa

i ndi cative for the occurrence of "blind mlking" and
whi ch signal in the case of blind mlking effects that
the relevant teat cup (2) is automatically decoupl ed
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and, by neans of said robot arm connected again.”

Claim1 according to the first auxiliary request of the
appel lant is worded as fol |l ows:

"1l. An inplenment for automatically m |l king an ani nmal
such as a cow, which inplenment conprises a m|lking
plant (1) including teat cups (2) and a robot arm by
means of which the teat cups are automatically
connectable to the teats of the aninal's udder as well
as a m |k neasuring device conprising at |east one mlKk
nmeter (3), via which mlk neasuring device the mlk
comng fromthe teat cups (2) can be conveyed into a
mlk tank (6), while furthernore there is provided a
sensor (23, 24), by nmeans of which, after a teat cup
(2) has been brought to a teat of the aninmal's udder
and a vacuum has been produced in the teat cup inner
space, a signal is generated indicative for the
occurrence of "blind mlking", i.e. the folding of a
teat during automatic connection of a teat cup to said
teat, characterized in that the sensor (23, 24) is
constituted by a mastitis sensor, which operates on the
basis of change in m |k conductivity, or a fluid fl ow
sensor or the mlk neter and which signal in the case
of blind mlking effects that the relevant teat cup (2)
Is automatically decoupl ed and, by neans of said robot
arm connected again."”

Claim1 according to the second auxiliary request of
the appellant is worded as fol |l ows:

"1l. An inplenent for automatically m |l king an ani nal
such as a cow, which inplenment conprises a m|lking
plant (1) including teat cups (2) and a robot arm by
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means of which the teat cups are automatically
connectable to the teats of the aninmal's udder as well
as a m |k nmeasuring device conprising at |east one mlKk
nmeter (3), via which mlk neasuring device the mlk
comng fromthe teat cups (2) can be conveyed into a
mlk tank (6), while furthernore there is provided a
sensor (23, 24), by nmeans of which, after a teat cup
(2) has been brought to a teat of the aninmal's udder
and a vacuum has been produced in the teat cup inner
space, a signal is generated indicative for the
occurrence of "blind mlking", i.e. the folding of a
teat during automatic connection of a teat cup to said
teat, characterized in that the sensor (23, 24) is
constituted by a mastitis sensor, or a fluid fl ow
sensor or the mlk neter, which signal in the case of
blind mlking effects that the relevant teat cup (2) is
automati cal ly decoupl ed and, by neans of said robot

arm connected again.”

On the subject of admssibility of the appeal, the
appel | ant essentially argued that the appeal was

adm ssi bl e because it was clear that the anmended
Caim1l took away the objections raised in the decision
under appeal .

On the subject of inventive step the appell ant
essentially argued that the subject-matter of the

I ndependent cl aimof each of its requests represented
the solution of a particular problem which probl em was
not nentioned in the prior art, this solution being
based upon the new use of known sensors for solving
this particul ar problem

The appel lant also submtted that Claim1l according to
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the main request did not contravene the requirenents of
Articles 100(c) and 123 EPC

Concerning the admssibility of the appeal, the
respondent essentially argued that an appeal, in order
to be adm ssible, not only had to chall enge the

I mpugned decision, it also had to contain argunents why
the deci sion was wong. The nere filing of anended
claims would not neet this requirenent for

substanti ation, and thus the present appeal coul d not
fulfil Article 108, third sentence, EPC. In consequence
the appeal had to be rejected as inadm ssible under
Rule 65(1) EPC. In this respect, the respondent al so
based its argunents upon the decisions of the boards of
appeal T 220/83 (QJ 1986, 249), T 145/88 (QJ 1991,

251), T 169/89 (unpublished), T 213/85 (QJ 1987, 482)
and G 9/91 (QJ 1993, 408). The respondent argued that,
if the board were to find support for the admssibility
of the appeal in sone part of the case |aw of the
boards of appeal, this part of the case | aw would then
contradict the decisions cited. In particular, the
respondent argued that the decision T 169/89

contradi cted decision T 105/87.

Concerning the adm ssibility of the anendnents the
respondent argued that Claim1 of the main request as
wel | as of the second auxiliary request contravened
Articles 100(c) and 123(2) EPC

On the subject of inventive step the respondent argued
as foll ows:

Docunent D1 not only taught the use of a tenperature
sensor for detecting "blind mlking" but al so suggested
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the idea of neasuring the mlk flowin order to detect
t hi s phenonenon. Tenperature sensors, nastitis sensors
operating on the basis of change in m |k conductivity
and flow sensors were equivalents in this respect,
particul arly because they were already used in sem -
automatic mlking inplenents in order to generate a
signal indicative of a reduction in the mlk flow,

whi ch signal effected the automatic decoupling of the
teat cup or cups. Moreover, the idea of using a signa
effecting that each teat cup was autonmatically
decoupled (if the teat is not correctly engaged) and
then connected again was known from either docunent WO
A- 85/ 02973 (D2) or docunment US-A-4 838 207 (D16).
Therefore, it would be obvious for a skilled person to
arrive at the subject-matter of the independent claim
of each of the requests of the appellant.

The appel | ant requested that the decision under appea
be set aside and the patent be naintained on the basis
of either the main request or the first auxiliary
request or the second auxiliary request, filed in the
oral proceedings. Alternatively, the appellant
requested that the case be referred back to the first

i nstance for further prosecution.

The respondent requested that the appeal be rejected as
i nadm ssi ble and, auxiliarily, if the board considers
the appeal to be adm ssible, that a question be
referred to the Enl arged Board of Appeal.

Alternatively, the respondent requested that the appea
be di sm ssed.
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Reasons for the Deci sion

1

1.1.2

1970.D

The adm ssibility of the appeal and the respondent's
request to refer a question to the Enlarged Board of

Appeal

According to Rule 65(1) EPC an appeal has, in order not
to be rejected as inadmssible, to conply with
Articles 106 to 108 and with Rule 1, paragraph 1, and
Rul e 64(b) EPC. Since the dispute between the parties
only concerned the requirenents of Rule 64(b) and
Article 108, third sentence, EPC the board, after
having verified that the other requirenments for the
adm ssibility of the appeal are satisfied, wll focus
its attention on the disputed requirenents.

According to Rule 64(b) EPC a notice of appeal shal
contain "a statenent identifying the decision which is
I mpugned and the extent to which amendnment or
cancel l ation of the decision is requested", and
according to Article 108, third sentence, EPC "a
witten statenent setting out the grounds of appea
must be filed...".

In the notice of appeal the appellant refers (in the
Dutch original version) to the decision under appea
and states that "... maintaining in full of the patent
in suit is requested ...". The board therefore finds
that the formal requirements of Rule 64(b) EPC are net.

The exam nation of whether the requirenments of
Article 108, third sentence, EPC are net has to be made
on the basis of the contents of the SGA and of the
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deci si on under appeal .

In the present case, it is clear fromthe decision
under appeal that the subject-matter of Claim1l of the
patent as granted was found to | ack inventive step
having regard inter alia to the prior art disclosed in
docunent D1. It is also clear fromthe decision under
appeal that the m |l king inplenment accordi ng to docunent
D1 was provided with a tenperature sensor generating a
signal indicative of the phenonenon called "blind

m | ki ng" (see section 1, page 2).

On the other hand, it is clear fromthe SGA that, in
the anended Caiml filed with the SGA tenperature
sensors are disclainmed and that "from docunment D1 ..
it is known to use a tenperature sensor" (see above,
section I11).

Thus, the reader of the SGA - bearing also in mnd the
content of the decision under appeal - would realize
that the appellant argues that the reasoning in the
deci si on under appeal, which was based on the
conparative analysis of the granted Claim1l with
respect to the content of docunent D1, no | onger
applies, in view of anmended Claim1l. In other words,
the nature and the extent of the amendnents to Claim1l
of the patent as granted (as filed by the appell ant
wth the SGA) neke it clear that the reasons in the
deci si on under appeal no |onger are rel evant. Moreover,
the SGA explicitly indicates that there is a causa
link between the anended Claim1l and the reasons given
i n the decision under appeal. Therefore, the SGA gives
a clear indication of the |Iegal and factual reasons why
(according to the appellant) the decision under appea
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shoul d be set aside. In other words, the SGA contains a
cl ear presentation of the appellant's case.

It has to be noted that the respondent seens to have
been able to understand the appeal properly since it

replied straight forwardly to the SGA, cf. the letter
dated 11 August 1993 (see above section 1V, 1st

par agr aph).

The nost general of the argunents of the respondent was
essentially based upon the idea that an appeal in order
to chall enge the decision under appeal has always to
deal with the reasons given in this decision. According
to the respondent, the nere filing of anended cl ai ns
cannot nake an appeal adm ssible because this woul d
result in the appeal proceedi ngs being a continuation
of the opposition proceedings. In this respect the
respondent referred to a sentence in the decision

G 9/91 according to which "The purpose of the appea
procedure inter partes is mainly to give the | osing
party the possibility of challenging the decision of
the Opposition Division on its nerits" (see

section 18). The respondent al so argued that any
request shoul d have been presented al ready before the
opposition division so that the board nmay decide only
on the nerits of the decision of the opposition

di vi si on.

The board finds that this argunent is not relevant for
the present case because the anended Claim1l filed by
the appellant with the SGA - as already stated in
section 1.1 above - clearly represents an attenpt to
overcone the reasons given in the decision under
appeal. In any case, it has to be noted that if a
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patent proprietor were not to be able to file new
clains on appeal, this not only would result in forcing
himto keep and defend the clains upon which the

deci sion of the first instance is based, even when he
realises that these clains are unallowable, but it
could also result in a mass of requests being presented
bef ore the opposition division, unduly prol ongi ng these
proceedi ngs

Furthernore, the board cannot agree with the idea that
the patent proprietor, although recognising during the
appeal proceedings that its requests could not lead to
t he mai ntenance of the patent, would be prevented from
anmendi ng the clains. Such an approach has no basis in
the EPC. On the contrary, Rule 57a EPC all ows the
patent proprietor to anend its patent under certain

ci rcunstances, and Article 111(1), second sentence, EPC
I ndi cates that a board may exercise any power within

t he conpetence of the departnent which was responsibl e
for the decision appeal ed, suggesting thereby that a
board nmay al so accept and exam ne new anmended cl ai ns.

As far as decision G9/91 is concerned, it has to be
noted that the above nentioned sentence in this
decision contains the term"mainly". In other words, it
cannot be derived fromthis sentence that the only

pur pose of the appeal is to challenge the decision
under appeal on its nerits. This sentence cannot be
Isolated fromits context which relates to the

i ntroduction of fresh grounds for opposition into the
appeal proceedings. It has also to be considered that
section 19 in G 9/91 explicitly refers to anendnents of
the clains in the course of appeal proceedings.
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The respondent al so argued that a request made in the
noti ce of appeal according to Rule 64(b) EPC defines
the "franme" or the "scope"” of the appeal and that in
the statenent setting out the grounds of appea
according to Article 108 EPC reasons have to be given
which are confined wthin this "frane" or "scope".
Referring to the present case, the respondent asserted
that the SGA - in so far as it refers to an anended
Claim1l - did not contain any reasoning relating to the
request made by the appellant with the notice of appea
which refers to the patent as granted and argued that
therefore the appeal was inadm ssible.

The board cannot accept this argunent of the respondent
for the foll ow ng reasons:

It has to be noted that Article 113(2) EPC establishes
the principle that the patent proprietor hinself is
free to dictate the text of the patent upon which the

I nstance of the EPO shall decide. In contrast to
Article 138(2) EPC according to which in the course of
nati onal proceedings, if the grounds for revocation
only affect the European patent in part, revocation my
be pronounced in the formof a limtation of the
patent, in the course of appeal proceedings before the
boards of appeal, if the grounds for opposition only
affect a part of the patent and the patent proprietor
fails to anend the patent, the patent is revoked in its
entirety. This legal situation underpins the right of
the proprietor to change its request and anend the
patent in the course of the appeal proceedi ngs (see

G 9/91, section 19 and the section 1.2 above).

It has also to be noted that in the practice of the
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boards of appeal anendnents to the patent nay be

adm tted during the appeal proceedings (in these
respects see also Rule 57a EPC and " CGui dance for
parties to appeal proceedings and their
representatives”, Q) 1996, 342), even in a |ate phase
of the proceedings. In the present case, the anendnents
were submitted with the SGA. i.e. in the beginning
phase of the appeal proceedings. If the patent
proprietor may change his request during a | ate phase
of the proceedings, a fortiori the proprietor nay do it

i n the begi nning.

Moreover, it has be to be considered that Article 108
EPC provides - on the one hand - a relatively short
time period for the filing of the notice of appeal wth
the purpose of making it clear - as soon as possible -
whet her the effects of the decision of the first

I nstance are suspended or not according to

Article 106(1), 2nd sentence, EPC and - on the other
hand - a longer tine period for the filing of the
statenent setting out the grounds of appeal with the
pur pose of giving the appellant sufficient tine for

anal ysing the reasons given in the decision under

appeal and establishing his strategy to chall enge the
decision. If the request fornulated in the notice of
appeal were to bind the appellant to give reasons
referring only to this request, this would result in an
interpretation of Article 108 EPC which is contrary to
its purposes.
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In support of his argunments, the respondent also
referred to the decision T 220/83, T 145/88, T 169/ 89
and T 213/85 (see section | X above).

(i)

(i)

Deci sion T 220/ 83, however, is not concerned
wth the significance of anmended clains filed

wi th the grounds of appeal and whet her such
claims can be considered sufficient for the

pur poses of Article 108 EPC and is therefore not
relevant for the present case.

The sanme concl usion applies as regards deci sion
T 213/85 concerning a case in which the

appeal ing party was the opponent and therefore

t he i ssue of anended cl ains was not rel evant for
the admssibility of the appeal.

In the case of decision T 145/88, by which the

appeal was rejected as inadnm ssible, the patent

had been revoked because the subject-nmatter of

Claim1l of the patent as granted did not involve

an inventive step. In the decision under appeal,

t he opposition division had also held that "the

actual features in, inter alia, Cains 2 and 3
did not contain inventive subject-matter”

In this case, the patent proprietor filed with a

docunent headed "G ounds of Appeal” a new set of

amended clains and stated that "the new

i ndependent Claim 1l was a conbi nation of

Clains 1, 2 and 3 of the granted patent" (see

section I1) w thout making any subm ssion in

support of the allowability of this claim

al t hough in the decision under appeal such a
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conbi nati on was al ready consi dered as bei ng not
patentable. In the decision the board therefore
found that the statenment setting out the grounds
of appeal did not contain even the m ni num of
reasoni ng in support of the appeal.

Thus, in the case of decision T 145/88, neither
did the extent of the anendnents nmeke it clear
that the reasons in the decision under appeal no
| onger applied, nor did the docunent headed
"Grounds of Appeal" indicate that there was a
causal link between the anended Claim1l and

t hose reasons. Therefore, this decision is not
relevant for the present case either (see the
section 1.1.2 above).

Decision T 169/89, by which the appeal was
rejected as i nadm ssible, concerned a patent
revoked by the opposition division because of

i nsufficiency of disclosure (Article 100(b)
EPC). The independent claim1l of the opposed
patent was directed to "m xtures of sul phated
pol ysacchari des having the general structure of
pol ysacchari des which are constituent el enents
of the heparin... ", wherein the m xtures were
anal ytically characterised by a conbi nati on of
several paraneters. In the decision under
appeal, the question of the reproducibility of
t he claimed m xtures had been raised and
reference had been nade to the conpl ex nature of
heparin (see section Ill). In this case, the
appellant filed wth the statenent setting out
t he grounds of appeal a set of anended cl ai ns,
the first of which was directed to a "procedure
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for the preparation of m xtures of sul phated

pol ysacchari des having the general structure of
pol ysacchari des which are constituent el enents
of the heparin... which involves inducing a
reaction of a heparin ester ... ". As only
response to the reasons given in the decision
under appeal, the appellant stated that "in this
process the heparin esters were from comerci al
heparins of any origin and that consequently the
objection relating to the initial products was
groundl ess" (see section IV). This response was
not considered by the board as a sufficient
statenent regarding the objections raised in the
deci si on under appeal .

Decision T 169/89 did not contain a causal |ink
bet ween t he amendnents (which concerned the
clains filed with the statenent setting out the
grounds of appeal) and the reasons given in the
deci si on under appeal (which concerned the
sufficiency of the disclosure of the whole
patent), nor did the statenent setting out the
grounds of appeal give a sufficient indication
of the |egal and factual reasons why the
deci si on under appeal should have been set

asi de.

Thus, also the decision T 169/89 is not rel evant
for the present case in which there is a clear
relati onship between the filing of anmended
clainms and the nature of the objections raised
in the decision under appeal.

Having regard to the above comments, the board

1970.D N
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cannot accept the argument of the respondent
according to which the situation in case
T 169/89 is anal ogous to that of the present

case.

The respondent also referred to decisions T 729/90,

T 105/87 and T 563/91 nentioned in the conmunication
annexed to the summons to attend oral proceedi ngs (see
t he above section V).

In this respect, the respondent essentially argued that
the circunstances which in the case of either T 729/90
or T 563/91 led to the finding of adm ssibility of the
respective appeal were conpletely different when
conpared with the present case.

However, insofar as these decisions indicated

adm ssibility where new cl ai ns have been filed, this
board woul d observe that if the new clains serve the
obj ect of putting the respondent and the board in a
position to properly understand the appeal as to its
intent and limtation, they suffice as grounds of
appeal, even if they would finally be rejected for not
bei ng patentable. As the board in decision T 167/97, QJ
EPO 1999, 488 said, the strength of an appellant's case
iIs not to be confused with the sufficiency of it for
adm ssibility purposes (see also ol der case | aw
referred therein).

In the case of decision T 105/87 the patent, which was
directed to a cast steel shape, had been revoked by the
opposition division because of |ack of novelty of its
main claimin view of steel conpositions existing on
the market. The finding of the opposition division was
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based upon an apparently broad interpretation of the
expression "iron essentially the bal ance" specified in
t he i ndependent claimof the patent as granted. In this
respect the opposition division had held that this
expression also included inmpurities usually found in
steel (see section Ill). Wth the statenent of grounds
t he appellant had put forward argunments relating to the
expression "iron essentially the balance"” but "... in
order to overcone the objections raised by the
Qpposition Division, assum ng that the decision under
appeal was correct in these respects...” had filed a
new i ndependent claim (see section |IV). The board found
that the appellant had admtted that the decision under
appeal was correct for the claimon which the decision
was based but had submtted that the reasons given for
t he deci si on under appeal no |onger applied to the new
claim so that the appellant by limting the subject-
matter of the claimand by submtting reasons for the
patentability of the new claimhas sufficiently dealt
with the ground of the decision under appeal (see
section 1).

The respondent argued that the appellant of case

T 105/87 had put forward in the statenent of ground at

| east one reason agai nst the decision under appeal (in
so far as the appellant had referred to the expression
upon whose interpretation the finding of the opposition
was based) and argued that in this case the board coul d
have found the appeal adm ssible because of the
presence of this reason.

The board cannot accept this argunent because it is
clear that the reasoning in decision T 105/87 with
respect to the admssibility of the appeal does not



1.6

1970.D

- 19 - T 0162/ 97

relate to the reason given in the statenent of grounds
concerning the expression "iron essentially the

bal ance” but to the appellant's subm ssion that the
reasons in the inpugned decision no | onger applied to
t he new cl ai ns.

The respondent also argued that it is not clear from
deci sion T 105/87 to which extent amendnent or
cancel | ation of the decision was requested in the
noti ce of appeal, claimng that this decision was in
contradiction with the decisions referred to in
section 1.3 above, in particular with T 169/89, since
in each of these cases the "scope" of the appeal was
clearly defined in the respective notice of appeal.

The board cannot accept this argunent of the respondent
either, since, as already explained in section 1.3
above, it cannot be assuned that the notice of appea
defines a rigid "frame" or "scope", within which al
requests, grounds, evidence and argunents have to be
confi ned.

Havi ng al so regard to the conmments in section 1.4
above, the boards finds that there is no contradiction
bet ween the decisions referred to in this section and
the decision T 105/ 87.

Thus, the board does not consider that a question
relating to this issue has to be referred to the
Enl arged Board of Appeal.

The respondent al so argued that the SGA did not
sufficiently substantiate why the reasons in the
I mpugned deci sion no | onger applied to the anended
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claims. In this context the respondent argued that the
appel lant in the SGA only indicated a new problem (no
di fference between mlk tenperature and anbi ent
tenperature in summer) and that this problemwas not

di sclosed in the application as originally filed.

Havi ng regard to comments in the above section 1.1.2,
the reasoning in the SGAis not l[imted to the

i ndication of a problemto be solved. Furthernore, the
guestion of whether the problemindicated in the SGA
was originally disclosed (or not) does not concern the
exam nation of whether the appeal is adm ssible (or
not) but rather concerns the exam nation of whether the
appeal can be allowed (or not).

Further, even if this argunent can be interpreted to
relate to the strength of the appeal and not to the
formal sufficiency of the SGA, it nust be rejected for
the reason already given in section 1.5.1 above.

Therefore, this argunent of the respondent is not
rel evant.

The board therefore conmes to the concl usion that
Article 108 EPC is satisfied. Hence, the appeal is

adm ssi ble. Having regard to the above concl usions the
respondent’'s request for a question be referred to the
Enl arged Board of Appeal (Article 112(1)(a) EPC) has to
be refused.

The cl ai ned subject-matter and the admissibility of the

anendnment s

The i ndependent claim 1 according to each of the
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requests of the appellant specifies the features that
“"there is a sensor (23, 24), by neans of which ... a
signal is generated indicative for the occurrence of
"blind mlking"...".

According to Caim1l of the main request, the sensor
(23, 24) is constituted by

(a) a mastitis sensor, which operates on the basis of
change in mlk conductivity, or

(b) a fluid flow sensor, or

(c) the mlk neter, or

(d) any other sensor, except a tenperature sensor.

Thus, Caim1 of the main request of the appellant
defines four different alternatives.

Claim1 of the first auxiliary request only relates to
t he above nentioned alternatives (a), (b) and (c).
Claim1 of the second auxiliary request defines the
above nentioned alternatives (b) and (c) and a further
alternative according to which the sensor is
constituted by

(a') a mastitis sensor.
As far as alternative (b) is concerned, the independent
clainms of all the requests of the appellant are

identical with regard to their content.

The subject-matter defined by alternative (b) does not
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contravene either Article 100(c) or Article 123 EPC.
Thi s was not di sput ed.

The objections put forward with respect to

Articles 100(c) and 123 EPC concerned alternative (d)
in Caiml of the main request and alternative (a') in
Claim1 of the second auxiliary request.

Novel ty

The subject-matter of CAaiml is novel (Article 54 EPC
With respect to the cited prior art. Novelty was not
di sput ed.

Cl osest prior art

Both parties and the board consider the m | king device
descri bed in docunent D1 as being the closest prior
art.

Docunent D1 di scloses an inplenent for automatically

m | king an ani mal, which inplenent conprises a m|lKking
pl ant including teat cups (45 to 48) and a robot arm
(6) by neans of which the teat cups are automatically
connectable to the teats of the animal's udder (see
Figures 1 and 2).

Al t hough docunent D1 does not explicitly refer to
either a mlk neasuring device or a mlk tank, it has
to be assuned that the inplenent according to docunent
D1 conprises a m |k neasuring device conprising at

| east one mlk nmeter, via which mlk nmeasuring device
the mlk comng fromthe teat cups can be conveyed into
a mlk tank. This was acknow edged by the appell ant
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during the oral proceedings.

Moreover, it is clear fromthe passage in colum 16,
lines 12 to 19 of docunent D1 that a sensor is

provi ded, by neans of which, after a teat cup has been
brought to a teat of the aninmal's udder and a vacuum
has been produced in the teat cup inner space, a signa
I's generated indicative for the occurrence of "blind
mlking", i.e. the folding of a teat during autonmatic
connection of a teat cup to said teat. According to the
second sentence of this passage, "the check whether the
teat cup is connected correctly [i.e. it is not fol ded]
can be nade by nmeans of a tenperature neasurenent; for
inthe mlk flow there is neasured a hi gher tenperature
t han there outside".

Thus, docunent Dl refers explicitly to the probl em of
the "blind mlking" and gives a solution to this
problem The solution not only indicates explicitly a
tenperature sensor but al so suggests the idea of
measuring the mlk flow

Pr obl em and sol uti on

Havi ng regard to the conclusions in section 4 above,
the subject-matter of independent claim1l according to
each request of the appellant differs fromthe cl osest
prior art in that

(1) the sensor is constituted by a fluid fl ow

sensor, and

(1) the signal generated by the sensor, in case of
blind mlking, effects that the rel evant teat
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cup is automatically decoupl ed and connected

agai n.

Feature (i) defines an alternative solution with
respect to a tenperature sensor. Feature (ii)

conpl enents the teaching of docunent Dl in respect of
the action to be undertaken when "blind mlking" is
det ect ed.

Thus, the problemto be solved is to find a further
solution to the problem of detecting "blind mlking"
and to inprove the mlking inplenent with respect to
the automatic application of the teat cups.

I nventive step

The skilled person readi ng docunent Dl receives the
information that, if during the automatic connection of
a teat cup the folding of the respective teat of the
ani mal ' s udder were to occur, no mlk would flow from
the teat, and that the lack of mlk flow would be

i ndicative for the occurrence of "blind mlKking".
Therefore, it would be obvious for the skilled person,
to whomm |k flow sensors are well known, to arrange in
the mlking inplenent knowmn fromDl a fluid flow sensor
for directly nmeasuring the flow of mlk, instead of the
tenperature sensor neasuring the mlk flowin an
indirect way. This is according to the board an obvi ous
alternative

The appel | ant asserted however that a fluid flow sensor
- when conpared to a tenperature sensor - provides the
advantage that the absence of mlk flow can be detected
even if the anmbient tenperature around the teat cup is
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the sane as the body tenperature of the animal. In

t hese respects, the appellant argued that the choice of
a fluid fl ow sensor represented the new use of a known
sensor for solving a particular problemwhich problem

was not nentioned in the prior art.

It may be that the obvious choice of a fluid flow
sensor results in the solution of an additiona
particul ar problem however, it is clear from docunent
D1 that a tenperature sensor is suitable for detecting
whet her (or not) mlk is flow ng because it neasures a
tenperature difference between the mlk tenperature and
a reference tenperature (see D1, colum 16, lines 17 to
19: "... higher tenperature than there outside").
Therefore, the skilled person reading docunment D1 wil |

i mredi ately realize that the mlk flow cannot be
detected if this reference tenperature is the sane as
the body tenperature of the aninmal to be m |l ked.
Therefore, the formulation of a problemlinked to this
issue (i.e. the identification of an additiona

advant age due to the use of a sensor other then a
tenperature sensor) does not contribute to give to an

I nventive character the choice of a fluid flow sensor
as an alternative to the tenperature sensors.

Mor eover, as already indicated above, since docunent D1
suggests the idea of neasuring the flow of mlk, it
woul d al ready have been obvious for the skilled person
wi shing to find a different solution to the probl em of
"blind mlking" to arrive - on the basis of its genera
knowl edge - at a mlking inplenment of the type

di scl osed in D1 but having a mlk flow sensor instead
of a tenperature sensor, irrespective of the

ci rcunstance that an additional effect is obtained.
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Therefore, feature (i) is not inventive.

Feature (ii) has no functional relationship to

feature (i), in so far as the action to be undertaken
when the sensor generates a signal indicative of "blind
m | ki ng" does not depend on the type of the sensor.
Therefore, this feature can be dealt with separately
when inventive step i s considered.

The skilled person wishing to increase the |evel of
automatisation in a mlking inplenment according to the
cl osest prior art, wll find sone suggestions either in
docunment D2 or in docunment D16, both relating to
automatic m |l king devices, particularly since docunent
Dl itself suggests that, after having checked the
connections and verified whether "all teat cups are
connected" (see Figure 11), the "tracking" is started
again if not all teats are connected.

According to docunent D2 "sensors ... nay be provided
in order to have check whether the teat is engaged
correctly, may give a warning signal if this is not the
case and may stop the novenent of application of the
mlking unit to the udder, cause it to nobve down again
and repeat the upwardly engagi ng novenent" (see page 9,
lines 1 to 7; enphasis added).

According to docunent D16 "... the required additiona
sensors can be present for ... detecting whether a teat
cup has been applied in the correct manner or has not
been applied, so that the relevant teat cup can be
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returned ... to the starting position for another
attenpt at application" (see colum 14, lines 1 to 6,

enphasi s added).

Thus, each of docunents D2 and D16 teaches the use of a
sensor generating a signal which, when a teat is not
correctly engaged, effects that the relevant teat cup
is automatically decoupl ed and connected agai n.

Therefore, it would be obvious for the skilled person
to apply this teaching of either docunent D2 or
docunent D16 to the m I king inplenment according to the
cl osest prior art which is provided wwth a sensor for
detecti ng whether the folding of the teat occurs during
connection of the teat cup.

It would thus be obvious for the skilled person to
arrive at a mlking inplenent falling within the term
of aiml (alternative "fluid flow sensor") according
to each of the requests of the appellant, so that the
subject-matter of these clains does not involve an

i nventive step (Article 56 EPC).

The appellant's request for the case be remtted to the

first instance for further prosecution

The request of the appellant was based inter alia upon
the circunstance that the respondent had filed new
docunents (D17 to D19) during the appeal proceedings.
Since the reasons in the present decision do not relate
to these docunments, this argunent of the appellant is
not rel evant.
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7.2 It has to be noted that in the present case the filing
of anmendnents did not result in raising a case
substantially different fromthat on which the decision
under appeal is based and that the respondent did not
request the case to be remtted to the first instance.
Therefore, the board decided to exercise according to
Article 111(1) EPC the power within the conpetence of
the first instance and exam ne the anmendnents.

7.3 The board therefore sees no reason for remtting the
case to the first instance, so that the request of the
appel l ant has to be rejected.

8. Havi ng regard to the outcone of the appeal review as to

I nventive step, it is not necessary to review the
obj ections raised regarding Article 100(c) EPC

O der

For these reasons it is decided that:

1. The request for a question to be referred to the
Enl arged Board of Appeal is refused.

2. The appeal is dism ssed.

The Regi strar: The Chai r man:

1970.D N
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N. Maslin C. Andries
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