BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN

PATENTAMI'S OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen

(D) [ 1 No distribution

DECI SI ON

of 8 May 2001
Case Nunber: T 0291/97 - 3.3.4
Appl i cation Nunber: 87308721.7
Publ i cati on Nunber: 0293530
| PC: CO7K 7/ 20

Language of the proceedi ngs: EN

Title of invention:
| nprovenents in or relating to hornones

Appl i cant:
Prot herics Mol ecular Design Limted

Opponent :

Headwor d:

Rel evant | egal provisions:
EPC Art. 55(1)(a)

Keywor d:
"Evi dent abuse (no)"
"Lack of novelty (yes)"

Deci si ons cited:
T 0173/83, T 0436/92, T 0585/92

Cat chword

EPA Form 3030 10.93



9

Européaisches European
Patentamt Patent Office
Beschwerdekammern Boards of Appeal

Office européen
des brevets

Chambres de recours

Case Nunber: T 0291/97 - 3. 3.

of the Techni cal Board of Appeal 3.3.4

Appel | ant :

Repr esent ati ve:

Deci si on under appeal : Deci si on of the Exami ning Division of the
European Patent O fice posted 4 Septenber
ref usi ng European patent application

4

DECI SI1 ON

of 8 May 2001

Prot herics Ml ecular Design Limted

Beechfi el d House

Lyne Green Busi ness Park
Maccl esfi el d

Cheshire SK11 0JL (GB)

Cockbai n, Julian, Dr.
Frank B. Dehn & Co.

Eur opean Patent Attorneys
179 Queen Victoria Street
London ECAV 4EL (GB)

1996

No. 87 308 721.7 pursuant to Article 97(1) EPC

Conposition of the Board:

Chai r man: U M Kinkel dey
Menber s: L. Galligani
S. U. Hoffrmann
F. Davi son- Brunel
S. C Perryman



- 1- T 0291/ 97

Summary of Facts and Submn ssions

0569. D

The applicant | odged an appeal against the decision of
t he exam ning division issued 4 Septenber 1996 refusing
Eur opean patent application 87 308 721.7, which was
filed 1 October 1987, published as EP-0 293 530,
claimed priority fromGB 8713240 of 5 June 1987, and
was entitled "lInprovenents in or relating to hornones”.

The refusal was based on the subject nmatter of
claims 1, 2, 4 to 13, and 15, not bei ng consi dered
novel over the following scientific article:

(1) FEBS Letters, Vol. 214, No. 1, pages 65 to 70,
April 1987, whose authors were stated as being
Dr M, Dr R and M F. (the three inventors naned
in the present European application) and a M W.

This article, as stated in the letter dated 29 January
1993 by Deni se Braam of El sevier Science Publishers
B.V., was published on 9 April 1987.

The exam ni ng di vision decided that the publication of
the said article had not occurred as a consequence of
an evident abuse in relation to the applicant or his

| egal predecessor, and thus did not fulfil the
requirenents of Article 55(1)(a) EPC for a non-
prej udi ci al disclosure.

In the statenent of grounds of appeal, the appell ant

i nsisted that the publication of docunent (1) had
occurred in consequence of an evident abuse within the
nmeani ng of Article 55(1)(a) EPC, and thus docunent (1)
was not state of the art citable against the clains at
I ssue.
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The board issued on 5 March 2001 an offici al

comruni cation with a provisional, non-binding opinion
on the issue under Article 55(1)(a) EPC. Reference was
made in particular to the decisions T 585/92 (QJ EPO
1996, 129) and T 436/92 of 20 March 1995. The Board

al so comment ed that:

- Dr M seened legitimately to have been in
possession of the information published, and al
parties seemto have been content that it be
published in FEBS Letters: the only thing that
went wong on the evidence was that Dr M
i nadvertently caused publication prior to filing
of the patent application rather than after. But
this was not an abuse within the terns of
Article 55(1)(a) EPC

- The evi dence provided fell far short of that
requi red for showi ng an evi dent abuse. There
appeared no concl usive evidence even of the breach
of any | egal obligation owed by Dr M to anybody.
The opinions by solicitors and counsel provided by
the appell ant were based on conjecture. It was not
clear that Dr M was under any contractua
obligation to anyone other than to Victoria
Uni versity of Manchester and no details of these
contractual obligations had been given. Even
assum ng that between the University and Dr M,
the University was entitled to any patents, it was
not clear that the University had any policy for
obtai ning patents, or that Dr M was in breach of
this policy. Further it was not clear whether the
University had any right to require postponenent
of publication of any patentable information: it
seened to have taken no steps to obtain a patent
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inits owm nane. It would take very clear evidence
to convince the board that what prina facie
appeared an ordi nary publication of academ c
research was an abuse in relation to the

Uni versity. The evidence submtted so far
suggested rather that the University waived its
rights in favour of the individual researchers. It
was not clear what understanding with such ot her
researchers or the present applicants Dr M
reached, but inadvertently acting contrary to such
under st andi ngs did not seemto anount to a breach
of any |l egal obligation, |et alone an evident
abuse.

In the letter dated 17 April 2001, in reply to the
board's comuni cati on, the appellant submtted that the
term "evi dent abuse" should not be given the sane
narrow interpretation as in T 585/92 (supra), and that
the criteria applicable in cases of a disclosure in the
personal / comercial field should be applied. If so, the
conclusion had to be drawn that Dr M's di scl osure had
been a "breach of confidence", thus an "evident abuse"
in the sense of Article 55(1)(a) EPC

Shoul d the board not accept these subm ssions, the
appel l ant requested - as a first auxiliary request - to
refer to the Enlarged Board of Appeal the follow ng two
questions of |aw

Question 1: "Wen Article 55(1)(a) ("evident abuse") is
sought to be invoked to protect an applicant froma
prior disclosure by a person in a personal confidentia
relationship to the applicant or predecessor, is it
necessary for the applicant to prove that the

di scl osure was made with any particular intention?”
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Question 2: "If the answer to QL is "yes", what is the
precise intention it is necessary for the applicant to
est abl i sh?"

As a second auxiliary request, clains 1 to 14 were
filed which differed fromthe clains of the main
request in that the enbodi nent disclosed by Dr M et
al. in docunent (1) was no | onger cl ained.

Oral proceedi ngs took place on 8 May 2001. The second
auxiliary request till then on file with Clains 1 to 14
was withdrawn in favour of a new one to continue the
proceedings in witing.

Wth reference to the chronol ogy of the events, the
appel | ant made essentially the follow ng subm ssions:

(a) As it resulted fromthe statutory decl arati on of
M P. of Inseco Medical Services Ltd ("I nseco")
and fromthe exhibits attached thereto, the
Epsitron Unit ("Epsitron") at the Victoria
Uni versity of Manchester (VUM, of which Dr M was
one of the core nenbers, was engaged in conputer-
ai ded nol ecul ar design and testing of
phar maceutical s, and was seeking, wth the
uni versity's approval, an external corporate
partner in order to conmercialise the results of
the academ c work. This included also the LHRH
anal ogues devel oped by Dr M together with Drs F.
and R. Wthin this framework, neetings had taken
pl ace and docunents had circul ated between
"I mseco” and "Epsitron” with the view of
establishing a business link with the creation of
a new conpany to which the intellectual property
arising from"Epsitron"™ woul d bel ong;



0569. D

(b)

(c)

(d)

(e)

()

- 5 - T 0291/ 97

In view of the ongoing negotiations and of the
patenting projects, all those involved, including
Dr M (cf his declaration dated 24 April 1988),
were aware of the need to keep the results
confidential and of the danger which a prior
publ i cati on woul d have represented for possible
pat ent applications;

It was repeatedly enphasized in all subsequent
neetings that any paper had to be vetted by the

conpany;

In a neeting in Decenber 1986 (Exhibit L) and in a
followup letter dated 5 January 1987 (Exhibit M,
the Vi ce-Chancellor of VUM while stating that the
uni versity did not wish to be directly involved in
the exploitation of the research work of
"Epsitron", confirmed that the university was
prepared to surrender its intellectual property
rights to the nenbers of "Epsitron" who coul d
exploit their research findings;

On 13 January 1987, the proposed "Epsitron"/

"I mseco” conpany and its nmanner of operation were
further discussed (Exhibit J). The finalisation of
the legal formalities took |longer to conplete than
antici pated, but the arrangenents nade i n Decenber
1986 and January 1987 were confirned in the
confirmatory assignnment dated 3 May 1994 between
the VUM and the newly created conpany whi ch was
call ed Proteous Ml ecul ar Design Ltd.. This

assi gnnment had effect from5 January 1987

(Exhibit N);

In the nean time, Dr M had sent on 27 January
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1987 the article to FEBS Letters for publication,

a typescript of it being sent to patent attorneys
acting for M P. only on 15 April 1987. Dr M left
"Epsitron" on 21 April 1987.

To the dismay of all those involved in the
foundati on of the new conpany, it was |ater

(23 April 1987) discovered on enquiry that the
article had been already published in April 1987,
prior to the filing of the priority GB application
on 5 June 1987.

The above outline of the facts, showed that Dr M
had seen and approved the projects for the
foundati on of the new conpany, of which he had
agreed to be part (cf his declaration and Exhibit
D annexed to M P.’s declaration). He was aware of
his obligations of confidentiality and had
accepted them He knew that publishing before
filing a patent application would cause a
commercial harmto the conpany whi ch was being
created (cf his declaration). This was an issue of
"nmorality”, which the law follows: Dr M had a
"moral " obligation vis-a-vis his colleagues, who
were also commtted to the project, the university
and M P.'s new conpany to act in a nmanner which
woul d not jeopardi se the project. No fornal
agreenent was necessary to sanction the obligation
of confidentiality. The obligation remained

t hroughout the period during which the parties
wer e di scussing the projects and exchangi ng i deas
t hereupon. By triggering the process of
publication in FEBS Letters, before informng the
patent attorneys, Dr M had commtted an act which
was in breach of his obligation and thus in breach
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of the rights of the applicant’s predecessor in
title.

(i) If the purpose of Article 55(1)(a) EPC was to
provide a renedy to an act of abuse resulting in
the discl osure of sonething that jeopardi sed the
rights of an applicant, then the "intention" or
"the state of m nd" of the person commtting the
abuse was irrelevant as a matter of law. In the
present case, the act of abuse was causing
(deliberately or inadvertently) the publication in
breach of the obligation not to do it.

(j) There were decisive differences between the
present case and that of cases T 173/83 (QJ EPO
1987, 465) and T 585/92 (supra). In any case, in
vi ew of the fundanental inportance of the issue,
if the board could not agree with the above
subm ssions, the proposed questions of |aw (cf
Section V supra) could be addressed to the
Enl arged Board of Appeal. In the alternative, if
the evidence in relation to the nutual obligations
of the actors involved in the creation of the new
conpany was not considered sufficient, the
proceedi ngs could be continued in witing.

VII. O particular significance are two exhibits to the
declaration of a M P, a director of the appellant.

As exhibit Nto the declaration by M P. there was
exhi bited an assi gnnent under seal for no consideration

to the appellant from VUM dated 3rd May 1994 stating:

"The assignor hereby confirns that pursuant to an
under standing of 5 January 1987 and with effect from

0569. D Y A
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that date the Assignor has assigned absolutely to the
Assignee all the Assignor's existing and future right,
title and interest of whatever nature in the Epsitron
Research defined in the Schedul e. The Assignor also
warrants that it was the owner of the work of nenbers
of the Epsitron research team done in the course of
their enploynent by, or in the course of study at the
Assignor. Victoria University Manchester can thus be
consi dered the predecessor of the appellant.”

The Schedule lists inter alia:

"Work involved with projects conducted by Epsitron in
relation to ....LHRH (including, without Iimtation,
the subject matter of UK Patent 2,196,969, European
Pat ent Application 87308721.1 and all other foreign
equi val ents.)"

As exhibit Mto the declaration by M P., there is
exhibited a letter fromthe Vice-Chancellor of the
Victoria University Manchester to Dr R, who was then
the head of the Epsitron research unit, as well as
bei ng nanmed as a co-inventor of the application in suit
and, according to his own declaration of 4th July 1995
a director of the appellant stating:

"I wite follow ng our neeting on Decenber 11lth to
confirm -

(1) That the University does not wish to be directly
involved in the exploitation of the research work of
the Epsitron Unit;

(2) That the University is prepared to surrender its
intellectual property rights on the Epsitron research
work to the nmenbers of the team

(3) That the team nenbers may thensel ves attenpt to

0569. D Y A
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exploit the research finding subject to:-

(a) the approval by the University's Qutside Wrk
Commttee of the tinme which it proposed to devote to
expl oitation, and of the incone |evels arising from
expl oi tati on;

(b) the University seeing the termof any agreenent

bet ween Epsitron staff and any external exploitation
part ner.

(4) That the team understand that the University cannot
be involved in dealing with any clains on the
intellectual property which mght be submtted by ot her
bodi es.

I would also |like you to understand that although the
Uni versity cannot take responsibility for the detail ed
I ssues of exploitation, there is nevertheless a
consi der abl e anmobunt of goodwi |l and we would be willing
to give informal general advice at any tine. | w sh you
success in this new venture and hope that it wll
prosper."

VIIl. The appellant requested:

- As main request, that the decision under appeal be
set aside and for a declaration that the
publication in FEBS Letters of April 1987,
pages 65 to 70 is a non-prejudicial disclosure not
to be taken into consideration for the application
of Article 54 EPC

- As first auxiliary request, that the two questions
set out in the subm ssion of 17 April 2001 be

referred to the Enl arged Board of Appeal; and

- As second auxiliary request, to continue the

0569. D Y A
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proceedings in witing.

Reasons for the Deci sion

0569. D

In the Victoria University Manchester (VUM there

exi sted a group of academ cs naned the Epsitron unit
including a Dr R, a D M and a Dr F. (naned inventors
on the present applications) and several others. They
had devel oped conputer nethods for predicting the
conformati ons of peptides and proteins. Starting in
August 1985, they were in contact wwith a M P. and his
conpany | nseco Medical Services Limted (lnseco) wth a
viewto exploiting their expertise. For the next circa
20 nonths till about April 1987 negotiations followed
between officials of VUM nenbers of the Epsitron unit
and M P./Inseco. Quite what result was reached does
not appear fromthe evidence before the Board, but a
letter fromthe Vice-Chancellor of VUMof 5 January
(see Section VIl above) indicates that VUM were no

| onger to be directly interested and a UK patent
application (fromwhich the present application clains
priority) was filed by the appellant on 5 June 1987.

During the negotiations, in Septenber 1986, Dr M wote
to M P., outlining a project using an LHRH anal ogue
hor none cal cul ated using the Epsitron conputer nethods,
and asking whether it mght be "patentable property of
interest to Epsitron". M P. consulted others, and then
indicated interest. Dr M was to provide a copy of the
paper he was working on for publication to patent
attorneys. The paper was published in FEBS Letters
before the patent attorneys received a copy of the
paper.
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3. On behalf of the appellant it was argued that the
publication caused in FEBS Letters by Dr M anounts to
a breach of an obligation

(1) owed to the co-inventors who are predecessors in
title of the appellant, and/or

(2) owed to the VUM who is a predecessor in title of
t he appel | ant and/ or

(3) owed to Inseco in relation to express undertaki ngs
by Dr M not to publish.

The prior disclosure of the invention clainmed here has
occurred no earlier than six nonths preceding the
filing of the European application. If it can be

concl uded that the publication "was due to or in
consequence of an evident abuse in relation to the
applicant or his |egal predecessor" then pursuant to
Article 55(1)(a) EPC it need not be taken into

consi deration for the application of Article 54 EPC.
The appel |l ant here was not yet in business at any of
the relevant tines, so the focus nust thus be on who
can be considered as his | egal predecessor and whet her
there was an abuse in relation to soneone who was such
| egal predecessor.

4. There has been put in evidence a copy of an assi gnnent
under seal fromVUMto the appellant (see Section VII
above) dated 3rd May 1994 but stated to be confirmng
an understandi ng of 5 January 1987, assigning inter
alia the subject matter of the present application. The
assi gnnment al so contains a warranty that VUM was the
owner of the work of nenbers of the Epsitron team done
in the course of their enploynent by, or in the course

0569. D Y A
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of study at, the assignor. This is the only assignnment
or concluded contract that has been put in evidence.

There are matters which throw doubt on whether the
facts recited in the assignnment accurately reflect the
position in 1987. According to the subm ssions nade,
the appellant itself could not have been a party to any
agreenent of 5th January 1987, as there was then only
an intention to create a new conpany which did not cone
into being before April 1987. Further on filing the
application at the EPO in Cctober 1987, it was stated
on the Designation of Inventor formthat the appellant
was entitled to the invention by virtue of an agreenent
dated 1 April 1987, but no agreenent of this date is in
evidence. Nor is it clear how the assignnent confirns
any understandi ng of 5 January 1987, as there has been
put in evidence a letter of 5 January 1987 fromthe

Vi ce-Chancellor of VUMto Dr. R, one of the naned

i nventors and a nenber of Epsitron unit, the letter

i ndicating only that the VUM was prepared to surrender
its intellectual property rights on the Epsitron
research work to the nmenbers of the team and that the
menbers would be free to exploit the research findings
subj ect to approval by VUMof the tine to be dedicated
and the income levels to be derived therefromand to
seeing the termof any agreenent between Epsitron staff
and any external exploitation partner.

Despite these doubts whether this 1994 assi gnnent
reflects the true situation in 1987, it provides the
only explicit basis for treating anyone as the | ega
predecessor of the appellant. Thus the Board will first
consi der whether the publication can be treated as an
abuse in relation to VUM
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According to the evidence put forward, VUM enpl oyed

Dr M as a lecturer in inmmunol ogy between Cctober 1984
and 21 April 1987. No evidence has been put forward as
to terns of contract that applied to him or to a

| ecturer in his position with VUM In view of the
assignnent, the Board is prepared to assune that any

i nventions he nmade becane the property of VUM However
in the absence of evidence of the contractual rights
(if any) VUM had to control publication of research by
their academ c staff, or of the actual practice of VUM
i n exercising such rights, the Board is not prepared to
assunme that any restrictions on publication of research
exi st ed.

Counsel sought to argue that such a right to restrict
publication had necessarily to be inplied given that
VUM were entitled to any inventions. But this is not
consistent with:

(1) The fact as appears fromexhibit J to the
declaration of M P. of 4 July 1995, the m nutes
of a neeting of 13 January 1987, item 24, that BR
(the sane as Dr R one of the named inventors)
"had reservations on the possibility of
restrictions on publications” in the context of a
draft clause in a proposal summary (exhibit Cto
the declaration of M P. of 4 July 1995, point 11)
t hat:

"any paper prepared by Epsitron Limted, the
Epsitron Academic Unit or any of its personne
shall not be published without the consent in
witing of the conpany”

Such a cl ause woul d not be unusual for a
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commerci al research based conpany, but does not
refl ect the conditions applying at VUM

(2) The fact that VUM had not set up any systemto
exploit inventions by trying to obtain patents for
t hensel ves, so that a system of controlling
publ i cati ons woul d have i nposed a burden for no
benefit. This is in the context that if research
I's published, this serves to enhance the
reputation of both the researchers and the
university they work for, but if submssion to a
suitabl e journal is delayed, other published
research may cause it to be refused as no | onger
bei ng of sufficient novelty or interest.

That VUM apparently wanted to be entitled to any
intell ectual property resulting fromthe research of
their staff, would be sufficiently explained by their
W sh to discourage staff spending tine working to
obtain patents for thenselves or third parties at the
expense of their duties to the university, wthout any
inplication that VUM al so had a right to contro
publication. There is no evidence that Dr M causing
the publication was in breach of any actual rules on
publications |laid dowmn by VUM

This | eaves the question whet her the speci al

ci rcunst ances of the negotiations between VUM the
Epsitron unit and I nseco, inposed any special |ega
obligation on Dr M not to publish. There is no
evidence that Dr M was ever told by VUM not to publish
anyt hing. By January 1987, Dr M was aware that VUM had
abandoned any idea of directly benefitting itself from
Epsitron research which it was now prepared to
surrender free to the team nenbers. If, as above found
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by the Board, no case has been nade out that in

ordi nary circunstances there was a restriction inposed
by VUM on the publishing of research, there were by
January 1987 no special circunstances either which
required any restrictions on publication by Dr. M in
the interest of VUM Thus, in the publication by Dr M
the Board can see no abuse in relation to VUM

The term "| egal predecessor” (German "Rechtsvorgéanger”
French "son prédécesseur en droit") refers to what in
English | aw woul d be the beneficial ownership. On the
evi dence before the Board only VUM can be consi dered as
a |l egal predecessor, and this by virtue of the

assi gnnent dated 3 May 1994. On the evidence, the other
named i nventors were never beneficial owners. The
letter of 5 January 1987 above referred to a
"preparedness” by VUMto surrender its intellectua
property rights on the Epsitron research to the nenbers
of the team but there is no evidence that this
occurred, or that the team (or sonme nenbers thereof)
was a | egal predecessor of the appellant. As no case
has been put forward or shown for the two other naned

i nventors, or other nenbers of the Epsitron team being
a |l egal predecessor of the appellant, the situation
under Article 55(1)(a) EPC cannot be established in
relation to them The question whether, if Dr M were
one of the legal predecessors, and al so responsible for
an abuse by publishing, this could be a situation in
which Article 55(1)(a) EPC applied at all, can thus
remai n noot.

Li kewi se there is no evidence that |Inseco was ever
entitled to what is covered in the application, and so
| meeco cannot be regarded as a | egal predecessor. The
guestion of an abuse thus need not be investigated, but
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there is in any case no evidence that Dr M ever

undert ook any | egal obligation towards Inseco not to
publish prior to a patent application being filed. That
he was aware that an earlier publication mght prevent
| mseco, hinself or anyone el se benefitting froma
patent application, cannot be equated with a | ega
obligation to ensure that the benefit of a valid patent
appl i cation woul d be achi eved.

The argunent of Counsel, to put it in a nutshell, that
the law follows norality, Dr M nust have had a bad
consci ence about his behavi our and recognized it as
contrary to norality, and therefore he nust have been

I n abusive breach of sone | egal obligation to sone
predecessor of the appellant, ignores the specific
requi renents of Article 55 EPC. The evidence avail abl e
is equally consistent with a nuch nore favourabl e view,
nanely that Dr M and the col |l eagues nentioned in the
FEBS Letters publication, enbarked on this research as
normal academ c research, that is without any definite
intention of commercial exploitation, but with the
definite intention of publishing the research if
possi bl e, to enhance their reputation. Dr M was
legitimately in possession of all the information as
its originator. Both of his colleagues in their joint
declaration confirmthat they were inforned that Dr M
was preparing a publication of their work. They did not
di sagree nor did they try to prevent it. Thus with the
inmplicit consent of his colleagues Dr M wote up the
research and sent it for publication. There had been

di scussions of patenting, and Dr M was aware of the
need to file a patent application prior to publication,
but was under no | egal obligation to VUM not to publish
and had not undertaken any | egal obligation to anyone
el se not to do so. Such a legal obligation to sonmeone
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ot her than VUM woul d have been hard to reconcile with
his obligations to VUM

A finding of an evident abuse under

Article 55(1)(a) EPCis a serious matter. An abuse is
not lightly to be presuned. The standard of proof is

i ndi cated by the words "evident abuse" (German

"of fensichtlicher M ssbrauch"”, French "un abus
évident") as being a high one: the case nust be clear
cut and a doubtful case will not be resolved in favour
of the applicant. The evidence filed in this case does
not neet the standard that the Board woul d consi der
appropriate, in particular in that virtually every
decl aration filed contained serious m sstatenents that
subsequently were corrected, or the indicated

m sstatenments not relied on. That the errors were
corrected or not relied on is conmendabl e, but |eaves
t he probl em whet her any part of such a statenent can be
relied on at all

There is on file a declaration by Dr M dated 26 Apri
1988. A sentence in this led the first instance to
believe that a copy of the pre-print of the FEBS
Letters publication nust have been sent to the patent
agents then acting for M P. and now for the appellant
wel | before publication, so that this negatived any

al l egation of abuse. Also in the declaration appear
statenments that Dr M attended a neeting at the patent
agents on 26 Novenber 1986, and that he had sent the
paper to FEBS Letters expecting themto furnish a proof
for approval before publishing, which they failed to
do, with the inplication that publication was an abuse
attributable to the publishers. In fact, Dr M did not
attend this neeting, and FEBS Letters did not have a
policy of sending out proofs for approval, unless
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specially asked for. By a declaration dated 7 January
1997, the patent agent concerned declared that no text
of the article appearing in FEBS Letters had been
recei ved by himbefore its publication. This the Board
can accept. In the sane declaration the patent agent
explains that the text of Dr Ms declaration was
drafted by himw thout reference to his files and given
to M P.. Further he explained that he was not hinself
prepared to contact soneone now enpl oyed by a
conpetitor of his client, and that his intention had
been only to prepare a prelimnary draft docunent as a
framework for Dr M to comment on and nodify or expand
the details as necessary. To his surprise he was told
by M P. that the declaration had been signed by Dr M
Wi t hout any changes nade, and he received it back

wi t hout any covering letter. In proceedings before the
Eur opean Patent O fice it nust be possible to rely on
the witten evidence as having been checked with the
facts: if in sone instances this turns out not to be
so, the party who put it forward risks its evidence
bei ng di sregarded as unreliable as a whol e.

For these reasons, the board shares the exam ning
division's view in the decision under appeal that the
di scl osure in FEBS Letters was not due to or in
consequence of an evident abuse by Dr M in relation to
the applicant or his |egal predecessor.

Consequently, the said publication is to be taken into
consideration for the application of Article 54. As it
di scl oses subject-matter which anticipates the pending
clains, the decision of the examning division to
refuse the application for [ack of novelty was well -
founded, and is hereby confirned.
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The first auxiliary request: Questions to the Enlarged Board
of Appeal

17.

The proposed questions to the Enl arged Board of Appea
relate to the issue of the intention of the person
comm tting an abuse. However, since in the case at

I ssue, the intention behind Dr M's actions is not
material for the Board in comng to its concl usion,
there is no need to refer the proposed questions to the
Enl arged Board of Appeal. This request is consequently
refused.

The second auxiliary request: Continuation of the proceedi ngs

in witing

18.

19.

0569. D

The Board will normally continue proceedings in witing
after oral proceedi ngs have taken place before it, in
ci rcunst ances where the appellant coul d not reasonably
have been expected to deal with an issue that has newy
come up at the oral proceedings.

This is not the case here. Already in its conmunication
the Board indicated that it considered that the

evi dence fell far short of naking out a case of evident
abuse. The appellant did not then ask for a

post ponenent of oral proceedings in order to try and
fill the gaps. Appeal proceedings are not there for a
party to see if its case m ght succeed despite

I nadequat e evi dence, and then to have yet a further
opportunity to put in evidence. The second auxiliary
request is thus refused.
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O der

For these reasons it is decided that:

1. The request for referral of questions to the Enl arged
Board of Appeal is refused.

2. The request to continue the proceedings in witing is
refused.

3. The appeal is dism ssed.

The Regi strar: The Chai r person:

P. Crenona U. Kinkel dey

0569. D



