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Summary of Facts and Subm ssi ons

1495. D

This is an appeal against the Qpposition Division's
decision to nmaintain European patent No. 0 450 013 in
anended form The opponent, the present appellant, had
filed an opposition on the ground that the clains

| acked an inventive step having regard, inter alia, to
t he di sclosure of the foll owi ng docunent:

D6: GB-A-1-531 401.

The appel | ant appeal ed this decision and requested that
the patent be revoked; an auxiliary request was nmade
for oral proceedings.

The respondent (proprietor) requested that the appea
be dism ssed and al so nade an auxiliary request for
oral proceedings.

In the statenment of grounds of appeal the appellant
referred to a docunent not previously discussed in the
proceedi ngs:

D7: JP-A-62-135069

A translation into English of D7 was al so submtted.
The appel | ant asked that D7 be admtted into the
proceedi ngs because of its rel evance.

Oral proceedings were held on 8 June 1999. At these
proceedi ngs the appellant argued that D7 was so

rel evant as to prejudi ce mai ntenance of the patent, in
that the subject-matter of claim1l1 | acked an inventive
step having regard to the disclosure of D7. The
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pat entee had had sufficient tinme to consider the
docunent and to present coments. It was in the
interests of the EPO that only valid patents be granted
and D7 should therefore be admtted to the proceedi ngs.

It was al so argued that the subject-matter of claim1l

| acked an inventive step starting out fromthe

di scl osure of D6. This docunent disclosed the features
of the preanble of claim1l and taught the decoupling of
the scanning and printing processes. It was clear from
vari ous passages, particularly those describing the
buf fer nenories, that when scanning stopped it was
possible for printing to continue. D6 was a very early
docunent, being dated 1978, and disclosed a system
quite different to the then known anal og systens in

whi ch there was no possibility of decoupling the
scanning and printing processes. The skilled person,
aware of the D6 apparatus and faced with a scanni ng

mal functi on, would be aware that because of decoupling
a scanning error was no longer fatal. It was obvious to
t ake advantage of this to continue printing until the
menory was entirely enpty. There were only two
possibilities as to when printing could be stopped:
either up to, or including, the affected page. Since a
partial page woul d be useless and require to be
renoved, it would be obvious for the skilled person to
print up to this page and then stop.

Al t hough the preferred enbodi nent of D6 discl osed
menori es which could not read and wite at the sane
time, the Figure 4 enbodi ment disclosed such a nenory.
The skilled person, applying the conmobn genera

knowl edge at the priority date of the patent in suit,
woul d have had avail able suitable read/wite nenories
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in order to carry into effect the Figure 4 enbodi nent
and provide full decoupling between scanni ng and
printing.

Moreover, it was known in the context of fax apparatus
to decoupl e scanning and printing. D2 showed a device
which could still receive data even if the printer
portion had jamed; applying this to D6 nerely invol ved
what was in effect a "kinematic inversion”

The respondent argued that D7 should not be admtted
because it was not relevant. In D7 a mal function
resulted in deletion of all data except address data.
As for D6, this docunent made no nention of any kind of
mal functi on and di scussion as to what woul d happen in
the event of one was pure specul ation. There were nmany
ways i n which shutdown in the event of a nalfunction
coul d be acconplished other than the two proposed by
the appellant. D2 related to a fax nmachi ne rather than
a copier and dealt with a malfunction in the witing
rat her than the signal generating neans. There was no
reason why the skilled person would conbine the
teaching of D2 with that of D6. Even if such a

conbi nati on were consi dered obvious it would not |ead
to the clainmed invention, since a "kinematic inversion"
was necessary to deal wth a malfunction in the signa
generating neans rather than in the witer nmeans as

di scl osed in D2.

Caim1l as anended in the course of the opposition
proceedi ngs reads as foll ows:

"1. Reproduction apparatus for nultiple page
originals, said apparatus conpri sing:
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A nmeans (14, 16) for generating a series of

el ectrical signals representative of the inmage content
of a plurality of original pages

B. an electronic nultiple page buffer nenory (64) for
receiving and storing such a series of electrica

si gnal s;

C. means for witing such a series of electrical
signals to said nenory

D. witer nmeans (74, 76) responsive to applied

el ectrical signals for formng i mages on receiver
sheet s;

E. a processing unit (65, 66) for reading stored
signals fromthe nultiple page buffer nmenory in a
predet erm ned page sequence, and for applying such
signals to said witer neans;

characterized by: neans operative upon the occurrence
of a malfunction in said signal generating neans for
continuing operation of said witer neans until the
next page in the predeterm ned sequence, which is to be
formed on said receiver sheets, and which has not been
stored in said buffer nenory."

Reasons for the Deci sion

1.2

1495. D

Late-filed docunents (Article 114(2) EPC)

The appellant's statenment of grounds introduces
docunent D7 into the proceedi ngs and raises an
I nventive step objection based on this docunent.

Article 102(3) EPC confers jurisdiction on the
Qpposition Division, and hence on the Boards of Appeal,
to deci de whet her an anended patent neets the
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requi renents of the EPC, whilst Article 114(1) EPC

gi ves each Board the power to examne the facts of its
own notion. According to Article 114(2) EPC however,
facts or evidence which are not submtted in due tine
by the parties concerned may be di sregarded.

It is the established jurisprudence of the Boards of
Appeal that the main criterion for whether a docunent
shoul d be admitted or disregarded is its rel evance,
i.e. its likely bearing on the outcone of the case. It
has accordi ngly been necessary for the Board to

consi der the content of D7 to determ ne whether it is
of such relevance as to have a material bearing on the
deci si on.

D7 deals with the problem of scanning mal function in
the context of a system enploying on the one hand a
scanner and on the other a printer. It solves this
probl em by deletion, in the event of a malfunction, of
all scanning informati on which has been accunul ated on
a disk store. Only address information is retai ned. The
i nvention as clainmed on the other hand nakes use of the
accunul ated information in order to continue printing
("continuing operation of said witer nmeans", in the
terms of claiml). D7 therefore represents the sinplest
solution to the problem of scanner malfunction in that
it invites the skilled person to re-scan ab initio. The
subject-matter of the characterising part of claimlis
not present in D7, nor is it suggested by it. Moreover,
the Board cannot see any conbination of D7 wth D6 or
any of the other docunments cited in the course of the
opposition proceedi ngs which would | ead the skilled
person to the clainmed invention. Applying the teaching
of D7 to D6 would provide a nechanismin the D6 system
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for dealing with a scanning nal function, but it would
do so by deletion of the stored data.

The Board therefore concludes that D7 should not be
admtted to the proceedi ngs.

I nventive step

It was common ground at the oral proceedings that the
features of the preanble of claim1l are known from D6.
Thi s docunent discloses a digital copier incorporating
a docunent feeder, i.e. reproduction apparatus for

mul tiple page originals, in which, referring to

Figure 1, a CCD unit 22 generates a series of

el ectrical signals representative of the inage content
of a plurality of original pages. By neans of a nenory
controller 44 these signals are witten into an

el ectronic nmultiple page buffer nenory 42, 43. A
processing unit 37 reads stored signals fromthe

mul tiple page buffer nenory in a predeterm ned page
sequence and applies themto a priner 62.

D6 is conpletely silent as to its operation in the
event of a mal function. Al though by anal ogy with anal og
copi ers the occurence of a malfunction at any point in
the system m ght be expected to cause i mmedi ate
shutdown, it was argued by the appellant that D6 in
fact teaches the skilled person that the scanni ng and
printing process are decoupled from one another, so

t hat when scanni ng stops because of a nalfunction there
IS no reason why printing should not continue. The
skill ed person aware of the D6 apparatus and faced with
a scanning mal function would therefore appreciate that
an error in scanning was not necessarily fatal to
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printing and would permt printing to continue as |ong
as the buffer nenory contained data. The Board accepts
this argunment. Although it was argued by the respondent
t hat any di scussion of nmal functions of D6 nust be
specul ati ve as the docunent makes no nention of the
subject, it appears to the Board that the skilled
person, faced with the appearance of a nal function on
the scanning side, would find it obvious to permt the
printer to continue until all stored data had been read
out. Al though the respondent argued that the Figure 1
system of D6 required two nenories because the

i ndi vi dual nmenories could not be read fromand witten
to sinmultaneously, it is clear fromthe description
that this is a reflection of the nenory technol ogy at
the priority date (1976) and the Figure 4 enbodi nent
shows a read/wite nenory 120 which would permt this
to be done.

However, claim 1l is nore restricted than autononous
scanning and printing; the claimrequires that when a
mal functi on occurs in the scanner the printer continues
until the next page in the predeterm ned sequence which
has not been stored in the buffer nmenory. Inplicit in
this feature is that in the event of scanner

mal functi on the page currently being scanned is not
stored in the buffer nenory. Such an arrangenent has
the advantage that there is no need for a user to
search through the printed pages for a page containing
partial data.

In the Board's view the skilled person would not be |ed
by the disclosure of D6 to provide this additiona
facility. Although the scanning and printing portions
of the apparatus appear sufficiently nodular to
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function independently in D6, the Board notes the
Qpposition Division's argunent that both the start and
end address of a page are generated and stored in

read/ wite nmenory 41 at the beginning of a scan rather
than generating an initial start signal and
subsequently an end signal once the scan has been
finished. This reading appears to be confirmed by the
passage at page 2 line 115 to page 3 line 13, which
suggests that the read buffers 35 and 36 are controlled
by an up/down counter in read buffer controller 33
under the control of a clock 23 within the CCD unit.
Thi s suggests that in the absence of additional neans
the CCD unit wll continue scanning once a start signa
has been received fromthe shaft angle encoder 34 which
provi des the page sync signal. In other words, once the
scanner commences operation, data wll be fed into the
menory even if a paper feed jam or other mechanica

mal f uncti on occurs.

The Board accordingly concludes that the subject-matter
of claim1l involves an inventive step having regard to
the di scl osure of D6.

The appel l ant al so argued that D6, when read in the
l'ight of the disclosure of D2, would | ead the skilled
person to the clained invention. D2 discloses a fax
machi ne i n which jami ng of the recordi ng paper does
not cause the reception of data to be interrupted, the
data being stored in a nenory, see page 7 lines 48 to
52. It was argued by the appellant that the teaching of
D2 that a mal function of one part of a conbi ned
appar at us need not necessarily lead to interruption of
operation of a further part of the sane apparatus
woul d, when applied to the D6 apparatus, |ead the
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skilled person to the clainmed invention.

The Board does not consider that a conbination of D2
and D6 leads to the clainmed result. Even if for the
sake of argunent the skilled person were to find it
obvious to apply teaching in the field of fax nmachi nes
to a copier, D2 is concerned with the opposite case to
that of the invention, nanely a nmalfunction in the
printing whilst scanning (in this case at a renote fax
machi ne) continues. It is not clear that anything nore
could be derived fromsuch a conbi nation than the nere
teaching that the conponent parts of the D6 copier are
essential ly autononobus, an argunment which has been
accepted. The conbination of D2 with D6 would not | ead
the skilled person to the characterising feature of
claim1l, nanely stopping storage of the data after the
| ast full page which has been scanned.

Nor, in the Board's view, do any of the other docunents
on the opposition file, whether considered individually
or in conbination w th another docunent, lead to a
conclusion different to that reached above with respect
to D6 and D6 in combination with D2.
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O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg

1495. D



