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Summary of Facts and Subm ssi ons

The appel | ant (opponent) | odged an appeal against the
interlocutory decision of the opposition division dated
29 January 1997, by which the European patent

No. 481 903 was maintained i n anended form

Qpposition was filed against the patent as a whol e,
based on Article 100(a) EPC in conjunction with
Article 54 and 56 EPC (|l ack of novelty and of an

I nventive step).

The opposition division, having had regard to the
follow ng prior art docunents:

El: DE-A-2 532 168, and

E2: DE-A-2 241 127, corresponding to FR-A-2 196 909,
whi ch was acknow edged in the granted patent
specification (colum 1, lines 3 to 6) as being
the prior art disclosing the preanble of Claiml
as granted; and to Caim1l, as anended during the
oral proceedings held on 12 Decenber 1996,

hel d that the grounds for opposition nmentioned in
Article 100(a) EPC did not prejudice the nai ntenance of
the contested patent, as anended.

Claim1l, as anended, reads as foll ows:

"A paper web threading apparatus for rotary printing
press conprising

a paper web threadi ng nenber guide (10,10") provided

2737.D N



2737.D

- 2 - T 0371/ 97

al ong a paper web threading path of the printing press
extending froma paper web supply section (S) to a
position just in front of a folding section (F);

a paper web threading nmenber (2,2') |ocated over the
whol e | ength of the paper web threading path extending
fromthe nost upstream position thereof which is run
al ong the paper web threading nenber guide (10, 10")
during the web threadi ng operation;

a paper web retaining nmenber (1,1") provided on said
paper web threading nmenber (2,2') for securing the
paper web to be threaded along the path and at | east
one paper web threading nenber driving unit (B) for
runni ng sai d paper web threadi ng nenber al ong said
paper web threadi ng nenber guide (10,10");
characterised by

a paper web threadi ng nmenber pooling section (A

provi ded downstream of the paper web threading path, to
take up the | eading end of a paper web threadi ng nenber
the tailing end of which being connected to a paper
web,

a plurality of paper web threadi ng nmenber pooling
sections (A) being gathered in a group (2),

t he paper web threadi ng nenber pooling sections (A
bei ng novabl e to connect the threadi ng nenbers as
desired to any one of a plurality of paper web

t hreadi ng nenber gui des (10,10")".

In the decision under appeal, the opposition division
further held that the above-quoted Claiml1l net the
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requi renents of Articles 123(2) and 123(3) EPC, so that
t he grounds of opposition nentioned in Article 100(b)
EPC did not prejudice the maintenance of the so anended
contested patent, either.

The appel | ant (opponent) requested that the decision
under appeal be set aside and the patent be revoked on
the ground that Caiml1l on file as anended in the ora
proceedi ngs before the opposition division did not
conply with Article 123(3) EPC, alternatively, that the
case be remtted to the first instance for additiona
search as regards Caim1.

The respondent (patentee) requested that the appeal be
di sm ssed.

The appel |l ant argued essentially as foll ows.

The presently effective Claim1l had been anmended in
such a way as to contravene Article 123(3) EPC

Caiml, as granted, conprised the follow ng
expression: "said threading nenber (2,2') being novable
t hrough said pooling section (A" (see colum 14,

lines 35 to 36 of the granted patent), which the
opposition division found to be open to be construed as
meani ng either

(a) that the threading nmenber (2,2') could be
connected to any selected ones of a plurality of
paper web threadi ng nenber guides, or

(b) that the threading nmenber (2,2') was novabl e
t hrough the pooling section (A, e.g. fromend to
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end of said pooling section (A,

as stated by the opposition division in paragraph 2.4.2
of the decision under appeal.

Si nce the above-quoted expression: "said threading
menber (2,2') being novabl e through said pooling
section (A" had been deleted fromdaim1l as anended,
one of the two possible interpretations of the subject-
matter thereof had al so been del eted, thereby providing
for an extension of the scope of said claim thus, for
a violation of Article 123(3) EPC

In Caiml, as anended during the oral proceedings

bef ore the opposition division, the follow ng feature:
“...a plurality of paper web threadi ng nenber pooling
sections (A) being gathered in a group (2)..." was
added to the subject-matter thereof and was consi dered
as essential for the positive appreciation of the

i nventive step involved by said subject-matter

Such a feature was not nentioned in any of the
originally filed clains, so that no search was
perfornmed in respect of this feature. A conplenentary
search regarding Caim1l, as anmended, was accordingly
necessary, which justified the alternative request.

The respondent argued essentially as foll ows.

The appel l ant submitted that the scope of Caim1l, as
anmended during the oral proceedings before the
opposition division, was extended beyond the scope of
the granted Claim1, because the follow ng feature:
"...said threadi ng nenber (2,2') being novabl e through
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said pooling section (A)..." had been deleted fromthe
subject-matter of said claim

Om ng to the uncl ear neani ng of the word "through”
conprised in the wording of the above feature,
theoretically, two interpretations thereof, as

menti oned on page 7 of the decision under appeal, were
possible, i.e. said feature m ght be construed as
meani ng:

(a) said threading nenber (2,2') being novabl e by
nmeans of the pooling section (A), or

(b) said threading nenber (2,2') being novabl e by
passi ng through said pooling section (A).

As it was discussed during the oral proceedi ngs before
the opposition division, it was clear fromthe context,
particularly the originally filed description (page 24
and Figures 9 and 10), that the first interpretation

(a) was the correct one and that Claim1, as granted,

was i ndeed unclear. Caiml was, accordingly, clarified
by amending it in the sense of the first interpretation

(a).

This clarifying anendnent of Claim 1, also neant that
the second alternative interpretation (b) was renoved
fromthe scope of said claim As correctly stated by
t he opposition division in the decision under appeal,
this anendnent restricted the extent of protection
conferred, and therefore did not contravene the

requi renents of Article 123(3)EPC.

The appel lant's opinion was incorrect. Deleting a
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feature froma claimnormally neant an extension of the
scope of said claim but, in the present case, the
deletion was in fact restricting the possible
interpretation of Caiml. Therefore, the clarifying
amendnment of Claim 1 nmade during the oral proceeding
before the opposition division was adm ssi ble and did
not violate Article 123(3) EPC.

There was no need to remt the case for an additiona
search. daim1l was a conbination of features, of which
the feature that the pooling sections A were gathered
in a group Z, was not a particularly inportant key
feature. Concerning the patentability of the subject-
matter of said claim it would not nmake any difference
whet her this feature, as such, was known or not. It had
only been taken out fromthe description in order to
make the scope of Claim1l clear.

Mor eover, the appellant could have conducted the
necessary search by hinsel f.

Finally, remtting the case to the first instance would
result in a substantial delay of the proceedings.

Reasons for the Deci sion

2737.D

The appeal is adm ssible.
The questions on which the Board has to decide are:
- the alleged violation of Article 123 EPC whi ch

would I ead to the revocati on of the contested
patent, if well-founded, and
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- t he all eged necessity of a further search,
specifically intended to ascertain whether or not
the feature added to the presently effective
Caim1l was known as such.

Article 123(2) and (3) EPC

The Board concurs with the conclusion of the opposition
di vision, in considering that the disputed anmendnent of
Claim1l does not violate either Article 123(2) or
123(3) EPC, for the follow ng reasons.

In the independent Caim1 of the contested patent as
granted (see colum 14, lines 35 to 39, thereof), the
grant ed wordi ng:

"... said threading nenber (2,2') being novabl e through
sai d pooling section (A) to be connected as desired to
any selected ones out of a plurality of paper web

t hr eadi ng nenber gui des (10,10")"

was replaced by the foll ow ng wording:
! a plurality of paper web threadi ng nenber pooling
sections (A) being gathered in a group (Z), the paper
web t hreadi ng nenber pooling sections (A) being novabl e
to connect the threading nenbers as desired to any one
of a plurality of paper web threadi ng nenber guides
(10,10")".

Article 123(2) EPC

The above-quoted anmended feature is based on the
originally filed application (page 27, line 25 to
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page 28, line 13), which forns also part of the
description of the patent specification as granted on

colum 13, lines 10 to 26, see e.qg.: a plurality

of paper web threadi ng nenber pooling sections A are

gathered into a group Z ... as shown in Fig. 9 ... by

novi ng paper web threadi ng nenber pooling sections A
by a proper neans ... in any of the directions

shown by arrows ... sections A, A ... can be connected

sequentially and/or as desired to any sel ected ones out

of the paper web threading nenber guides 10 ...

The requirenents of Article 123(2) EPC are thus net.

Article 123(3) EPC

As stated by the respondent and confirned in the
deci si on under appeal, the clarifying amendnent
adopted, in the formof the wording pointed out above
(paragraph 3.2), results in the deletion from

I ndependent Claim 1, as granted, of the above second
interpretation (b) (see itemlll) of said feature in
guestion, which was considered to nake Caim 1l unclear.
Such a deletion does not violate Article 123(3) EPC,
since it does not extend the protection conferred by
Claim1l as granted. Nor does it confer any protection
to other fields which were not already covered by said
granted claim

During the opposition procedure, the appellant objected
that furthernore the feature: ("by noving ... pooling
sections A") "together with the relevant auxiliary

gui des 10" ("by a proper neans"), see description of
the patent specification on colum 13, lines 16 to 19,
shoul d have been inserted into aim1, as anmended.
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The Board, however, concurs with the view of the
opposition division on the matter and does not consi der
this feature as an essential feature for carrying out
the invention, in order to obtain the desired effect
according to Claim1l of the contested patent. It is
definitely within the ordinary skill of the person
skilled in the art to apply any useful neans to

physi cal |l y connect the novabl e pooling sections as
desired to any one of the guides as explicitly defined
by the anmended C aim 1.

Under these circunstances, there are no deficiencies
pursuant to Article 123(2) or 123(3) EPC to prejudice

t he mai nt enance, pursuant to Article 102(3) EPC, of the
pat ent as anended.

Remittal to the first instance

The Board agrees with the respondent's subm ssion that
the feature added to CCaim1l as granted, i.e. "a
plurality of paper web threading sections (A) being
gathered in a group (2)" is not a particularly

I mportant key feature of Claim1l as anended, so that,
concerning the patentability of the subject-matter of
said claim it will not nmake any difference whether
this feature, as such, was already known or not.

Mor eover, as already nentioned above (point 3), the
Board is satisfied that the amendnents to Claim1 as
granted conply with the requirenents of Article 123(2)
and (3) EPC

Under these considerations, the Board is of the opinion
that a conplenentary search on the subject-matter of
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the presently effective aim1 would not |ead to any
substantial difference in the appreciation of the
patentability of the subject-matter of said claim as
expressed by the opposition division in the decision
under appeal. The Board will therefore not allow the
requested remttal to the first instance for any

addi tional search as regards C aim 1.

5. Since the appellant has not raised any objections in
respect of novelty or inventive step, there are no
further outstanding patentability issues for the Board
to consi der.

O der

For these reasons it iIs decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Townend H GOstertag
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