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Summary of Facts and Subm ssi ons

2777.D

Mention of the grant of European patent No. 0 348 062

i n respect of European patent application

No. 89 305 692.9 in the nane of I|nperial Chem ca

I ndustries PLC (now assigned to E.lI. Du Pont de Nenours
and Conpany), which had been filed on 6 June 1989,
claimng priorities from22 June 1988 (GB) and

27 Cctober 1988 (US), was announced on 21 Septenber
1994 on the basis of 11 clains. |ndependent Clains 1
and 9 read as follows:

"1l. A netallised filmconprising a substrate | ayer of
a synthetic polyneric material having, on at |east one
surface thereof, an adherent | ayer, and a netallic

| ayer on the surface of the at |east one adherent |ayer
renote fromthe substrate, characterised in that the
adherent | ayer conprises a copol yester resin derived
from

(a) in aromatic pol ycarboxylic acid, or polyester-
form ng equival ent thereof,

(b) a sulphonic acid derivative of an aromatic
pol ycar boxylic acid, or polyester-formng
equi val ent thereof, and

(c) a stoichionetric anount of at |east one pol yhydric
al cohol, or polyester-form ng equival ent thereof,
wherein the alkali netal content of the
copol yester resin is within the range of from
0.0001 to 0.005 grame atons percent.”
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"9. A nethod of producing a netallised filmby formng
a substrate | ayer of a synthetic polyneric material,
applying to at | east one surface thereof an adherent

| ayer, and depositing a netallic |ayer on the surface
of the at |east one adherent |ayer renote fromthe
substrate, characterised in that the adherent |ayer
conprises a copol yester resin derived from

(a) an aromatic pol ycarboxylic acid, or polyester-
form ng equival ent thereof,

(b) a sulphonic acid derivative of an aromatic
pol ycar boxylic acid, or polyester-formng
equi val ent thereof, and

(c) a stoichionetric anount of at |east one pol yhydric
al cohol, or pol yester-form ng equival ent thereof,
wherein the alkali nmetal content of the
copol yester resin is within the range of from
0.0001 to 0.005 grame atons percent."”

Noti ce of Opposition requesting revocation of the
patent in its entirety on the grounds of Article 100(a)
and (b) EPC was filed by Hoechst Aktiengesellschaft on
14 June 1995.

The opposition was i.a. based on docunments

Dl: EP-A-0 185 470 and

D6: US-A-3 563 942.

By its decision announced orally on 28 January 1997 and
issued in witing on 5 March 1997 the Qpposition
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Di vision rejected the opposition.

That deci sion held that the objection under

Article 100(b) EPC, nanely that the opposed patent did
not disclose the invention in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art, was unfounded, because, although
this was not explicitly stated, the teaching of the
patent necessarily inplied that the quality of the

wat er used as di spersion nmedi umwas such that the
sodi um content of the copol yester resin was not
enhanced over and above the clained upper limt of

0. 005 gramre atons percent.

The films according to Caiml were al so novel and

i nventive over D1, because this docunent was silent on
the alkali netal content of the copolyester resin used
(Eastman WD Si ze) and did not address the existing
techni cal problem of inproved hum d agei ng
characteristics of the netallised filnms; Dl could not,
t herefore, suggest the clainmed solution of this
problem i.e. the reduction of the alkali netal content
of the copol yester adhesive resin. None of the further
citations, D6 included, was considered by the
Qpposition Division to be relevant to the issue of

I nventive step

On 29 March 1997 the Opponent (Appellant) | odged an
appeal against the decision of the Qpposition D vision
and paid the appeal fee on the sane day. The Statenent
of Grounds of Appeal was submtted on 15 July 1997, in
whi ch the Appellant naintained its objections under
Article 100(a) and (b) EPC.
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(i) Inits subm ssion, the opposed patent did not
di scl ose the invention in a manner sufficiently
clear and conplete for it to be carried out by a
person skilled in the art, because its disclosure
conprised the use as dispersion nedi um of sodium
containing tap water and of sodi um al kyl
sul phosucci nate as wetting agent, both these
measures, independently from each other, being
abl e to enhance the sodi um concentration over and
above the upper Iimt set out in Claiml.

(i) It also submtted that the OQpposition Division's
recognition of an inventive step over D1 was not
correctly based on a conparison with the cl osest
prior art enbodi nent disclosed in D1, i.e. a
sul phocopol yest er conposition whose sul pho group
counter-ion was not sodi um but hydrogen or
ammoni um As set out in the Declaration of Dr.

R G Posey ("Posey-Declaration" attached to the
Statenent of Grounds of Appeal), the use of such
known "virtually sodi umfree" sul phocopol yesters
provi ded the sane excellent netal adhesion and
hum d agei ng properties as the "l ow sodi unt

sul phocopol yesters according to the patent in
suit. These properties of the "I ow sodi unf

sul phocopol yesters used according to the patent in
suit could not, therefore, establish an inventive
step over D1. This conclusion was furthernore
supported by the teaching of D6 which conprised
the use of sodiumfree amoni um sul phocopol yesters
for the preparation of adhesive conpositions for
form ng | am nates.

V. The counterstatenents of the Respondent (Proprietor of

2777.D N
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the patent) presented in its witten subm ssion dated

24 February 1998 can be summarized as fol |l ows:

(i)

(i)

Concerni ng the Appellant's objection of

i nsufficiency of disclosure (Article 100(b) EPC

t he Respondent denied that the use of sodium
containing tap water as well as the possible

addi tion of sodium al kyl sul phosuccinate as
wetting agent would lead to a transgression of the
upper limt of the sodium content of the

copol yester resins used according to the patent in
suit.

In the Respondent's opinion the results reported
in the Posey-Decl aration confirmed, rather than
confuted the conclusion of non-obvi ousness reached
in the decision under appeal, because the alleged
conparative "virtually sodiumfree"

sul phocopol yester was i ndeed prepared according to
the patent in suit and its sodium content shoul d,
thus, be within the range set out in Caiml.
Nei t her was docunment D6 of any help to the
Appel l ant' s case because the preponderance of the
use in the worked exanples of D6 of al kali netal
derivatives of sul phocopol yesters nade cl ear that
this was the preferred enbodi nent.

Oiginally both parties asked for oral proceedings in

the event that their respective requests would not be

all owed on the basis of their witten subm ssions.

Therefore, on 18 March 1999 the parties were sunmoned

to attend oral proceedings. In the annex to these

summons the Rapporteur indicated that the Appellant's
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interpretation of the Posey-Declaration could not be
fol | oned.

By its subm ssion dated 29 Septenber 1999 the Appell ant
withdrew its original request to hold oral proceedings
and requested that the matter be decided on the basis
of the previously submtted argunents and docunents.

In consequence, the Board's summons to oral proceedi ngs
was cancel | ed.

The Appel | ant requested that the decision under appea
be set aside and that the European patent No. 348 062

be revoked.

The Respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1

2777.D

The appeal is adm ssible.

Sufficiency of the disclosure

The Appellant's objection that the opposed patent did
not disclose the invention in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art is based on a twofold reasoni ng:
first, on the alleged use of tap water for the
preparation of the aqueous di spersion of the

sul phonat ed copol yester and, secondly, on the possible
addi tion of sodium al kyl sul phosuccinate to this
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aqueous di spersi on.

Tap water argunent

According to Exanple 1 of the patent in suit deionised
Eastman WD Si ze was used as copol yester resin adhesive.
By the step of deionisation the sodiumcontent of the
Eastman WD Si ze was reduced from 0. 0405 gramre atons
percent on the solids resin content to 0.00036 gramme
atons percent. This procedure is al so described on
page 3, lines 7 to 11 of the specification and in
Caiml1ll. Furthernore, it is enphasised on page 3,
lines 24 to 27 of the specification that "(A)Ithough

t he pendant sul phonate groups may be in the free acid
form by total elimnation of alkali netal,

particul arly acceptabl e behavi our is achi eved when the
al kali netal content of the adherent polyester is
within a range of from0.0001 to 0.0005 gramre atons
percent . "

It is thus entirely clear that - as distinct fromthe
teaching of D1 - the presence of only very |ow anobunts
of alkali nmetal ions in the copolyester resin is a
vital feature of the subject-matter of Caim1l of the
patent in suit. The Appellant's assunption that the
skill ed person would ignore this essential teaching and
forego the effect achieved by the deionisation step by
di luting the aqueous di spersion of the copol yester with
hi gh sodi um content tap water is therefore at variance
with the whole teaching of the patent in suit.

Contrastingly, one skilled in the art would, as a
matter of course, enploy only water whose al kali netal
content is such as not to exceed the |imt set in
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Caim1l. This is not an exceptional neasure in

I ndustry, which uses deioni sed water for many
processes, as confirned on page 6, penultinmte
paragraph of D10 (T.V. Arden et al., Water Purification
by 1on Exchange, London, Butterworths (ICl Intelligence
Li brary date stanp of 16 January 1969)).

Wet ti ng agent argunent

Anmong the wettings agents, which may be added in order
to inprove the wetting and |l evelling properties of the
aqueous di spersions of the sul phonated copol yester
resin on a thernoplastic filmsubstrate, sodium al kyl
sul phosuccinate is nentioned (specification page 4,
lines 6 to 8). The Appellant asserted in the Statenent
of Grounds of Appeal (page 2, lines 16 to 20) that the
addi ti on of one drop of a commercial sodium al kyl

sul phosucci nate on a surface area of 10 cnfof the
copol yester adhesive |ayer would suffice to exceed by
far the upper Iimt of the sodiumcontent of the

copol yester resin of 0.005 gramre atons percent. The
Appel I ant, however, failed to indicate which sodi um

al kyl sul phosucci nate he neant and in what
concentration its solution should be applied. This
argunment is thus unable to prove that by the addition
of any sodi um al kyl sul phosuccinate in usual anounts
the sodi um content of the copol yester resin nust

i nevitably transgress the upper Iimt of 0.005 grame
at ons percent.

Mor eover, the argunent devel oped in point 2.1 supra
With respect to the essential nature of the teaching in
the patent in suit concerning the use of |ow sodium

sul phonat ed copol yesters al so applies here. In view of



2.3

2777.D

-9 - T 0376/ 97

this teaching the skilled person would not consider
addi ng any sodi um al kyl sul phosucci nate wetting agent
in amobunts | eading to a transgression of the upper
limt of the sodiumcontent as specified in daiml. In
this respect the Respondent submitted in his response
to the Statenent of G ounds of Appeal (page 2, first
par agraph, last 8 |lines) the maxi num anount of sodi um
di octyl sul phosucci nate which m ght be added w t hout
contravening this requirenent.

In view of the above considerations and al so the fact
that the patent specification contains an exanple which
t he Appellant did not denonstrate that it could not be
repr oduced w t hout undue burden, it nust be concl uded
that the Appellant failed to establish that the opposed
patent did not disclose the invention in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art.
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Citations

Docunent D1

This docunent relates to a netallised filmconprising a
substrate layer of a thernoplastic polyneric materi al
havi ng on at | east one surface thereof an adherent

| ayer and a netallic layer on the surface of this
adherent layer renote fromthe substrate, wherein the
adherent |ayer conprises (a) a polyester resin

contai ning free sul phonate groups SO;R (wth R being
hydr ogen, (substituted) amonium or an alkali netal),
and (b) an ethoxylated al kyl phenol (cf. daiml to 4,
page 2, lines 3 to 7).

The polyester resin (a) may be prepared by
cocondensation of (i) amonium and al kali netal salts
of 4-sul phophthalic acid, 5-sul phoisophthalic acid or
sul phot erephthalic acid, of (ii) unsul phonated

pol ycar boxylic acids, including phthalic acid and its
i somers, and of (iii) polyhydric alcohols, e.g.

et hyl ene gl ycol (page 2, lines 22 to 35).

According to page 3, lines 31 to 32 the pol yester

resin (a) is "conveniently applied to the substrate in
the form of an aqueous solution or dispersion"” and this
I's the manner enployed in all exanples (cf. "inventive"
Exanples 1, 4 and 5 on pages 9, 10, 12 and 13).

The netallised filnms according to D1 exhibit an

i nproved adhesi on between the substrate and the
netallic |ayer, which effect is achieved by the use of
t he et hoxyl ated al kyl phenol conponent (b). This is
evi denced by the results of the nean peel strength set
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out in the Table on page 15 (cf. page 1, lines 23 to
24; Exanples 1 to 9 on pages 9 to 14).

Docunent D6

Thi s docunent relates to aqueous dispersions of a

sol vent-sol ubl e I'inear copol yester which conprises the
reacti on product of at |east two dicarboxylic acids,
including fromabout 0.1 to about 10 nol e% of a

sul phonated aromatic dicarboxylic acid (or certain
esters thereof) and of |east one di hydric al cohol. The
cation of the sul pho group may be an alkali netal or
(substituted) ammonium (cf. Caim1l).

According to Exanple 5 the copol yester is prepared from
terephthalic acid and ammoni um di net hyl - 5-

sul phoi sopht hal ate (cf. Exanples 2 to 7 in colum 8,
line 70 to columm 9, Table I; in conjunction with
Exanple 1 in colum 8, lines 17 to 69).

The dispersions are said to be useful for coating
conposi tions which are excell ent adhesives and can be
used in formng | am nates, e.g. by bondi ng pol yet hyl ene
terephthalate filmto i.a. alumnumfoil (cf. colum 7
line 71 to colum 8, line 5).

Novel ty

The ground for opposition of |ack of novelty was not
mai ntained in the oral proceedings before the first
i nstance and was not brought forward in the appea

st age.

For the reasons to follow, the Board is satisfied that
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the clainmed subject-matter is novel over docunments D1
and D6.

Wil e D1 enbraces the possible use of sul phonated

pol yester resins containing sodiumfree sul phonate
groups SO;R, with R being hydrogen or (substituted)
ammoni um as starting materials (cf. page 2, lines 3 to
7), it may be assuned - in the absence of any
information in D1 concerning the need for a speci al
purity of the aqueous dispersions - that their aqueous
di spersions are prepared with ordinary tap water and
may, thus, contain sodiumions (cf. Exanple 1, page 9,
| ast two paragraphs to page 10, line 7).

In view of the mssing information on this issue, it is
not possi bl e to unanbi guously assess the sodi um cont ent
of the copolyester resins and it is, hence, not
possi bl e to conclude that this anmount of sodi um nust be
within the range specified in Claim1l of the patent in
suit.

The subject-matter of this claimis thus novel over Dl.

The content of docunent D6 differs fromthe subject-
matter of Claiml of the patent in suit by the | ack of
a conjoi nt disclosure of

(1) the use of a copol yester conprising (ia) units
from a non-sul phonated aromati c pol ycarboxylic
acid and (ib) units froma sul phonated aromatic
pol ycar boxylic acid,

(i) a di spersion of copolyesters constituted by the
afore-nmentioned units in deionised water, and
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(iii) the use of such an adhesive dispersion for the
preparation of netal coated |am nates.

The subject-matter of CQaiml is thus also novel over
D6, irrespective of any considerations concerning the
sodi um content of the sul phonated copol yester.

Since the independent nethod Claim9 of the patent in
suit conprises the product definitions of Caiml, its
subject-matter is |likew se novel over D1 and D6.

Problemto be sol ved and sol uti on ther eof

When starting from Dl as cl osest prior art, the problem
to be solved is the provision of further netallised
films having excell ent adhesi on between the substrate
and the netal film including inproved adhesion after
hum d ageing (cf. page 2, lines 17 to 23 of the patent
in suit).

In formulating this problemaccount is taken of the
fact that Dl al ready achi eves excel |l ent adhesion

bet ween the substrate and the netal film but,
differently fromthe present invention, by selection of
specific wetting agents (cf. point 3.1 supra, |ast

par agr aph).

According to the patent in suit this problemis to be
sol ved by the use of sul phonated copol yester adhesive
resins having a very low alkali netal content, as
specified in Caiml.

In view of the avail able evidence the Board is
satisfied that the existing technical problem has
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effectively been solved by the clainmed features in al
its aspects.

This conclusion is drawn on the basis of the
experinmental results reported for Exanples 1 and 2 of
the patent specification and for Exanples Ato F

contai ned in the subm ssion of the Applicant of 1 June
1993 during the stage of substantive exam nation. These
tests results show that the peel strength of
"inventive" |amnates which are heat sealed to a dry
filmtape is superior before and after hum d ageing to
"conparative" |am nates conprising an anount of al kal
metal in the sul phonated copol yester which is in excess
of the upper |limt according to present Caiml.

Qbvi ousness

For the reasons set out below the cl ai ned sol uti on of
the existing technical problemis not obvious over DI,
t aken al one or in conbination with D6.

Docunent D1 relates to netallised filnms having
essentially the sane structure as the filns according
to Cdaim1l of the patent in suit, save for the | arger
amount of alkali nmetal ions in the copol yester resin

| ayer, which - due to the use of tap water - is likely
to arise even when non-alkali netal salts of

sul phonat ed copol yesters are used (cf. point 4.1
supra).

DL is totally silent on the inportance for the adhesion
bet ween the substrate and the netal covering |ayer of
the amount of alkali nmetal ions in the adhesive resin

| ayer; nor is DL in any way directed towards the
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preservation of this adhesive property under hum d
condi ti ons.

Wiile, therefore, D1 teaches one way to i nprove the
adhesi on between the substrate and the netal covering

| ayer, nanely by incorporation of ethoxylated al kyl
phenol s as wetting agents into the adhesive resin
conposition, it does not suggest the solution taught by
the present invention, i.e. the selection of a range
for the anobunt of alkali netal ions. Contrastingly, al
t he wor ked exanpl es set out in DL use for the adhesive
| ayer Eastman WD Size, i.e. an aqueous dispersion of a
copol yester conprising units derived from sodi um 5-

sul phoi sopht hal ate (cf. page 9, |ast paragraph) having
a sodi um content of 0.0405 grame atons percent (cf.
patent specification page 6, lines 32 to 34), which is
far in excess of the upper limt required by Caim1 of
the patent in suit.

Since DL is totally silent on the hum d agei ng
characteristics of the netallised filns, nothing can be
gained fromthis docunent by the skilled person for the
solution of this aspect of the existing technica
problem (cf. point 5.1 supra).

The Appel lant's reasoning that the obvi ousness of the
subject-matter of Caim1l of the patent in suit should
be assessed on the basis of sodiumfree sul phonated
copol yesters (cf. Posey Declaration attached to the
Statenent of Grounds of Appeal) cannot be accepted,
because, even when non-al kali netal salts of

sul phonat ed copol yesters are used as starting
materials, it is highly likely that, after preparation
of their aqueous dispersions, due to the use of tap
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water, their alkali nmetal content will be considerably
enhanced. Al kali netal free adhesive resins do not,
therefore, represent state of the art that can be
consi dered to be unanbi guously disclosed in D1; purely
specul ative prior art enbodi nents nust, however, be

di sregarded in the assessnent of obvi ousness.

Docunent D6 is not able to supplenent the teaching of
DL in a way to render the present invention obvious
ei t her.

Again this docunent teaches the preferred use of such
sul phonat ed copol yester adhesi ves which are prepared
fromal kali netal sul phoaromatic di carboxylic acids
(cf. Exanples 1 to 4, 6, 8 to 12) and does not contain
any hint that the adhesive characteristics of the
copol yesters, which are in the foreground of that
subject-matter, mght in any way be dependent on the
amount of alkali nmetal ions in the copol yester resin.

Moreover, this docunent, while referring to adhesive
characteristics, does not contain any infornmation
concerning the bonding strength to netal |ayers, which
Is the specific adhesive property to be optim zed by
the present invention (cf. point 5.1 supra). It follows
that D6 is also silent on the hum d performance of the
adhesive resins in netallised fil ns.

Thus, the nere nentioning of non-al kali netal
cont ai ni ng sul phonat ed pol yester resins in Caim1l and
in Exanple 5 (cf. colum 9, Table |I) of D6 cannot
incite the skilled person to consider the use of such
non al kali netal sul phonated resins as a solution to
the existing technical problem (cf. point 3.1 supra).
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6.6 The above reasoning confirnms the statenent nmade in
point 6.1 supra, nanely that the subject-matter of
Caim1 of the patent in suit is non-obvious over D1
and De6.

6.7 The sanme conclusion applies a fortiori to the subject-
matter of the independent Claim9, which relates to the
preparation of the netallised filns according to
Gaiml.

6.8 Owi ng to their appendancy to, respectively, Caim1 and
Caim9, the subject-matter of the dependent Cains 2
to 8 and 10 to 11 also conplies with the requirenment of
Article 56 EPC

7. Thus, the grounds for opposition under Article 100(a)

and (b) EPC do not prejudice the nmai ntenance of the
pat ent .

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgmaier C. Gérardin

2777.D



