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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 487 703 was granted on 24 August
1994 on the basis of European patent application
No. 91 912 236. 8.

1. The granted patent was opposed by the present
appel l ants on the grounds that its subject-matter
| acked novelty and/or inventive step with respect to
the follow ng state of the art docunents:

(E1): Pat ent abstracts of Japan JP-A-62-151676,

(E2): Catal ogue "PURE-FLO D aphragm Val ves" of the
Conpany | TT Fluid Technol ogy Corporati on.

L1l Wth its decision posted on 5 February 1997 the
Qpposition Division held that the patent could be
mai ntai ned in anmended form

| V. An appeal against that decision was filed on 4 Apri
1997 and the fee for appeal paid at the sane tinme. The
statenent of grounds of appeal was filed on 4 June
1997.

In the statement of grounds the appellants referred to
t he docunent WO A-91 00460, which belongs to the state
of the art according to Article 54(3) EPC, and argued
that the subject-matter of claim1l as approved by the
Qpposition Division | acked novelty with respect
thereto. The appellants also challenged the clarity of
the claimas well as its basis in the original

di scl osure and nai ntai ned their objection of |ack of
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i nventive step with respect to docunents E1 and E2.

The appel l ants requested that the decision under appea
be set aside and the patent revoked in its entirety.

Oral proceedings before the Board were held on
4 February 1999.

At the oral proceedings the respondents (proprietors of
the patent) submitted a new claim 1 which reads as
fol | ows:

"1l. A wvalve (1) conprising: a valve body (2) defining
a through passage (3), a branch passage (7), an
aperture (11) in the wall of the through passage (3)
for connecting the branch passage (7) to the through
passage (3), and a valve seat (10) fornmed on the valve
body (2), wherein the aperture (11) opens onto the

val ve seat (10) and the branch passage (7) opens onto
the val ve seat (10) at a point spaced fromthe aperture
(11); and a closure diaphragm (12) novabl e between a
first position in which the diaphragm (12) engages the
val ve seat (10) to seal the aperture (11) and the
branch passage (7) and a second position in which the
cl osure diaphragm (12) is spaced fromthe val ve seat
(10), whereby communication is established between the
t hrough passage (3) and the branch passage (7);
characterised in that, when the valve (1) is oriented

with the through passage (3) horizontal and the branch
passage (7) extending vertically downwardly away from
the through passage (3), the surface of the body, which
is located in a plane perpendicular to the |ongitudina
axis of the through passage (3) and passing through the
centre of the aperture (11), and which connects the
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invert of the through passage (3) to the val ve seat,
extends fromthe | owest point of the through passage
substantially horizontally to the valve seat whereby
all fluid previously contained in the valve body w |
drain into the branch passage when the di aphragmis in
the second position and no pocket which is bel ow the
invert of the through passage is forned when the

di aphragmis in the first position."

They requested mai ntenance of the patent in anmended
formon the basis of this newclaim1l together with the
dependent clains 2 to 4 (as granted), revised
description and drawi ngs (as granted) as accepted by
the Opposition Division in the contested decision.

The argunents brought forward by the appellants in
support of their request can be summari sed as foll ows:

According to claim1 the shape of the through passage
in the val ve body was defined by reference to a
particular orientation of the valve body in use. The

cl ai mwas however directed to a valve per se and not to
that val ve when form ng part of a pipeline systemwth
the valve arranged therein in the specified way.
Moreover, it was nade clear in the description of the
pat ent specification that the valve could be used in
other orientations. This nade the claimunclear in
contravention of Article 84 EPC

It was not in dispute that docunent E3 disclosed a

val ve having all the constructional features set out in
the preanble of present claim11. Furthernore, it was
clear fromthe description of the valve of docunent E3
that it had been designed to prevent the formation of
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pockets or dead spaces in the flow line, which was the
same techni cal problem addressed by the presently

cl ai ned val ve. The person skilled in the art would
therefore take this design purpose into account when
ascertaining what it was that was intended to be shown
in the figures of docunment E3. On that basis there
could be no doubt that Figure 3 disclosed to the person
skilled in the art the formof the through passage in
the val ve body as defined in the characterizing cl ause
of claim1l. The subject-matter of the claimtherefore
| acked novelty.

That val ves of the basic configuration set out in the
preanble of claiml were useful in flowlines where it
was desired to avoid the formati on of pockets or dead
spaces was taught by both docunents E1 and E2. It was
also clear fromthe latter docunent that such a valve
could be used when it was desired to drain a flow line
conpletely rather than nerely to take a sanple
therefrom At the bottom of page 14 of docunment E2
there was disclosed a valve clearly suitable for both
drai ni ng and sanpling purposes. The valve conprised a
body wel ded to a short section of tubing which could be
of a dianeter varying over a wide range. At the upper
end of this range it would be obvious to weld the val ve
body to the tubing section in such a way that the
surface connecting the | owest point of the through
passage in the tubing section to the val ve seat
extended "substantially horizontally", whatever that

m ght mean, to the valve seat, as required by the
characterising clause of claiml1l. The subject-nmatter of
the claimtherefore | acked inventive step.

The respondents replied substantially as foll ows:
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The subject-matter of claim1l was a val ve whi ch was
particularly intended to be used in a certain
configuration. For convenience the position of the
valve in this configuration was adopted as the basis
for defining its internal geonetry. This did not nean
that the val ve could not be used in other
configurations so that a further restriction of the
claimin this context was unnecessary.

The various figures of docunent E3 were inconsistent

wi th each other. Since the text of the docunent nade no
reference to use of the valve to provide conplete
draining of a flowline, the person skilled in the art
woul d not in any way be led to the appellants’
interpretation of Figure 3 as show ng the true
intention of the drafter of the docunment. Thus there
was no cl ear and unanbi guous di sclosure in docunent E3
of the subject-matter of present claiml.

The respondents had set out to design a val ve which
could be used both to drain a flow |line conpletely and
to take a sanple therefromw t hout there being any
pocket or dead space being forned in which suspended
material could collect. As could be seen from

docunent E2 these two functions had previously been
reserved to different valves so that the very idea of
conbining themin a single valve was a distinct break
wi th convention. There was nothing in the state of the
art which could encourage the skilled person to start
on the devel opnent path chosen by the respondents and
to lead himto the solution clained. The argunents of
the appellants as to what m ght happen if the val ve
body shown at the bottom of page 14 were conbined with
a tubul ar section of l|arger dianeter were pure ex-post
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facto hypot heses.

Reasons for the Deci sion

0828.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

Consi derations under Articles 84, 123(2) and 123(3) EPC

As is made clear at lines 14 to 17, colum 3, of the
pat ent specification (the correspondi ng passage is
found at lines 21 to 24, page 4, of the origina
application) the valve body of the clainmed valve wll
in general be installed in a pipewrk systemw th the

t hrough passage horizontal and the branch passage
pointing vertically downwards. It is with reference to
this normal installation position that the surface of
the valve body in the indicated perpendi cul ar plane and
connecting the | owest point of the through passage to
the valve seat is defined in present claim1l as being
"substantially horizontal”. It is by virtue of this
formof the surface in question that all fluid present
in the valve body will drain into the branch passage
when the di aphragmis opened and that no pocket is
fornmed below the invert of the through passage when the
di aphragmis closed. The causal rel ationship between
this surface being "substantially horizontal” and the
val ve being able to neet these two requirenents is

I medi ately evident to the person skilled in the art
fromthe original disclosure even though not explicitly
stated there. Furthernore, as argued by the
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respondents, it is the nature of this relationship

whi ch inposes a limtation on the anbit of the term
"substantially horizontal" to a surface which diverges
fromthe horizontal only to the extent necessary for
facilitating production.

What the respondent seek to protect is a valve. The
internal geonetric formof that valve is difficult to
define except by reference to the effects to be
achieved and in turn these effects are predi cated upon
the valve being oriented in a certain way. The
respondents have therefore defined this orientation in
the claim It would be inappropriate to demand, as do
t he appellants under the mantle of Article 84 EPC, that
the respondents restrict their claimto a pipework
system conprising the valve orientated in this way
since that would unwarrantedly Iimt the scope of
protection given.

Thus the terns of present claiml are clear (Article 84
EPC) and since the claimhas been derived from granted
claiml only by the addition of features which were
originally disclosed, there are also no objections to
it under Articles 123(2) and (3) EPC

Novel ty

Docunent E3 was published after the priority date to
whi ch the subject-matter of present claiml is entitled
but is itself entitled to an earlier priority date and
therefore belongs to the state of the art according to
Article 54(3) EPC for the majority of Contracting
States designated in the contested patent. This is not
in dispute. Nor is it in dispute that the valve
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di scl osed in docunent E3 is of the general type defined
in the preanble of present claiml.

The general teaching of docunent E3 is to provide a

val ve especially suitable for taking sanples from or

I njecting conponents into, a liquid flowin a pipeline.
In particular the aimis to avoid the formation of any
pocket or dead space so that there can be practically
no entrapnent of liquid during sanpling or injecting
operations, see for exanple page 2, paragraphs 3 to 5.
The prevention of such entrapped pockets of |iquid can
be very inportant in certain fields of use, for exanple
food processing and bio-technol ogy. There is no nention
i n docunent E3 of using the val ve disclosed there for
draining a pipeline system nor is the valve described
or shown as being disposed in the draining orientation
defined in present claiml1l. However, as a corollary to
what is said in point 2 above about the terns of the
claim the absence of this information in docunment E3
is not definitive for establishing novelty. Wat is

i nportant is whether the docunent contains a clear and
unanbi guous teaching to the person skilled in the art
to construct the valve in such a manner that its

i nternal geonetry corresponds to that defined in the
claimwth the concomtant effect that, if the valve
were used in the orientation defined in the claimthen
i ndeed all fluid previously contained in the val ve body
woul d drain fromit.

Here, the appellants rely solely on Figure 3 of
docunent E3 and to be nore precise on the fact that the
ri ght-hand dotted line indicating the extent of the

t hrough passage in the areas of the valve body on
either side of the chanber 50 is a straight
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conti nuation of the side face 49 of that chanber. This
side face corresponds to the surface defined in the
characterising clause of claiml and in the orientation
of the valve stated in the claimwould extend
substantially horizontally. Having regard to the dotted
l'ine nmentioned above the appellants conclude that in
this orientation of the valve there can be no part of

t he through passage which is [ower than the side

face 49 so that all of the fluid in the valve body w |
be allowed to drain into the branch passage.

Al t hough the assertions of the appellants are
consistent with what is shown in Figure 3 when this is
considered in isolation, it is inpossible to disregard
the fact that Figures 1 to 3, which all purport to be
different views of the sane valve, are nutually

i nconsistent with regard to the possible formof the

t hrough passage in the valve body in the areas spaced
fromthe chanber 50. It is possible to nake conjectures
about that form which would be conpatible with various
pairs of figures, but there is no one formwhich is
conpatible with all three. As the respondents have
correctly pointed out if Figure 2 is assuned to
illustrate a "D'-shaped cross-section which according
to Figure 3 is constant along its length (the
interpretation favoured by the appellants) then this
woul d not correspond to the circul ar cross-section of
the end of the passage clearly visible in Figure 1. The
preferred interpretation of the appellants is that the
"D'-shaped cross-section visible in Figure 2 bl ends
slowy into the circular cross-section visible in
Figure 1, which would be convenient for manufacturing
pur poses, and that the straight dotted |line visible in
Figure 3 arose nerely as a matter of conveni ence for
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t he draught sman.

The Board does not have to choose between these two
versions or for that matter investigate other ones. It
suffices to say that the evident discrepancies between
the Figures nmakes it inpossible to derive fromFigure 3
a clear and unanbi guous teaching that the val ve shown
there corresponds both in ternms of structure and
function to that defined in claim1l (see decision

T 896/92, cited in the conpendium "Case Law of the
Boards of Appeal of the EPO', 2nd edition, page 53).
The subject-matter of present claiml is therefore
novel wth respect to docunent E3.

Its novelty with respect to docunents E1 and E2 is no

| onger in dispute. Having regard to the valve shown in
docunent El, which was already referred to in the

i ntroductory description of the contested patent, it
can be seen that if the valve were disposed in the
orientation defined in present claim1l then the | ownest
poi nt of the through passage would |lie below the |evel
of the valve seat, thus preventing full drainage of the
t hrough passage. In contrast, considering the sanpling
val ve shown at the bottom of page 14 of docunent E2, it
can be seen that if this valve were disposed in the
required orientation then there would indeed be ful

drai ning of the through passage when the diaphragmis
open but on the other hand a pocket bel ow the |evel of
the invert will be fornmed when the diaphragmis cl osed.
In both cases these effects are a direct consequence of
the internal geonetry of the valve body not being as
required by the claim nanely with a substantially

hori zontal | y extendi ng surface between the | owest point
of the invert of the through passage and the val ve
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seat .

I nventive step

Havi ng regard to the above considerations it is
apparent that the issue of inventive step resolves
essentially to the question whether there was anything
in the state of the art which woul d encourage the
skilled person to provide a valve of the type set out
in the preanble of claim11, such as disclosed in
docunents E1 or E2, with the internal geonetry defined
in the characterising clause of the claim thus
enabling the valve to be used for conplete drain down
as well as problemfree sanpling.

The appell ants see this encouragenent in what is said
at the bottom of page 14 of docunent E2 about the valve
illustrated there. In particular they argue that it is
proposed here to fabricate a range of val ves which

i ncorporate the sane basic val ve body welded to a
tubul ar section of widely varying dianeter, this
tubul ar section thus defining the through passage of
the valve within the terns of claim1, and that once
the diameter of that tubul ar section reaches a certain
value then it would in practice only be possible to
wel d the val ve body and the tubul ar section together in
such a way that all the requirenents of claim1 would
foll ow automatically. The Board cannot agree. This line
of argunent is based solely on hindsi ght know edge of
the clained invention. In the opinion of the Board the
person skilled in the art, on the assunption that the
basi c contention of the appellants concerning the

I ncorporation of one size of valve body with different
di ameter tubular sections is correct, wll still have
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consi derabl e design freedomas to how to arrange these
parts with respect to each other the Board can see no

cl ear technical reason which would force himto adopt

the configuration foreseen by the appellants.

A second line of argunent of the appellants is that the
person skilled in the art would conbine the features of
the rel evant val ves of docunents E1 and E2 in order to
obtain a valve suitable for both conplete drain down
and sanpling. Again the Board cannot agree since in
nei t her docunent E1, nor in docunent E2 is there any
actual suggestion of using the valve involved for drain
down pur poses.

Lastly, the Board can see no persuasiveness in an
argunment along general lines to the effect that the
person skilled in the art, given the technical goal of
providing a valve suitable both for conplete drain down
and problemfree sanpling, would have no difficulty in
nodi fying the val ve of docunent E1 or that shown at the
bott om of page 14 of docunent E2 accordingly and thus
arrive at the internal geonetry clained. The main
reason for this is that this technical goal is nowhere
addressed in the state of the art so that the initia
conception by the respondents of a single val ve capable
of being used for both of the indicated purposes has to
be assimlated to their contribution to this art.

Taking all of the above into account the Board
therefore conmes to the conclusion that the subject-
matter of present claimcannot be derived in an obvious
manner fromthe state of the art and therefore invol ves
an inventive step (Article 56 EPC).
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

Claim1l submtted at the oral proceedings on 4 February
1999; clains 2 to 4, description and draw ngs as
accepted by the first instance.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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