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Summary of Facts and Subm ssi ons

The European patent in the suit was opposed by the
present appellant on the ground that the subject-matter
of the clains | acked an inventive step having regard to
t he disclosure, inter alia of the follow ng docunents:

D1: "Experinental broadband drop/insert/cross-connect
system 1.8 Goit/s optical shuttle bus", Fujinopto
et al, |IEEE G obal Tel econmuni cati ons Conference
and Exhi bition, Hollywod, RL, USA, 1988,

Conf erence record, pages 954 to 959,

D3: "Basi swi ssen der Dat enkomuni cation", G Kafka,
Franzi s- Verl ag, 1987, Munich, DE, pages 122-141.

1. In its decision the opposition division found that the
clains as granted were both novel and inventive. The
opposition was rejected.

L1l The appellant filed an adm ssi bl e appeal and requested
that the decision be set aside and the patent revoked;

an auxiliary request was nmade for oral proceedings.

The respondent (proprietor) requested that the appeal

be di sm ssed.

| V. Oral proceedings were held on 25 Novenber 1998.

V. Claim1l of the patent as granted reads as foll ows:
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"1l. An add/drop multiplex conprising a matrix switch
(30) the drop side of which is connected via buses
(31, 32) to respective tinme slot assignnent
function circuits (33, 34) and characterised in
that the tinme slot assignment function circuits
(33, 34) are interconnected by at |east one bus
(35) capable of relieving the load on the matrix
swtch (30) and of transferring traffic in one
direction only fromthe add to the drop functions
of the multiplex, the bus (35) providing

interconnectivity between tributaries.”

At the oral proceedings it was argued by the appell ant
that the skilled person, starting out fromthe add-drop
mul ti pl ex known from acknow edged prior art docunent D1
and faced with the problem of network | oading, would
find it obvious to provide a by-pass for local traffic
in order to avoid | oading the external network. In
particular, the skilled person would find the solution
to the problemof network loading in Figure 7.12 of D3,
t he associ ated text of which stated that | ocal

subscri bers can be connected by way of the multipl exer
wi t hout | oadi ng the network. Although the respondent
sought to nake a distinction between the various
conponents shown in the preferred enbodi nent of the
patent at Figure 4, it was clear that they all forned
part of the multiplex and were conponents of the

i nterchange matrix switch shown in Figure 2 of the
patent. The skilled person would, given the matrix
switch known from D1, find it obvious to provide a by-

pass as discl osed by D3.

The respondent argued that D3 was exclusively concerned

0111.D



- 3 - T 0398/ 97

with a particular formof data conmunication in which

i ndi vidual term nals were connected to a host conputer.
D3 made no nention of switches and was not concerned

wi th add-drop nultipl exing. The connection made between
the individual termnals and the host, shown as dotted
lines in Figure 7.12, was inadequately described and
was not clearly by way of the multiplexer itself; it

m ght well be a hard-wi red connection. Mreover, the
claimwas explicitly limted to the use of a bus for
transferring traffic in one direction only, whereas the
D3 device apparently permtted the transfer of traffic
in both directions. The skilled person, starting out
from D1, would not consider the disclosure of D3
relevant to his problem so that the subject-matter of

claiml of the patent involved an inventive step.

Reasons for the Decision

1. The only issue to be decided is that of inventive step;
t he question before the Board is whether the skilled
person, starting out fromthe add-drop nultiplex
acknow edged as known from docunment D1 and faced with
t he probl em of network | oading in consequence of |ocal
traffic, would find it obvious to provide a bus to
transfer local traffic fromthe add to the drop side of
the nultiplex directly. The appellant argued that such
an arrangenent is known per se from docunent D3 in the
context of nultiplexes in general, whereas the
respondent took the view that the disclosure of D3 was
uncl ear and had no rel evance to an add/drop nul ti pl ex.
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It was comon ground at the oral proceedings that the
singl e nost rel evant document is acknow edged prior art
docunent D1 and that is discloses an add-drop nultiplex
in accordance with the preanble of claim1l; referring
to Figures 1, 3 and 6 of D1 it can be seen that in the
context of an optical |oop network a plurality of

mul ti pl exes are provided around the | oop, a nultiplex
being referred to in D1 as an "optical shuttle node"
(OSN). The function of an OSN can be seen in Figure 3
as permtting either a through connection, a cross-
connect, or an add-drop, referred to in D3 as a
"drop/insert”". FromFigure 6 the architecture of an OSN
can be seen to consist of three layers, a first |ayer
having el ectro/optic and opto/electric converters, a
second | ayer having a matrix switch providing add, drop
and cross-connect functions and a third | ayer having
plurality of interface nodul es which from page 958,
right hand columm, third paragraph, iInter alia serve as

time slot assignnment function circuits.

D1 does not provide any nechani smfor by-passing the
network if a | ocal connection is to be nade, i.e., a
signal on the add side is to be supplied to the drop
side of the sane matrix switch. It is necessary for

such a signal to traverse the network.

In the Board's viewthis is a well-known problemin the
t el ecommuni cation field. For exanple, one of the
functions of a PABX is to performinternal connections
w thout the need for access to an external swtch,

t hereby saving trunk capacity and costs. The present
problemis anal ogous to this and is not exclusive to an

add-drop mul tiplex; once the skilled person has posed
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the problemthe solution becones obvious: nonitor the
data at the add side and divert ourely local data to
the drop side. D3, which is a textbook, shows this in

t he context of a generalised nultiplexed system In
particular, Figure 7.12 of D3 shows a networked system
in which individual term nals are connected to the
network by way of a multiplexer. The associated text
explicitly states that |ocal subscribers can be
connected by way of the multiplexer wthout building up
a network connection. Figure 7.12 shows in dashed lines
connecti on between a subscriber and a host conputer. It
was argued by the respondent that this was not
anal ogi ous to what was done in the patent and the
docunent woul d accordi ngly have had no rel evance to the
skill ed person. The Board agrees that D3 ist not
concerned with add-drop nultiplexes. It does however
show that the idea of avoiding network connections
wher e possi ble was appreciated in the nmultiplex art.

Al t hough the respondent asserted that the dashed |ine
connections shown in Figure 7.12 did not constitute a
bus and were arguably hard-wired rather than a separate
path within the nultiplexer, the Board takes the view
that the reference in the text to | ocal connections by
way of the multiplexer (German: "die Miglichkeit, auch
| okal e Teil nehnmer Uber den Multi pl exer anzusprechen")
makes clear that the multiplexer inself provides a
path. Caiml of the patent is not limted to any
particul ar kind of device being connected to the

net wor k.
Finally, the respondent argued that claiml is limted

to a bus which transfers traffic in one direction only,

fromadd to drop, as set out in the description at
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colum 4, lines 44 to 52. It is however self-evident
that if a data path between an add and a drop is being
created to avoid | oading the network then this path
will be unidirectional. Wether the resultant data path
is referred to as a bus is a matter of term nol ogy, but
since every subscriber can be expected to have access
to this data path it would seemlikely that a bus wll
be used.

6. The Board accordingly considers that the skilled
person, starting out fromthe add-drop nultiplex of D1
and faced with the patentee's problem would w thout
the exercise of invention be led to apply the teaching
of Figure 7.12 of D3 and provide a data path between
the add and drop sides of the nmultiplex. The skilled
person woul d thereby arrive at the structure as cl ai ned
inclaiml of the patent. The subject-matter of this

cl ai maccordi ngly does not involve an inventive step.

7. There being no other requests, it follows that the
appeal nust be di sm ssed.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.
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The Regi strar: The Chair man:

M Beer P. K J. van den Berg
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