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Summary of Facts and Subm ssi ons

2328.D

An opposition was filed agai nst the European patent
No. 398 214.

By the decision of the opposition division dispatched
on 27 March 1997 the patent was maintained in an
anended versi on based upon the independent Claiml
according to the second subsidiary request submtted by
the proprietor during oral proceedings of 5 March 1997.
Thi s i ndependent claim which will be referred to
hereinafter as the present Caiml, is worded as
fol | ows:

"1. A paper feeding/piling apparatus for a sheet fed
press, including:

- a pile table (9) supporting a pile board (10)
provided with grooves (10a) and having a pile
(11B) of sheets (11) thereon, said pile table
bei ng automatically noved upward i n accordance
with a decrease in nunber of sheets (11);

- alifting unit (24-50) conprising a plurality
of parallel lifting fingers fitting in or
renoved from said grooves (10a) of said pile
board (10) upon reciprocal horizontal novenent
of said lifting fingers for vertically lifting
a remai nder of the pile (11B) fromsaid pile
board (10) by a drive unit (28, 34, 39)
enabling a replenishnment of said pile wherein
each lifting finger is connected with one end
thereof to a support table (40) reciprocated
back and forth and supported between a pair of
vertically novable right and left guide rails
(25), said support table (40) and said lifting
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fingers formng a fork reciprocating unit
havi ng forward and backward |limt positions
detected by detecting neans (68, 69, 70); and

- an auxiliary pile unit (13) for piling next
sheets (11A) on a next pile board (10A) during
paper feeding;

characterized in that

- each lifting finger conprises a rod (51);

- said lifting unit (24-50) includes detecting
nmeans (34a, 34b) for regulating an upper
retracted storage position allow ng mai ntenance
personnel to perform mai ntenance or inspection
operations below the guide rails (25) and a
lower Iimt operation position of said guide
rails (25); and

- said lifting unit (24-50) with its support
table (40), drive unit (28, 34, 39) and guide
rails (25) is positioned at the rear of said
pile table (9)."

The opposition division found that the subject-matter
of the independent clains upon which the proprietor had
based its main and first subsidiary requests did not

i nvol ve an inventive step having regard inter aliato
docunments FR-A-2 572 062 (D2) and DE-A-3 535 113 (D3)
but that the subject-matter of the independent Claiml
according to the present Claiml did involve an

I nventive step

On 19 April 1997 the appel |l ant (opponent) | odged an
appeal against this decision and simultaneously paid
the appeal fee. A statenent setting out the grounds of
appeal was received on 22 July 1997.
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Oral proceedings were held on 17 Septenber 1999.

In the course of the appeal proceedi ngs the appellant
based its argunents upon docunents D2, D3 and

DE-B-2 637 086 (D4) as well as upon docunent

DD- A-58 744 (D5) which was submitted for the first tine
during the oral proceedings.

Wth respect to the anmendnents, the appellant - during
the oral proceedings - referred to Rule 86(4) EPC and
argued that the present Claim1l related to unsearched
subj ect-matter

Wth respect to inventive step, the appellant - during
the oral proceedings - essentially argued that the

subject-matter of the present Claim1l did not involve
an inventive step having regard to docunents D2 to D4.

During the witten phase of the appeal proceedings, the
appel l ant had essentially argued that the skilled
person - when starting fromthe subject-mtter of
Caim1l according to the first subsidiary request
submtted by the respondent during the previous

opposi tion proceedi ngs, which request was refused by
the opposition division because of |ack of inventive
step - would have arrived in an obvious way at the
subject-matter of the present Caiml.

The respondent (proprietor) contested the argunents of
t he appel | ant.

The appel | ant requested that the decision under appea
be set aside and that the patent be revoked,
auxiliarily that the case be remtted to the first
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i nstance for further prosecution.

The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1

2.1

2328.D

The appeal is adm ssible.

The cl ai ned subj ect-matter and the anendnents

Claim1l relates to a "paper feeding/piling apparatus"”,
i.e. to a sheet feeder which is suitable for feeding
piled sheets to a press and is associated with a pile
table and with an auxiliary pile unit (see the first
and the third features of the pre-characterising
portion of the clainm. Al though Cdaim1 does not
explicitly specify the relationship of the auxiliary
pile unit to the sheet feeder it has to be assuned that
the auxiliary pile unit is functionally linked to the
sheet feeder in so far as a "next pile board" filled
with sheets can be conveyed fromthe auxiliary pile
unit to a paper feed position belowthe pile table (see
description of the patent, colum 4, line 37 to

colum 5, |ine 10).

The pre-characterising portion of Claiml refers to
"detecting neans (68, 69, 70)" while the characterising
portion refers to "detecting neans (34a, 34b)”. It is
clear fromthe wording of the claimthat the detecting
neans referred to in the pre-characterising portion are
suitable for detecting forward and backward positions
of the fork reciprocating unit, i.e. they are linked to
the reciprocated (horizontal) novenent of the support
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table (40) relative to the guide rails (25). The
detecting neans referred to in the characterising
portion of Claim1l of the patent as granted as
"detecting neans (34a, 34b) for regul ating upper and
lower limt position of said guide rails (25)" are
linked to the vertical novenent of the guide rails
(25). These detecting neans are suitable for detecting
the upper and the lower limt position of the guide
rails and for "regulating”, i.e. controlling the
vertical novenent of the guide rails so as to stop them
either in the upper or in the lower limt position (see
description of the patent, colum 6, lines 25 to 33).

The expression "at the rear"” in the feature that "said
lifting unit is positioned at the rear of said pile
table" relates to the feeding direction. In other
words, this feature nmeans not only that the lifting
unit is positioned outside the pile table but also that
the pile table is positioned between the lifting unit
and the sheet-fed press.

The anendnents to the patent as granted only concern
the present Caim1l which differs fromCaim1l as
granted in that (see particularly the parts in bold

print)

(a) the feature that "said lifting unit (24-50)
i ncl udes detecting neans (34a, 34b) for regulating
an upper retracted storage position allow ng
mai nt enance personnel to perform mai nt enance or
i nspection operations below the guide rails (25)
and a lower |imt operation position of said guide
rails (25)" has replaced the feature according to
which "said lifting unit (24-50) includes
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detecting neans (34a, 34b) for regul ating upper
and lower imt positions of said guide rails
(25)"; and

(b) the feature that "said lifting unit (24-50) with
its support table (40), drive unit (28, 34, 39)
and guide rails (25) is positioned at the rear of
said pile table (9)" has replaced the feature
according to which "said lifting unit (24-50) is
positioned at the rear of said pile table (9)".

Feature (a) can be derived fromthe description of the
application as filed (see page 9, lines 18 to 24,

page 20, lines 15 to 21). Feature (b), which can be
clearly derived fromthe drawings (see Figure 1), was
al so contained in the preanble of Cdaim1 of the patent
as granted in so far as it refers to a lifting unit
conprising inter alia a support table, a drive unit and
gui de rails.

Mor eover, these anendnents further specify features
which were already contained in Claim1l of the patent
as grant ed.

Therefore, the anendnents do not contravene Article 123
EPC

The appel |l ant argued that the anended claimrelated to
unsear ched subject-matter which did not conbine with
the originally clainmed invention and contravened

Rul e 86(4) EPC. In this respect the appellant requested
that the case be remtted to the first instance for
further prosecution (see sections V and VII above).
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The board cannot accept this argunent of the appell ant
for the foll ow ng reasons:

(1) The anmendnents represent a further specification
of features already present not only in Claim1l of
the patent as granted but also in the clains of
the application as filed. daim2 of the
application as filed defined structurally the
upper and the lower |imt positions of the guide
rails. In the present Claiml these limt
positions are defined nore precisely with respect
to the functions perforned by the lifting unit and
to the results obtainable when the lifting unit is
inits upper position.

The subject-matter corresponding to the
amendnents, even if it was not expressly defined
i n any dependent claimof the application as
filed, can be clearly derivable fromthe
description and the drawi ngs of the application as
filed (see section 2.2 above). It has to be
assunmed that the search was directed to the

i nvention defined by the clains, as interpreted
wth due regard to the description and draw ngs
(see "@uidelines for Exam nation in the European
Patent Orfice", B-111-3.1).

It has also to be noted that according to the
"CQuidelines...", B-111-3.6, "... the search should
cover the entire subject-matter to which the
clainms are directed or to which they m ght
reasonably be expected to be directed after they
have been anended".

2328.D Y A
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It has also to be considered that in the specific
case the subject-matter of the anended Caim1l
does not require a search be carried out on the
basis of search files other than the search files
on the basis of which the search for the clainms of
the application as filed should have been based.

I n other words, docunents relating to the
anendnents - if existing - could and woul d have
been found during the search.

Havi ng regard to these coments, it cannot be
assunmed that the amended Claim 1l relates to
unsear ched subject-matter

According to Rule 86(4) EPC, which was inserted
into the Inplenmenting Regulations to the EPC by a
decision of the Adm nistrative Council of the

Eur opean Patent Organi sation which entered into
force on 1 June 1995, "anended cl ai ns may not
relate to unsearched subject-matter which does not
conbine with the originally clainmed invention ...
to forma single general inventive concept"”
(enmphasi s added). Thus, it is clear that

Rul e 86(4) EPC relates to issues concerning |ack
of unity of invention. This can also be derived
fromthe explanations of the new text of

Rul e 86(4) EPC contained in the "Notice dated

1 June 1995 concerning anmendnent of the European
Pat ent Convention, the |Inplenenting Regul ations
and the Rules relating to Fees" (QJ EPO 1995,
409). It is clear fromthese explanations that
Rul e 86(4) EPC concerns exam nation proceedi ngs,
and particularly those cases in which no further
search fees requested by the search division for
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non-uni tary subject-nmatter have been paid by the
applicant. The purpose of Rule 86(4) EPCis to
rul e out any anendnent which circunvents the
principle according to which a search fee nust

al ways be paid for an invention presented for
exam nation (see particularly the paragraph
headi ng "Swi tching to unsearched subject-matter”
pages 420 and 421, sections 1 and 3). It is also
to be considered that unity of invention is a
requi renent of adm nistrative nature and that the
adm ni strative purposes of this requirenent are
fulfilled when the exam nati on proceedi ngs has
been concluded, i.e. when the patent has been
granted (see G 1/91, QJ EPO 1992, 253,

section 4.2). Therefore, Rule 86(4) EPC is not
relevant for the present case.

Havi ng regard to the above comments the request of the
appel lant for remttal of the case to the first
I nstance is refused.

The prior art

Docunent D2 di scl oses a paper feeding/piling apparatus
for a sheet-fed press including:

- a pile table ("porte-piles B") supporting a pile
board ("palette 58") provided with grooves (spaces
61; see Figure 23) and having a pile of sheets
thereon, said pile table being automatically noved
upwards in accordance with a decrease in nunber of
sheets (see page 2, lines 27 to 30);

- alifting unit ("chéassis 1") conprising a



2328.D

- 10 - T 0443/ 97

plurality of parallel lifting fingers ("profilés
creux 13") fitting in or renoved from said grooves
of said pile board upon reciprocal novenent of
said lifting fingers for vertically lifting a
remai nder of the pile fromsaid pile board (see
Figures 39 to 41) by a drive unit (chains 3,

pi nions 4 and notor 8) enabling a repl eni shnment of
said pile, wherein each lifting finger is
connected wth one end thereof to a support table
(e.g. "double traverse 14") reciprocated back and
forth and supported between a pair of vertically
nmovabl e right and left guide rails ("l ongerons
10"), said support table and said lifting fingers
forma fork reciprocating unit having forward and
backward |imt positions detected by first
detecting neans (contacts 39 and 41, see page 5,
lines 18 and 19);

an auxiliary pile unit for piling next sheets on a
next pile board during paper feeding (see
Fi gure 30);

wher ei n

each lifting finger conprises a profile (13);

said lifting unit (1) includes second detecting
means ("programmateur" 42, "diodes" 50.1 and 50. 5;
see page 6, lines 21 to 37) for regul ating upper
and lower |imt positions of said guide rails;

said lifting unit with its support table, drive
unit and guide rails is positioned in the sane
spatial area as the pile table.
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Docunent D4 concerns a sheet feeder ("Bogenanleger")
including a pile table ("Stapeltisch 4") provided with
grooves ("Nuten 9") and having a pile (7) of sheets
thereon, said pile table being autonmatically noved
upwar ds i n accordance with a decrease in nunber of

sheet s;

- alifting unit (3) conprising a plurality of
parallel lifting fingers fitting in or renoved
fromsaid grooves of said pile table upon
reci procal novenent of said lifting fingers for
vertically lifting a remainder of the pile from
said pile table enabling a repl eni shnent of said
pile wherein each lifting finger conprises a rod
("Tragstab 8").

Docunent D3 relates to a paper piling apparatus

recei ving sheets froma sheet-fed press

(" Bogenabl eger”) including a transporting table (3)
conprising conveyor belts (8) for transporting the
sheets from an overl apping station (2) to a pile table
5 supporting a pile board (6), said pile table being
automatically noved downward in accordance with an

I ncrease in nunber of sheets; and a supporting unit
conprising a plurality of parallel supporting fingers
(19), the fingers being supported by a carriage (21),
the carriage and the fingers formng a reciprocating
unit supported by guide rails (22) which are vertically
novabl e by neans of drive neans (28, 29 and 30), the
reci procating unit being suitable for supporting the
sheets transported by the conveyor belts when a pile
board conpletely filled with sheets is renoved fromthe
pile table (5); wherein the supporting unit with its
carriage, drive neans and guide rails is positioned
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bet ween the overl apping station (2) and the pile table
(5) upstreamof the pile table (5).

Docunent D5 concerns a paper piling apparatus receiving
sheets froma sheet-fed press ("Bogenabl eger")
including a prelimnary pile table ("Vorstapeltisch 1")
and an internediate pile table ("Zw schenstapeltisch
4") associated with a lifting unit ("Hubtisch 2"),
wherein the lifting unit (2) is suitable for taking
over a part of a pile of sheets fromthe prelimnary
pile table (1) and bringing it onto a main pile of
sheets ("Endstapel 11"). The lifting unit (2) is
vertically novabl e between a | ower operation position,
in which the part of the pile is taken over fromthe
prelimnary pile table, and an upper operation
position, in which the part of the pile is joint to the
main pile.

Novel ty

The subject-matter of Claim1l is novel. Novelty was not
di sput ed.

Cl osest prior art

The cl osest prior art is disclosed in docunent D2.

Docunment D3 is | ess relevant then docunent D2.

Mor eover, since this docunent does not concern a device
for feeding sheets to a sheet-fed press but a device
for piling sheets comng froma sheet-fed press, it
woul d not represent a realistic starting point from
which the skilled man would try to arrive at the

cl ai med subject-matter (see e.g. T 570/91 and T 439/ 92,
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cited in "Case Law of the Boards of Appeal of the
Eur opean Patent O fice", 3rd edition 1999, |1-D3.2).

Pr obl em and sol uti on

The lifting unit (1) of the sheet feeder according to
the closest prior art operates as a main supporting
table, i.e. as follows:

After the first pile board filled with sheets is
positioned on the pile table (B) and before the
starting of the feeder, the supporting fingers (13) of
the lifting unit (1) fit in the grooves of the pile
board and take over the pile (see Figures 33 and 34).
Then, the lifting unit supporting the pileis lifted at
a level at which the upper sheet of the pile can be fed
to the press so that the feeder can be started (see
Figure 35). Wen the renai nder of the pile has to be
joint together with a new pile, the next pile board is
positioned under the lifting unit (see Figure 36) and
is lifted until the upper sheet of the new pile is
brought into contact with the fingers, whereafter the
fingers are renoved so that the remminder of the first
pile and the new pile are joined together (see

Figure 38). Wiile the pile is now being supported by
the pile table (which operates as an auxiliary
supporting table), the lifting unit noves downwards to
the base of the pile, so that the fingers fit in the
grooves of the pile board and take over the pile (see
Fi gures 39 and 40).

In other words, the lifting unit noves cyclically in
the vertical direction w thout having any parKking
position during paper feeding. It is clear from
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docunent D2 that the support table conprising the
fingers is dismantled in order to all ow mai ntenance
(see page 4, lines 31 to 35).

The subject-matter of the present Claiml differs from
the closest prior art in that

(a) each lifting finger conprises a rod,

(b) the upper limt position of said guide rails is a
retracted storage position allow ng nmai ntenance
personnel to perform mai ntenance or inspection

operations bel ow the guide rails;

(c) the lifting unit with its support table, drive
unit and guide rails is positioned at the rear of

the pile table.

Thus, the clainmed invention is based on the idea of
noving the lifting unit to a storage position, i.e. to
a parking position, which corresponds to the upper

limt position of the guide rails.

Wien the lifting unit is in its parking position,

mai nt enance or inspection operations can be perforned
as defined by feature (b) above. The neasure that the
lifting unit with the support table, the drive unit and
the guide rails is positioned at the rear of the pile
table (i.e. outside of the pile table) as defined by
feature (c) above, allows the guide rails of the
lifting unit to be noved upwards to a | evel higher than
the |l evel corresponding to the operation position. This
nmeans that features (b) and (c) are not independent of
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each other.

Havi ng regard to the comments above, the technica
problemto be solved relates to the inprovenent of the
accessibility of the apparatus for nai ntenance or

I nspection purposes wthout reducing its operability.

I nventive step

It has to be considered that docunent D2 neither
contains an indication to the problemof the
accessibility of the apparatus for maintenance purposes
during paper feeding nor - as already indicated above -
suggests the idea of denobunting the support table to
per form mai nt enance operations. |In other words,

docunent D2 | eads away fromthe clained solution.

Wth respect to feature (a), the appellant argued that
this feature cannot involve an inventive step not only
because rods and profiles have to be considered as

equi valent with regard to the function they perform but
al so because docunent D4 clearly suggests the use of
rods as supporting fingers of a lifting unit associ ated
wWith a sheets feeder. Wth respect to feature (c), the
appel | ant argued that docunment D3 suggests the idea of
positioning the lifting unit with its support table,
drive unit and guide rails at the rear of the pile
table. As to feature (b), the appellant argued that
this feature represents the choice between a linmted
nunmber of possibilities. The skilled person, wshing to
i nprove the apparatus according to docunment D2 with
respect to mai ntenance purposes, can either renove the
supporting table fromthe apparatus or nove it
downwards to a | ower storage position or to nove it
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upwards to an upper storage position. Therefore,
according to the appellant it would be obvious for a
skilled person to arrive at the clained solution.

The board cannot accept the argunents the appell ant put
forward with respect to features (b) and (c) for the
foll ow ng reasons:

Docunent D3 does not contain any indication to the
probl em of inproving the accessibility of the apparatus
when the sheets are transported to the piling device.
Therefore, the skilled person will not be incited to
conbi ne docunments D3 and D2.

It is also to be considered that docunent D3 concerns a
sheet piling apparatus (see section 3.3 above) and not
a sheet feeder. Therefore, the skilled person reading
this docunent has to realize that a teaching concerning
a piling apparatus can be applied to a sheet feeder.

Furthernore, in the apparatus according to docunent D3
the upward novenent of the supporting unit conprising
the supporting fingers (1) is limted by the
transporting table (see Figure 2). The upper limt
position of the supporting unit is the position in
which the first sheet is supported by the supporting
fingers. In this position the supporting unit is
operative. Thus, docunent D3 not only contains no

i ndication to an upper parking (or storage) position of
the supporting unit but also discloses an apparatus
provided with features which are inconpatible with an
upper parking position of the supporting unit.

It is also to be noted that the transporting table of
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t he apparatus according to docunent D3 has a structura
and functional relationship to the supporting unit
provided with the supporting fingers and to the pile
tabl e. When the skilled person anal yses this docunent,
he will consider it as defining a whole technica

entity without isolating single features which are
essential for the operation of this entity fromtheir
technical context. In other words, the skilled person -
wi t hout making an ex post facto anal ysis of docunent D3
- would not structurally isolate the pile table and the
supporting unit of the apparatus according to docunent
D3 fromthe transporting table.

Havi ng regard to the above observations, the skilled
person, if he were to conbi ne the teachi ng of docunent
D3 with the closest prior art, could arrive at a sheet
feeder in which the lifting unit is positioned outside
of the pile table, as defined by feature (c) but would
not arrive at a sheet feeder in which the lifting unit
has an upper storage position as defined by

feature (b).

The appellant's argunents relying on docunent D5 are
not relevant. Having regard to the coments in

section 3.4 above, this docunment is not nore rel evant
t han docunent D3. In these respects, it has to be
considered that the lifting unit (2) has no parking
position, its upper position as well as its | ower
position being operation positions (see colum 4,
lines 6 to 8). The apparatus according to this docunent
is provided with a prelimnary pile table (1) and with
an internediate pile table (4) which perform
respectively, the sane functions as the pile table (5)
and the supporting unit provided with fingers (19) of
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t he apparatus according to docunent D3, while the
lifting unit (2) perforns the function of transporting
a remai nder of the pile fromthe prelimnary pile table
to amin pile (11).

7.4 The appel lant's argunent that the differences between
the subject-matter of the present Claim1l and that of
the first auxiliary request submtted by the respondent
in the course of the previous opposition proceedi ngs do
not justify an inventive step is irrelevant. This way
of arguing is based upon an incorrect approach for
assessing inventive step because the starting point
does not correspond to the content of a prior art
docunent but to the content of a clai mupon which the
respondent had based one of its requests during the
previ ous opposition proceedi ngs.

7.5 Havi ng regard to the observations above, the skilled
person would not arrive in an obvious way at the
sol ution according to the present Caiml.

8. The patent can therefore be nmintained on the basis of

the version accepted by the opposition divisionin its
i nterl ocutory deci sion.

O der

For these reasons it iIs decided that:

The appeal is dism ssed

2328.D
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The Regi strar: The Chai r man:

N. Maslin C. Andries
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