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Summary of Facts and Subm ssi ons

1498.D

The Appel lants (Patentees) | odged an appeal against the
deci sion of the Opposition Division by which European
patent No. O 375 022 was revoked in response to an
opposition, based on Article 100(a) EPC, which had been
filed agai nst the patent as a whol e.

Caim1l of the patent in suit read as foll ows:
"1. Solid detergent conposition suitable for use in
an industrial warewashing process and in the form of
a block of a conpressed granular material, said block
havi ng a wei ght of 1-5 kg and conpri si ng:
5-80% by wei ght of an al kal i ne agent;
5-70% by wei ght of a builder; and

0-15% by wei ght of an active chlorine bleach."”

The opposition was supported by several docunents

i ncl udi ng:

(11) WO 89/ 11753 (corresponding to EP-A-0 417 116),

(12)  US-A-4 681 914,

(13)  DE-A-3 315 950,

(21)  EP-A-0 000 076,

(22) EP-A-0 003 769, and
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(23) GB-A-1 175 749.

The decision was based on Clainms 1 to 3 filed during the
oral proceedi ngs before the Opposition Division on
18 February 1997, Caim1l reading as foll ows:

"Process for the manufacturing of a solid detergent
conposition suitable for use in an industrial

war ewashi ng process and in the formof a block of a
conpressed granular material, said block having a
wei ght of 1-5 kg and conpri si ng:

5-80% by wei ght of an al kal i ne agent;
5-70% by wei ght of a builder; and
0- 15% by wei ght of an active chlorine bl each,

wherein a powder having a correspondi ng conposition
is conpressed in a nmould under a pressure of 3-
30 kNcnf to forma solid block."

The Opposition Division held that the subject-matter of
these clains | acked inventive step in the |ight of
docunent (12) in conbination with docunent (13), or
docunent (23) in conbination with docunent (21) or (22).

The Appel l ants defended the patentability of the subject-
matter of the patent in suit on the basis of a main claim
and an auxiliary main claimas submtted together with
their statenent of the grounds of appeal filed on 7 July
1997. The main claimcorresponded essentially to Caiml
as granted, except that the detergent block was
characterised in that it contained water in an anount of

7.1%or less. The auxiliary main claimwas the sane as
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the main claim except that it contained the active
chl orine bl each as a mandat ory conponent.

They argued that the subject-matter of the present clains
was novel and al so involved an inventive step, since the
techni cal problemunderlying the patent in suit, namely

t he provision of detergent bl ocks having a satisfying
physi cal stability, was surprisingly solved by the | ow
wat er content as clai ned.

In reply, Respondent 02 argued that the appeal was

i nadm ssible, firstly, because the statenent of the
grounds of appeal as submtted by the Appellants did not
address any of the grounds for refusing the process
clainms which were the only clains considered in the
deci si on under appeal and, secondly, because the
Appel l ants were not entitled to replace the voluntarily
restricted main claimformng the basis for the decision
of the first instance, i.e. the process claimas filed
during the oral proceedi ngs before the Qpposition

Di vision, by a broader product claim Mreover, he argued
that the subject-nmatter of the present clains was not

supported by the originally filed patent application

In a comuni cation issued on 8 Cctober 1997, the Board
expressed the prelimnary view that the appeal was

adm ssi ble, but that the subject-matter of the present
clains did not seemto neet the requirenent of

Article 123(2) EPC. Moreover, the Board observed that if
the Board coul d be persuaded to accept new requests into
t he proceedings differing substantially fromthe request
al ready considered by the first instance, that then it

woul d be the normal procedure for the Board to remt the

1498. D Y A
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case to the first instance. Finally the parties were
requested to file any subm ssions at | east one nonth
before the date of the oral proceedings.

VIII. Inreply to this comunication, the Appellants filed
second and third auxiliary main clains. Mreover, they
argued that the subject-matter of the present clainms net
the requirenment of Article 123(2) EPC, since it could be
derived fromthe patent in suit that a high water
content of the fornmed detergent blocks and the uptake of
noi sture by them nust be avoi ded, and because detergent
bl ocks in accordance with Exanples 2 and 3 of the patent
in suit showed an insufficient physical stability due to
the high water content of their ingredients as supported
by Annexes 1 to 11 as submtted on 27 February 1998.

I X. Oral proceedings before this Board were held on 1 Apri
1998. Respondent 02 informed the Board of Appeal in a
letter filed on 6 February 1998 that he would not attend
the oral proceedings.

X. During these oral proceedings the Appellants repl aced
the clains primarily put forward by five new ones headed
new main claim auxiliary main claim second, third and
fourth auxiliary main claimrespectively in order to
renmove sone formal objections put forward by the

Respondent s.

The new main claimread as foll ows:

"1l. Solid detergent conposition suitable for use in
an industrial warewashi ng process having the form of

a block of a conpressed granular material, said block

1498. D Y A
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havi ng a wei ght of 1-5 kg and conpri si ng:

- 5-80% by wei ght of an al kal i ne agent,

- 5-70% by wei ght of a builder, and

- 0-15% by wei ght of an active chlorine bl each,
and

- having about 7.1%or |ess by weight of water."

The auxiliary main claimcorresponded to that of the
new mai n claim except that the detergent bl ock
conprised 3.5-15% by wei ght of an active chlorine

bl each.

The second auxiliary main claimread as foll ows:

"1l. Solid detergent conposition suitable for use in
an industrial warewashi ng process having the form of
a bl ock of a conpressed granular material, said block
having a weight of 1-5 kg and conpri si ng:

- 5-80% by wei ght of an al kal i ne agent,

- 5-70% by weight of a builder, and

- 0-15% by wei ght of an active chlorine bl each,
with the proviso that the al kaline agent is

substantially water free."

The third auxiliary main claimcorresponded to that of
the second auxiliary main claim except that the
provi so was replaced by the proviso that the al kaline
agent excludes sodiumnetasilicate 5aq and sodi um

per bor at e nonohydr at e.

Finally, the fourth auxiliary main claimread as

1498. D Y A
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"1. Solid detergent conposition suitable for use in

an industrial warewashi ng process having the form of

a concentrated bl ock of a conpressed granul ar

material, said block having a weight of 1-5 kg and

conpri si ng:

5-80% by wei ght of an al kal i ne agent,
5-70% by wei ght of a buil der,

0- 15% by wei ght of an active chlorine bl each,
0-10% by wei ght of a pol yner,

0-5% by wei ght of an anti-foam and

optionally m nor ingredients and additional

conponent s,

the type and amounts of the conponents of the

concentrated bl ock are selected such that when the

concentrated block is stored in a closed contai ner

for a period of three nonths at 20° or 30°C the

physi cal appearance is unchanged."

Wth respect to these new main clains formal objections

were rai sed by Respondent 01 as well as by the Board. In

particular it was objected that the new main cl ai mand

the auxiliary main claimdid not neet Article 123(2)

EPC, since no basis could be found for the feature that

the detergent block had a water content of 7.1 or |ess.

Furthernore, it was objected that the second auxiliary

main claimdid not neet the requirenents of
Articles 123(2) and 84 EPC, because the feature that the

al kal i ne agent was substantially water free as such was

1498.D
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not supported and because it was not clear whether
al kal i ne perborate hydrates were excl uded.

Wth respect to the third auxiliary main claimthe Board
considered that it did not seemto neet Rule 57a EPC
because the disclainmer did not adequately excl ude

i nappropriate enbodi nents of the invention as clainmed in
view of the fact that, on the one hand, an upper limt
of the water content of 7.1% by weight was put forward
by the Appellants as being an essential feature and, on
t he ot her hand, the claimdid not exclude the use of
hi gh anobunts of sodiumtripol yphosphate. 6HO and sodi um
met asi | i cate. 9H,O,

Concerning the fourth auxiliary main claimsubmtted for
the first time during the oral proceedi ngs before the
Board, the Board noted that, as submtted by

Respondent 01, the claimof this request did not seemto
be formally acceptable in view of the requirenents for
the allowability of such a functional feature, and that,
therefore, the question had to be answered whether in
the present circunstances this late filed claimcould be
admtted into the proceedings.

The Appel l ants defended the formal allowability of the
new main claimand the auxiliary main claimessentially
in accordance with their witten subm ssions. In
particular, they submtted that the inportance of the
wat er content of the detergent bl ocks was evident from
the patent application as filed and that the water
content as cl aimed was based on Exanple 4.

Concerning the second auxiliary main claim the

1498. D Y A
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Appel I ants argued that the proviso as defined therein
was based on the originally filed patent application and
in particular on the exanpl es using granul ar NaCH.

Mor eover, they contended that said clai munanbi guously
excl uded sodi um per borate nonohydrate as being an

al kal i ne conponent and that, therefore, the claimwas

cl ear under Article 84 EPC

Furthernore, they submtted with respect to the third
auxiliary main claimthat Tables | and Il of the patent
in suit clearly showed that the reason for the storage
instability of the detergent blocks was the increase of
the water content due to the presence of sodium

nmet asi | i cate. 5HO or sodi um perborate nonohydr at e.

Mor eover, they submtted that in accordance with this
third auxiliary main claimthe unsuitabl e enbodi nents as
specified in Exanples 2 and 3 were properly disclai ned.

Finally, they defended the adm ssibility of the fourth
auxiliary main claimessentially by enphasising (i) that
it was evident fromthe proceedings that they had good
reasons to believe that the previously submtted main
clainms were formally acceptable, (ii) that this fourth
auxiliary main claimwas a bona fide attenpt to overcone
the formal objections raised, (iii) that it was clearly
based on the originally filed patent application, and
(iv) that in view of the exanples of the patent in suit
the functional feature provided sufficient instructions

to achieve the result as clained without undue burden.

The Appel lants requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the new main claim or respectively of the

1498.D Y
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auxiliary main claimor second auxiliary main claimor
third auxiliary main claimor fourth auxiliary main
claim all as submtted at the oral proceedings on

1 April 1998.

The Respondents requested that the appeal be di sm ssed.

XIV. At the conclusion of the oral proceedings the Board's

deci si on was pronounced.

Reasons for the Decision

Admissibility of the appeal

1. The Appellants were party to the proceedi ngs before the
first instance as required by Article 106 EPC, and are
persons adversely affected by the decision under appeal
for the purpose of Article 107 EPC, as their sole
request was refused. Myreover, they fulfilled the
requirenents of Rule 64 and Article 108 EPC

1.1 In this context, the Board notes that to satisfy the
requi renents regardi ng grounds of appeal, it is
according to the established jurisprudence of the boards
of appeal sufficient to put forward requests and reasons
why the deci sion under appeal, here to revoke the
patent, should not apply to these requests.

1.2 Moreover, the Board concurs with the considerations in

decision T 0123/85 (QJ EPO 1989, 336), in which it is
stated in point 3.1.1 that

1498. D Y A
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Y In requesting that his patent be maintained in
alimted formthe patentee is nmerely trying to
delimt his patent to nmeet objections expressed by

t he European Patent O fice or the opponents. However,
t he patentee does not, by virtue of such limtation,
irrevocably surrender subject-matter covered by the
patent as granted but not by the request as thus
limted. In any case, as expl ai ned above, the
patentee has no | egal nmeans for surrendering part of
the patent as granted in this way. A patentee is thus
quite entitled to anmend his request after it has been
made. He can make anendnents to subject-matter
l[imted at his request and can thus also reinstate
his patent in the formin which it was granted.”

and in point 3.1.2 that

"However, the Board has one reservation about the
adm ssibility of amendnents to the patentee's request
i n opposition proceedi ngs. Such anendnents nust not
constitute an abuse of procedural |aw (cf. also

T 64/85 - 3.4.1 dated 19 January 1988 under 2.6)...."

In the present case, the Appellants presented product
clains, which are simlar to those already filed with
the grounds of appeal, i.e. at a very early stage of the
appeal proceedings. Therefore, in this respect, no abuse
of the appeal procedure can reasonably be considered to

have taken pl ace.

Thus, in these circunstances, the Board concl udes that

t he appeal is adm ssible.

1498. D Y A



- 11 - T 0445/ 97

New main claim

2.

2.

21

2

The first issue to be decided with respect to this
request is whether the new main claimis allowabl e under
Article 123(2) EPC

The Appel l ants conceded that the patent application as
originally filed did not conprise any explicit reference
to the now clained feature that the detergent bl ock
cont ai ned about 7.1% or |ess by weight of water.

However, they argued that a skilled person, having
regard to his comon general know edge, woul d have
derived fromthe general description and the exanples of
the originally filed application that this feature was
inmplicitly disclosed.

In this context, they argued in particular that the

i nportance of the water content of detergent bl ocks as
cl ai mred was commonly known to the skilled person as can
be derived fromthe cited docunents (11), (12), (13),
(21), (22) and (23) and that he would have interpreted
the teaching of the originally filed patent application

in view of this know edge.

However, according to the established case |aw of the
boards of appeal common general know edge normally can
be supported by textbooks and general technical

literature only.

Moreover, after exam nation of these docunents, the
Board has reached the conclusion that they do not

provi de any incentive to the skilled person that the

1498. D Y A
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wat er content of the forned detergent tablets and

bl ocks, let alone the now clained content of 7.1% or

| ess by weight, could be relevant for the physical
stability of conpressed bl ocks. Since this point of view
is actually supported by the Appellants' subm ssions in
their statenment of grounds of appeal as filed on 7 July
1997 defending with respect to each cited docunent that
good tablets are obtained irrespective of the water
content thereof (see in particular page 5, |ast

par agraph to page 6, second paragraph, page 6, | ast

par agraph to page 7, first paragraph, and page 7, |ast
paragraph), it is not necessary to give further reasons
for this finding.

Therefore, Appellants' argunment in this respect cannot
be accepted by the Board.

Mor eover, the Appellants argued that the rel evance of
the water content is clearly indicated in the general
description of the patent application as filed, since it
di scloses (i) that it has been found "that solid

det ergent bl ocks may be provided which constitute an
even nore concentrated product than the solid bl ocks
obt ai ned by hydration”, (ii) that "after manufacture,

t he bl ocks shoul d be packaged as soon as possi ble, ow ng
to their hygroscopic nature", and (iii) that "the bl ocks
obt ai ned were then stored in a closed container" (see
page 3, lines 12 to 16, page 6, lines 1 to 3, and

page 7, lines 32 and 33).

However, a skilled person would only derive fromthese
passages that conpressed detergent bl ocks nmay contain

|l ess water, i.e. a |lower amount of a non-effective

1498. D Y A
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conponent, than the prior art cast solid blocks and that
t he hygroscopic solid products nust be packaged in such
a way that noisture uptake is prevented.

In this context, the Board observes that the patent
application as originally filed essentially teaches that
t he di sadvantage of the prior art cast detergent bl ocks,
nanmely the difficulty of incorporating bleaches in them
owing to the inconpatibility of bleach systens with the
caustic conponents of the blocks and the el evated
tenperatures used in the manufacturing process of the

bl ocks, can be renoved (see page 2, line 35 to page 3,
line 4, and page 4, third paragraph). This teaching does
not relate at all to optional physical stability

probl ens of the products.

Therefore, in the Board's judgnment, the general part of
the original patent application does not provide any
information regardi ng the influence of the water content
on the physical stability of the detergent bl ocks.

Furthernore, it is the Boards position that also from
the Exanples 1 to 5 of the originally filed patent
application showing in two cases an unsati sfying
physical stability (Exanples 2 and 3), alone or in
conbination with the disclosure of the description, no
particul ar evidence of the effect of the water content

on the physical stability of the bl ocks becones evident.

In this context, the Board observes that the use of a
significant anmount of 30.5% by wei ght of sodi um

tri pol yphosphate. 6HO i n accordance with Exanple 1

i nstead of water-free sodiumtripol yphosphate in

1498. D Y A
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accordance with Exanple 5 does not show any effect on

t he physical stability (see Table Il of the patent in
suit) and that the conpositions of the physically

unst abl e bl ocks of the Exanples 2 and 3 not only differ
fromthe conposition of Exanple 1 in that they contain
10. 0% by wei ght sodi um netasilicate.5H0O and 10. 0% by

wei ght sodi um per borate nonohydrate, respectively, but

al so by the presence of 2.0% by wei ght Dequest 2041 and
3.0% by wei ght TAED (only in Exanple 3) and consi derably
different anounts of NaOH (see Table 1).

2.5 Finally, the Board notes that according to the
originally filed patent application the detergent blocks
may conprise a high anmount of sodiumtriphosphate. 6HO
as a builder, nanmely up to 70% by wei ght (see page 4,
second paragraph, Cains 3 and 5, and Exanples 1 and 5),
giving a clear incentive to the skilled person that in
order to provide good detergent bl ocks the water content
t hereof was not rel evant.

2.6 Therefore, the Board concludes that the new nmain claim
conprising the feature that the detergent bl ock contains
about 7.1%or |ess by weight of water does not conply
with the requirenents of Article 123(2) EPC.

Auxiliary main claim

3. This claimcontains the sane new but not originally
di scl osed feature that the detergent block contains
about 7.1% or |ess by weight of water. Thus, this claim
Is al so not allowable under Article 123(2) EPC for the
sane reasons given already in relation to the new nain

claim

1498.D Y
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Second auxiliary main claim

4. This claimhas the provision that the al kaline agent is
substantially free of water.

4.1 The first issue to be decided with respect to this claim
is whether or not it is allowable under Article 123(2)
EPC

4.2 The Appellants argued in this respect that the provision
in question is supported by the originally filed patent
application, since this discloses that the detergent
bl ocks contain an al kaline agent, such as sodi um or
pot assi um hydr oxi de, -netasilicate or -carbonate, and
because the bl ocks as clainmed are forned by conpressing
granul ar conponents (see page 4, lines 6 to 9, and
page 5, lines 18 to 21).

However, as is commonly known to the skilled person and
supported by Annex 7 filed by the Appellants regarding
sodium netasilicate, said al kaline agents conprise both

wat er-free and hydrated solid forns.

Mor eover, as indicated above with respect to the main
request, neither the originally filed patent

application, nor the docunents cited by the Appellants
provi de any informati on what soever regarding the

i nfl uence of the water content on the physical stability

of conpressed detergent bl ocks.

Therefore, in the Board's judgnent, the use of a

substantially water-free al kaline agent as such is not

1498.D Y
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supported by the originally filed patent application.

4.3 Thus, the Board concludes that the second auxiliary main
cl aim does not neet the requirenents of Article 123(2)
EPC t oo.

Third auxiliary main claim

5. This claimhas the proviso that the al kaline agent
excl udes sodium netasilicate.5HO and sodi um perborate

nonohydr at e.

5.1 Concerning this claim the Appellants submtted that in
accordance with the established jurisprudence of the
boards of appeal this proviso is allowabl e, because
subject-matter of the present patent in suit is to be
excl uded which - as follows fromthe Exanples 2 and 3 of
the patent in suit - does not solve the technical
probl em underlying the patent in suit consisting in
provi di ng physically stable detergent bl ocks.

5.2 However, in view of the fact that despite the
Appel | ants” submi ssions that conpressed detergent bl ocks
must have a water content of 7.1%or |ess by weight in
order to show a satisfactory physical stability, the
present clai mdoes not exclude the use of high amounts
up to 70% by wei ght of sodiumtriphosphate. 6HO as a
bui | der and hi gh anmbunts up to 80% by wei ght of sodi um
netasilicate. 9HO as an al kal i ne agent, which would
result in products having a water content of greater
than 7.1% it is clear that this proviso does not ensure
a water content of less than 7.1% and so does not sol ve

t he all eged technical problem

1498.D Y
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5.3 Therefore, the Board concludes that the third auxiliary
main claimis not acceptabl e under Rule 57a EPC, since
t he amendnment cannot be regarded as renoving any ground
for opposition.

Fourth auxiliary main claim

6. This claim which was filed at the end of the oral
proceedi ngs before the Board, conprises as an essenti al
functional feature the proviso "that the type and anount
of the conmponents of the concentrated bl ock are sel ected
such that when the concentrated block is stored in a

cl osed container for a period of three nonths at 20° or

30°C the physical appearance is unchanged".

6.1 The Appellants argued that this [ate request was
adm ssi bl e, because (i) it represents a bona fide
attenpt to renove the objections regarding the preceding
main clains as put forward during the oral proceedings,
(1i) it does not introduce a fresh case since it rel ates
to the sanme essential feature, nanely a proper contro
of the water content in the detergent blocks in order to
provide a satisfying physical stability, (iii) this
anended claimis clearly supported by the description of
the application as filed and therefore all owabl e under
Article 123(2) EPC, and (iv) the functional feature in
this claimis perm ssible in accordance with the
establi shed case | aw of the boards of appeal, since it
provi des instructions which, in view of the Exanples 1,
4 and 5 listing physically stable products and the

Exanples 2 and 3 listing | ess stable products, are

1498.D Y
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sufficiently clear for the skilled person to put into
practice the invention w thout undue burden, if
necessary with reasonabl e experinents involving only

routine trials.

In this context, the Board notes that according to the
est abl i shed case | aw of the boards of appeal inportant
factors regarding the adm ssibility of late filed
amended cl ains are whether or not such clains are
obvi ously al |l owabl e and whet her or not assessing their

validity would |l ead to an unjustified procedural delay.

I n accordance with the functional feature of the present
main claimthe type and the anmount of the conponents of
t he bl ock nust be selected in such a way that the

physi cal stability of the detergent bl ocks as defined is

achi eved.

1498.D Y
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However, having regard in particular to the fact that
according to the Appellants' subm ssions in relation to
the previous main clains a water content of the bl ocks
of 7.1%or less by weight is an essential feature in
order to obtain physically stable blocks, whereas - as

i ndi cated above - this can nowhere be derived fromthe
patent in suit, the Board is unable to assune that the
specification of the patent in suit as a whole provides
a sufficiently clear instruction to a skilled person how
to select the proper conponents in the proper amounts in
order to achieve the desired stability w thout undue
burden. Thus, the fourth auxiliary main claimdoes not
meet the requirenent of support of the description under
Article 84 EPC, it actually is an unjustified
generalisation fromsone quite specific exanples, nanely
Exanples 1, 4 and 5. Moreover, in view of the fact that
said essential feature in order to obtain physically
stabl e bl ocks - as indicated above - can nowhere be
derived fromthe patent application as filed too, the

al | eged invention has not been sufficiently disclosed as
required under Article 83 EPC

In this context, the Board notes that the requirenents
of Articles 83 and 84 EPC give effect to the sane |egal
principle that the patent nonopoly should be justified
by the technical contribution to the art (see e.qg.

T 409/91, QJ EPO 1994, 653).

Thus, the fourth auxiliary main claimis clearly not

al l owabl e as not satisfying the provisions of

Articles 83 and 84 EPC, and is not allowed into the
proceedings in order to avoid an unjustified procedural

del ay.
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Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

E. Gorgnmaier

1498.D

I s deci ded that:

The Chai r nman:

A. Nuss
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