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Summary of Facts and Submn ssions

1720.D

On 4 Decenber 1996 the appellant (applicant) |odged an
appeal against the exam ning division's decision of

4 Cctober 1996 refusing the European patent application
No. 92 911 409.8 (publication No. WO 92/21412) for |ack
of inventive step. The appeal fee was paid

si mul taneously and the statenment of grounds of appea
was received on 4 February 1997.

After detailed witten discussion of the case, ora
proceedi ngs were held on 22 June 2001 during which the
appel lant filed anended clains for the main request

i ncluding the foll ow ng i ndependent cl ai ns:

"1. A nethod for providing audi o-visual instructiona
aid for assisting a person to enul ate or consi der
advi ce on a physi cal novenent or technique, the nethod
conprising the steps of:

a. capturing visual images and bi o-nechani cal data of
the person while perform ng the novenent or
technique at a first location and storing the
vi sual i nmages and bi o- mechani cal dat a;

b. provi ding, at a second |ocation, a conputer
provided with a data base conprising prerecorded
vi sual inages, prestored bio-nechanical data and
prestored instructional words or phrases of a
nunber of experts performng a plurality of
novenents or techni ques;

C. sel ecting, by the person, one selected expert from
t he nunber of experts fromthe data base on the
conmputer at the second |ocation, to be matched
agai nst;

d. transmtting the selected expert, signals
representing captured visual inmges and bi o-
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mechani cal data of the person to the conputer at
the second | ocati on;

conparing, by the conputer at the second | ocation,
t he captured visual images and bi o- nechani cal data
of the person with the visual inmages and bio-
nmechani cal data of the sel ected expert;

generating in the conputer at the second | ocation
secondary visual inmages of the novenent or

techni que based on the conparison under e.;
generating in the conputer an instructiona

di al ogue, using the prestored instructional words
or phrases of the selected expert, based on the
compari son under e.;

transmtting signals representing the generated
secondary visual imges and the instructiona

di al ogue fromthe conputer at the second | ocation
for playback;

di spl ayi ng the secondary visual images and playing
the instructional dialogue;

storing the instructional dialogue and the
secondary visual inmages on a storage neans."

A system (10) for providing an instructional aid

for assisting a person to enmulate or to consider advice

on a physical novenent or technique, the system (10)

conpri si ng:

a.

means (11, 12, 13) for capturing and storing

vi sual inmages (21) of the person while perform ng
the novenent or technique at a first |ocation;
means (11, 12, 13, 22) for capturing and storing
bi o- mechani cal data of the person while performng
t he novenent or technique at the first |ocation;
storage neans (17) provided on a conputer (16) at
a second |l ocation, the storage neans (17) being
provided with a data base conprising prerecorded
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vi sual inmages, prerecorded bio-nechanical data and
prerecorded instructional words or phrases of a
nunber of experts perform ng the novenent or

t echni que;

d. means (14) for selecting, by the person, one
sel ected expert fromthe nunber of experts;

e. means (14, 15, 16) for transmtting the sel ected
expert, signals representing captured and stored
vi sual images (21) and bi o-nechani cal data of the
person to the conputer (16) at the second
| ocati on;

f. means (16, 17), provided in the computer at the
second | ocation, for conparing the captured and
stored visual imges and bi o- nechani cal data of
the person with the prerecorded and stored visua
I mages and bi o-mechani cal data of the selected
expert;

g. nmeans (16, 17), provided in the conputer at the
second | ocation, for generating secondary visua
i mages fromthe conparison by the neans under f.;

h. means (16, 17), provided in the computer at the
second | ocation, for generating an instructiona
di al ogue fromthe stored instructional words or
phrases of the sel ected expert based on the
compari son under f.;

I nmeans (14, 15) for transmtting the instructiona
di al ogue and signals representing the secondary
vi sual inmages fromthe conmputer (16) at the second
| ocation for playback;

J. nmeans (13, 18) for displaying the secondary visua
I mages;
K. means for playing the instructional dialogue to

t he person;
1. means (13, 18) for storing the secondary visua
I mges and instructional dialogue."”

1720.D Y A
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L1l The follow ng prior art docunments played a role in the
appeal proceedings.

D1: US-A-4 891 748

D2: Patent Abstracts of Japan, VOL: 15; NO 145;
(C - 0823); JP-3026281.

| V. The appel |l ant requests that the decision of the
exam ni ng division be set aside and that a patent be
granted on the basis of the nmain request as submtted
during the oral proceedi ngs, nanely

- clains 1 to 10 submtted during the ora
pr oceedi ngs,

- description pages 1, 1A, 1B, 1C and 1D submtted
during the oral proceedings,

- description pages 2 to 17 filed with the letter of
22 May 2001,

- drawi ngs sheet 1/2 filed with the statenent of
grounds of appeal, and

- drawi ngs sheet 2/2 filed with the letter of 22 My
2001.

Al'ternatively the grant should be based on one of the
five alternative requests submtted by letter dated
22 May 2001.

Reasons for the decision

1720.D Y A
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The appeal is adm ssible.

Amendnents - main request

Wiile the clains of the main request differ

considerably fromthose originally filed, the board
wi Il not comment on the amendnents unless it is not
I medi atel y apparent where there is a basis in the
original application as published in WO A-92/21412.

Caim1 of the main request contains all the steps of
claiml of the originally filed application.

The "consi der advice" aspect in line 2 of claim1 of
the main request is based on page 14, lines 4 and 9 of
the originally filed description and the "technique" is
based on the originally filed claim17.

In section a, the "bio-nechanical data" is found in
page 7, line 37 to page 8, line 30 of the originally
filed description.

In section b, the "prestored bio-nechanical data" is
based on page 11, lines 24 to 36 and the "prestored

i nstructional words or phrases of a nunber of experts”
on page 14, lines 11 to 15, both of the originally
filed description.

In section c, the selection of an expert can be found
on page 10, lines 31 and 32 of the originally filed
descri ption.

Sections e and f are based on page 11, line 24 to
page 12, line 21 of the originally filed description
whil e section g is based on page 12, lines 22 to 26 of
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the originally filed description.

Regardi ng section h, it appears frome.g. the
originally filed Fig. 1 and the originally filed
clainms 7 and 19 that the generated secondary visua

i mges and the instructional dialogue are transmtted
fromthe second | ocation back to the first | ocation.
However, lines 19 and 20 of page 4 of the originally
filed description nmention access fromdifferent

| ocations, lines 8 to 10 of page 8 of the originally
filed description do not specify to where the
regenerated signals are sent, and lines 3 to 17 of
page 15 of the originally filed description specify
pl ayback at honme, so that the board considers that
transm ssion specifically back to the first |ocation
woul d be an unjustified restriction.

The dependent claim 2 of the main request is based on
page 15, lines 3 to 22; claim3 on page 14, lines 20 to
31; claim4 on page 13, line 32 to page 14, line 6; and
claim5 on page 1, line 9, all of the originally filed
description. Claim6 of the main request is based on
page 10, lines 11 to 26 of the originally filed
description and the originally filed Fig. 1.

The i ndependent claim7 of the main request contains
all the features of claim17 of the originally filed
appl i cation.

Apart fromtheir category, clains 7 to 10 have sim|l ar
content to claine 1 to 4 so that the comments nade in
sections 2.2 and 2.3 suffice.

The description of the main request consists of the
originally filed description, adapted to the present
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claim1l and to acknow edge the nost relevant prior art.
The board sees no objection under Article 123 EPC to
the present version although it wll need anmendnent for
ot her reasons, see section 7 bel ow

The drawi ngs sheet 1/2 of the main request differs from
that originally filed only by added or anended
reference nunerals while on drawi ngs sheet 2/2 the
alternative of "nechani sm' has been del et ed.

The board therefore nakes no objection under
Article 123(2) EPC to the version of the application
for the main request.

Articles 52(2) and (3) EPC

The i nvention concerns capturing, processing and
produci ng information but there is a technical result
and the invention is not nerely a presentation of
information (Article 52(2)(d) EPC) as such

(Article 52(3) EPC). The clains specify the technica
nmeans needed to arrive at the final presentation to the
person wi shing to emul ate or consi der advice on the
physi cal novenent or techni que. Although conputer
prograns are used at |east on the conputer at the
second | ocation, the invention involves nore than just
a conmputer program (Article 52(2)(c) EPC) as such

Nor is the clained nethod nerely what is normally
perfornmed in the mnd of a teacher who is trying to

i nprove the golf swing of a pupil. The conparison of
the pupil's swing not nerely with an ideal sw ng but
with the swng of an expert selected froma nunber of
experts held in the teacher's nenory woul d be very
difficult for the teacher and in any case the teacher
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woul d not be able to provide the playback of secondary
vi sual inmages and instructional words or phrases of the
sel ected expert. Therefore the invention is not nerely
a method for performng a nmental act (Article 52(2)(c)
EPC) .

The board is thus satisfied that the clains of the main
request set out an invention that has a technica
character and is wthin the nmeaning of Article 52(1)
EPC.

Conparison of claiml1 of the main request with D1

Referring to the first 3 lines of claim1 of the main
request, it can be seen fromclaim1l of D1 that al so
the prior art nmethod provides an instructional aid for
assisting a person to enulate or consider advice on a
physi cal novenent or techni que. The nethod of D1 yields
a "hard copy video record"” (see e.g. colum 35, lines 3
and 4) but while the last two lines of colum 3 of D1
say that "the invention permts verbal instructions to
be given by a teacher", it is not explicitly disclosed
that the video record includes these verba

i nstructions. Thus while D1 certainly discloses a
visual aid, it is doubtful whether this is an audio-

vi sual aid.

Moving to section a of claim1l of the main request,
colum 13, lines 45 and 46 of Dl refer to "video
recordi ng of the student performng the activity", i.e.
capturing and storing his visual inmages. It seens from
D1, colum 2, lines 3 to 30 and colum 10, lines 52 to
60 that al so sone bio-nechanical data of the student is
captured and stored. The appel |l ant argues t hat

bi o- mechani cal data in the invention nmeans not just
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body di nensi ons but includes weight and not just static
wei ght but wei ght transfer during performance. Wile
bi o- mechani cal data is discussed frompage 7, |line 37
to page 8, line 30 of the description of the
application, a distinction between the type of bio-
nmechani cal data captured in the invention and that
captured in DL is not nade in the claim However there
I's no disclosure in D1 of capturing the bio-nechanica
data while the student is perform ng the novenent.
Page 8, lines 25 to 30 of the present description

i mplies that bio-nmechanical signals are obtained after
t he novenent has been perforned but presumably this is
additional to the data capture during the performance
of the novenent.

According to colum 16, lines 28 to 53 of D1, fifty
gol f professionals are used for generating the elite
nodel and the displacenent position information is
digitized off a video or film(also see colum 11,
lines 11 to 13 and colum 15, lines 43 and 44). The
process of capturing what is apparently bio-nmechanica
data for the student is also perforned for the elite
performers (see columm 10, lines 46 to 60).

D1 does not explicitly disclose that the visual imges
and bi o-nechanical data of the golf professionals are
stored. However they certainly have been captured for
use in generating the elite nodel and the inproved
elite nodel (see colum 6, lines 14 to 16), and it
seens logical that this data is kept so that a new
elite nodel can be generated at sone tine in the
future, e.g. to incorporate data froma newelite
perforner.

D1 is not specific as to whether the student (person)
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is at the sanme | ocation as the processing conputer
whereas claim 1l of the main request specifies in
section a that the person is "at a first |ocation"” and
in section b that the conputer is "at a second

| ocation".

D1 does not nention that the experts give instructiona
words or phrases, instead verbal instructions are given
by a teacher (see the last two |ines of colum 3).

Colum 3, lines 59 to 63 and colum 5, line 59 to
colum 6, line 47 of Dl explain that a standardi zed
performance nodel or elite nodel is determ ned froma
| arge nunber of golf professionals (e.g. fifty). This
elite nodel is then inproved with trends that tend to
produce superior performance, resulting in a superior
performance nodel which then is adapted to the exact
specifications of the student to produce an individua
performance nodel by conparing the novenent patterns of
the elite perfornmers to each other as well as those of
| ess conpetent perforners.

Thus D1 does not disclose selecting one expert. The
board assumes that [ines 59 to 63 of colum 14 nean
that Jack Ni klaus is conpared with the adjusted average
of e.g. fifty golf professionals not that the student
is conpared with Jack N Kkl aus.

In D1, while captured visual images and bi o-nmechani ca
data of the student are transferred to the conputer
(see colum 32, line 56 to colum 33, line 11), no
expert is selected and so cannot be transmitted to the
conput er.

In D1, the transferred data is then conpared with the
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i ndi vi dual i zed superior performance nodel (instead of
wWith the sel ected expert in the present invention).

In D1 (see e.g. colum 3, lines 15 to 19), based on the
above conpari son, secondary visual inmages are
generated. The appellant nmaintains that there is a

di fference between the display generated in the present
i nvention and that generated in Dl. However the
exanpl es of the invention given on page 13, lines 12 to
24 of the present description seemsimlar to those
given in e.g. colum 4, lines 29 to 33 and Figures 19A
to 19J of D1. If there is a difference between the
invention and the prior art in this respect thenit is
not brought out in the claim

D1 does not disclose generating an instructiona

di al ogue using the prestored instructional words or
phrases of the selected expert. The dial ogue in the
present application is not a dialogue in the sense that
there is a real conversation with questions and answers
bet ween the student and the expert but a dial ogue in
that, before the instructions using the prestored

i nstructional words or phrases of the expert are sent
fromthe conmputer, information flows fromthe student
to the conputer. Thus there is a difference over nerely
playing a training video cassette whose content is the
sane for everyone.

According to Fig. 1 of D1, the generated image is
transmtted frominmge processor 34 to teaching nonitor
25. However no instructional dialogue is transmtted.

In D1 (see the teaching nonitor 25 on Fig. 1), the
secondary visual images are displayed but there is no
di scl osure of instructional dial ogue being played.
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The final paragraph of columm 34 of D1 discl oses
storing the secondary visual imges (but not the the
I nstructional dial ogue) on a storage neans.

It can be seen fromthe above analysis that there are
various differences between what is clainmed in claim1l
of the main request and what is disclosed in DIl.
Accordingly the subject-matter of claim1 of the main
request is novel conpared with this citation.

Three differences particularly interest the board.

The first difference is that, as explained in section
4.1.c above, D1 utilises a standardi zed perfornance
nodel or elite nodel determ ned froma | arge nunber of
golf professionals (e.g. fifty), inproved with trends
to result in a superior performance nodel and then
adapted to produce an individual performance nodel.

D1 thus teaches away fromwhat is done in the present
i nvention of nerely selecting one expert froma nunber
of experts and using the data of that expert al one.

The second difference is that, unlike the present

i nvention, D1 does not disclose generating an

i nstructional dial ogue using prestored instructiona
words or phrases, and still less those of the selected
expert since the student is conpared with a single
performance nodel not a selected expert. In D1 verba

i nstructions are given by a teacher.

The third difference is that D1 does not disclose
capturing the bio-nechanical data while the student is

perform ng the novenent.
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The board considers that therefore the subject-nmatter
of claiml1l of the main request is not obvious when
using D1 on its own.

Claim?7 of the main request

Apart fromtheir categories, clains 1 and 7 have
simlar content so that the board' s comments on claim1l
al so apply in general terns to claim?7.

D2

The clains in front of the exam ning division (see
pages 2 to 4 of the decision under appeal) did not
specify selecting (or neans for selecting) an expert
froma nunber of experts but nmerely vaguely to
"preferred visual inage and data signals representative
of a selected preferred novenent". DL with its trend-
enhanced average of a nunber of experts fitted this
definition.

In clainms 1 and 3 filed with the |letter of 9 February
2000 the appellant noved to "choosing ... one
particul ar preferred person fromthe nunber of
preferred persons” (i.e. a difference over D1) but
added the alternative of choosing a "nodel sw ng"
(which renoved the difference over Dl1). At the start of
the oral proceedings on 22 June 2001 the appellant was
still insisting on the alternative of "sinulation

machi nes" (see clains 1 and 7 of the main request of

22 May 2001).

The clains in front of the exam ning division referred
to audio signals in rather vague terns and so the board
considers that the examning division rightly cited the
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abstract D2.

The clains filed with the statenent of grounds of
appeal were really no better concerning the audio
aspect. Even when the appellant arrived at sonething
nore precise in clains 1 and 3 filed with the letter of
9 February 2000, the board had to point out in

section 4.6 of the comunication of 22 March 2001 that
i f the nodel swing were chosen then there would be no
one to provide the instructional words or phrases and
no chosen particular preferred person to provide the

i nstructional dialogue. At this stage the board

consi dered that the nore precisely defined audi o aspect
mght in effect be nerely an optional feature.

Only after discussion during the oral proceedings did
the appellant agree to the deletion of the alternative
of the sinmulation machi nes (which had repl aced the
nodel swing). Thus it was not until partway through the
oral proceedings on 22 June 2001 that the board was
satisfied that the subject-matter of claim1l of the
mai n request was not obvious from Dl taken on its own.
Only then did it becone necessary to nove on to the
abstract D2.

The abstract D2 obviously deals with sonething simlar
to the present invention but has nerely two Figures
(with some Japanese script) and 23 |ines of description
in English. The audio aspect is nentioned only in the

| ast three lines, nanely that "a sound output or

pi cture display output can be executed. Then, an out put
means 27 outputs this result by a sound or picture

di splay, etc.”

Thus the abstract D2 does not disclose the steps in
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claiml of the present main request of providing
prestored instructional words or phrases of a nunber of
experts, generating an instructional dial ogue using the
prestored instructional words or phrases of the

sel ected expert, transmitting signals representing the
i nstructional dialogue fromthe conputer at the second
| ocation for playback, and playing the instructiona

di al ogue.

However D2 is nerely an abstract and, while it was
sufficient for the exam ning division's decision on the
clainms then in front of it, in order to properly

exam ne the clains of the present main request nore

i nformation is needed fromthe docunent JP-A-3026281
which is the subject of the abstract. The docunent

JP- A- 3026281 was however not available to the board in
a |l anguage that it could read.

6.5 There are sone hints in the abstract D2 that docunent
JP- A-3026281 is i ndeed rel evant.

6.5.1 The abstract describes "extracting required various
data fromthe photographed nove of an operational point
for a person to be diagnosed and conparing the
extracted data with the data of a conparison
reference.” The abstract adds that "A conparison
reference hol ding neans 24 holds the data of the plura
conpari son references" and "A post-processing nmeans
26 sel ects a diagnosed result for each sel ected
conparison". Thus a person's data can be conpared with
a sel ected conparison reference. This seens to be
confirmed by the statenment in the second paragraph of
page 4 of the appellant's letter of 9 February 2000
that "a group of reference bio-nmechanical data of
preferred elite perforners is obtained in advance."

1720.D Y A
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Al'l this seens simlar to the present invention where
one expert is selected froma nunber of experts.

The abstract D2 states nerely that there is "a sound
out put or picture display output” but the appell ant
stated in the second paragraph of page 4 of the letter
of 9 February 2000 concerning JP-A-3026281 that "The
student has a choice of ... hearing through a speaker
an elite perfornmer's voice comment on the golf sw ng
action."

Again this seens simlar to the present invention where
the sel ected expert's prestored instructional words or
phrases are used.

The upper Figure in the abstract D2 shows a golfer on a
surface nunbered 107 which is connected to a bl ock 103.
It may be that the purpose of the surface 107 is to
coll ect bio-nechanical data during the golf sw ng.

Thus it appears that sone of the differences of claiml
of the main request over D1 set out in section 4.3
above m ght be discl osed by JP-A-3026281.

The board considers that it is necessary that docunent
JP- A- 3026281 be exam ned, instead of just its abstract
D2. This is in the public interest and also in the
appel lant's interest to avoid himhaving his patent
revoked after he has paid translation costs and the
fees for grant and printing, if JP-A-3026281 really is
rel evant.

In order to preserve the applicant's right to argue
before two instances the board is remtting the case to
the first instance for further prosecution
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(Article 111(1) EPC).

Assum ng that the applicant does not have a transl ation
of JP-A-3026281 (and certainly none was avail abl e at
the oral proceedings), the board gives the exam ning

di vision the opportunity to arrange for one to be nade,
at the EPO s expense (cf. Guidelines for Exam nation in
the EPO, C- VI, 8.3). The board appreciates that this is
costly but considers it necessary to | ook at the

conpl ete docunent instead of relying on its abstract D2
and on comments nade about it by the appellant.

The board does not wish to bind the exam ning
division's hands in the further prosecution and so wl|
nerely point out that

- The cl osest prior art or starting point for the
assessnent of inventive step mght turn out to be
JP- A- 3026281 and not DL.

- The appel |l ant argues that with D2 the student nust
choose between an audi o0 and a vi deo presentati on
and cannot receive both. Wiile it would only be
necessary to conbi ne the teaching of D1 (video
presentation) with the alternative of the audio
presentation of D2 to arrive at an audi 0-vi sua
presentation, it nust be carefully considered
whether it actually is obvious to conbine the
t eachi ngs.

- The board considers that D1, by using a trend-
enhanced average of a nunber of experts, teaches
away fromthe present invention's selection of one
expert froma nunber of experts and using the data
of that expert alone. It needs to be seen however
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what is done in JP-A-3026281.

The description

If the application proceeds to grant then the
description wll need to be brought in line with the
clainms. The board notes that

- the term"introduction" used in the last two |ines
of page 1 is vague since the clains referred to
are in the one-part form (the one-part formis
appropri ate);

- after exam nation of JP-A-3 026 281, its
acknow edgenent of on pages 1B and 1C nay need

revision;
- on page 3, line 1 the alternative "visual" is
i nconsistent with "audio-visual”™ in claim1l and

wth claim?7;

- page 3, lines 19 to 28 describe a preferred aspect
but is wider in scope than claim1l, noreover it is
questioned what it adds to claiml1l; simlar
obj ections apply to page 3, line 29 to page 4,
line 5 and page 5, line 33 to page 6, line 10;

- it is anbi guous what the word "preferably” on page
4, lines 9, 17 and 21 refers to since sone of the
features that follow are in the i ndependent
clainms; simlar conmments apply regarding "nmay" on
page 8, lines 1 and 5; and page 12, |ine 22,
regardi ng "when required" on page 13, line 33 and

regardi ng "can" on page 14, line 2;
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- the term"generated” is now used in the clainms but

the unclear term"regenerated" is still used
t hroughout the description e.g. on page 6, line 5;
and

- t he passages "or applications ... application" on
page 12, lines 11 to 13 and "novenents of objects
or mechani sns of which ermulation is required" on

page 17, lines 5 and 6 apparently lie outside the

scope of the cl ai ns.

8. The auxiliary requests
The application is being remtted to the exam ni ng
di vision for further prosecution on the basis of the
mai n request. The board considers it unnecessary to
coment on the auxiliary requests.

9. Request for oral proceedi ngs
The request for oral proceedings made with the
statenment of grounds of appeal was a request in the

appeal proceedings and will have no effect in the
further proceedi ngs before the exam ni ng division.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

1720.D Y A
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The Regi strar: The Chai r man:

G Magouliotis C. Andries

1720.D



