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Summary of Facts and Submn ssions

3180.D

The appel | ant (opponent) | odged an appeal against the
deci sion of the Opposition Division rejecting the
opposi tion agai nst the European patent No. 0 576 176.

The opposition was filed against the patent as a whol e
and based on Article 100(a) EPC (novelty, inventive
step). The Opposition Division held that the grounds
for opposition cited in the Article 100(a) EPC did not
prejudi ce the mai ntenance of the patent having regard
to the cited docunents, in particular docunents

D1: CA-A 2 057 589 and

D2: EP-A 0 376 928.

The Qpposition Division further held that the appell ant
had not substantiated that the alleged public prior use
concerned CFB papers, that it took place before the
priority date of the patent in suit, and that the
subject-matter of the alleged public prior use had been
made avail able to the public.

Oral proceedings were held before the Board of Appea
on 24 Cctober 2000.

(i) The appellant requested that the decision under
appeal be set aside and the patent be revoked.

(ii) The respondent (patentee) requested that the
appeal be dism ssed, or, as an auxiliary request,
that the decision under appeal be set aside and
t he patent be nmintained on the basis of clains 1
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to 8 filed as an auxiliary request during the ora
proceedi ngs; and the description pages 2 to 6, and
7, lines 1 to 9, filed during the ora

proceedi ngs.

Claiml as granted (main request) reads as foll ows:

"Pressure-sensitive copying paper conprising base paper
neutral - or al kaline-sized with an al kyl ketene di nmer
size and carrying on one surface a coating of pressure-
rupturabl e m crocapsul es containing an oil solution of
chronogenic material and on the other surface a coating
of an inorganic col our devel oper conposition,
characterized in that styrene-acrylic ester copol yner
|atex is carried by the base paper, and/or is present
in the mcrocapsul e coating."

Caiml according to the auxiliary request reads as
fol | ows:

"Pressure-sensitive copying paper conprising base paper
neutral - or alkaline-sized with an al kyl ketene diner
size and carrying on one surface a coating of pressure-
rupturabl e m crocapsul es containing an oil solution of
chronogenic material and on the other surface a coating
of an inorganic col our devel oper conposition,
characterized in that styrene-acrylic ester copol yner
latex is carried by the base paper.”

In support of the alleged public prior use the
appel lant referred to the foll ow ng docunents:

El: Declaration by M Friedhelm Mil |l er of 21 August
1995 with annexes 1 to 6;
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E3:
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Decl arati on by M Kurt Fischer of 29 August 1995
and

Decl aration by M Dieter Baungarten of 6 Septenber
1995 with annexes Bl to B4.

Hearing of a witness was also offered by the appellant,

in particular with regard to the question of the public

avail ability of the alleged public prior use.

The appel |l ant argued essentially as foll ows:

(i)

The subject-matter of claim1 of the patent in
suit as granted was not novel wth regard to the
subject-matter of the alleged public prior use:

Docunents E1 and E3, in particular their annexes,
showed that the problem of premature col ouration
of pressure sensitive CFB ("coated front and
back") paper as a result of mgration of
chronogeni ¢ material through the paper had been
known and that tests were nmade by the appell ant
and Bayer AGwith AKD ("al kyl ketene diner") sized
papers and various "Baysynt hol ® surface sizing
agents.

Docunment E2 showed that, follow ng a decision of
Bayer AG to stop the production of "Baysynthol®
products, it was decided to offer to the
appel l ant, instead of these products, a product of
BASF, nanely "Basopl ast® 400 DS', also called
"Baysynt hol ® ANF", which was a styrene-acrylic
ester copol yner | atex.

Docunments E2 and E3 showed that M Baungarten, an
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enpl oyee of the appellant at that tine, was
informed by M Fischer, an enpl oyee of Bayer AG at
that time, before the priority date of the patent
in suit that "Basoplast® 400 DS" coul d be used
instead of the formerly used "Baysynt hol ® surface
sizing agents. It had thus been known to use such
a latex in conbination with an AKD-sized CFB
pressure-sensitive paper.

As it was conmon practice to use m crocapsul es
containing an oil solution of chronbgenic materi al
and an inorganic col our devel oper, a pressure-
sensitive copying paper as defined in claim1 of
the patent in suit as granted was subject-matter
of the alleged public prior use.

The subject-matter of the alleged public prior use
was al so nade avail able to the public, because
there was no obligation to secrecy between Stora-
Fel dmihl e AG and Bayer AG being respectively
client and supplier.

Furthernore, the subject-matter of claim1l of the
patent in suit as granted did not involve an
inventive step with regard to the prior art as

di scl osed in docunents D1 and D2:

The cl osest prior art was described in docunent
D1, fromwhich the subject-matter of claim1l of
the patent in suit as granted differed only in
that, in order to reduce the premature

col ouration, the base paper or mcrocapsul e
coating conprised a styrene-acrylic ester

copol yner latex instead of an extracted and

i sol ated soy protein polyner.
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The probl emunderlying the patent in suit mght be
seen in providing an alternative to the soy
protein pol yner.

Docunent D2 made nmention of pressure-sensitive CFB
sheets and the problem of premature col ouration,
in particular under hot and wet conditions, from
which it could be concluded that the premature
colouration is caused by the mgration of any
chronogeni ¢ material. Docunent D2 suggested to

sol ve that problemby the use of a | atex which
prevents the mgration of chronogenic material. As
a suitable latex a styrene-acrylic ester copol ymer
| at ex was nenti oned.

Therefore, it was obvious to use such a latex in a
pressure-sensitive paper as described in docunent
D1, thus giving rise to a pressure-sensitive paper
as clainmed in claiml1 of the patent in suit as

gr ant ed.

(iii1) The sane argunents also applied with respect to

the subject-matter of claim1 according to the
auxiliary request.

It was obvious to apply a styrene-acrylic ester
copolyner |latex to the base paper in order to
prevent mgration of chronobgenic material through
t he paper, in particular in view of the fact that
docunent Dl al ready taught that soy protein

pol ymer, which coul d obviously be replaced by
such a latex, nmay al so be carried by the base
paper.

The subject-matter of claim1l according to the
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auxiliary request did thus not involve an
I nventive step

The respondent argued essentially as foll ows:

(i)

(i)

The appellant failed to substantiate the all eged
public prior use:

A pressure-sensitive CFB paper conprising a
styrene-acrylic ester copol yner |atex was not
produced before the priority date of the patent
in suit. The tests to which the docunents E1 and
E3 referred were nade with other surface sizing
agents, and an offer by Bayer AG to repl ace these
surface sizing agents by "Basopl ast® 400 DS" did
not mean that a product as defined in claiml
according the main request was nade avail abl e.

Mor eover, the appellant was not able to establish
t he exact date at which the offer was nade, and

t he power of recollection of the people involved
m ght be deficient.

Furthernore, it was not plausible that the

enpl oyees of Stora-Fel dmihl e AG and Bayer AG were
not bound to secrecy in that specific case, and
non-confidentiality was stated neither in the
decl aration by M Fischer (docunent E2) nor in
the declaration by M Baungarten (Docunment E3).

The al l eged public prior use should, therefore,
not be taken into consideration.

Furthernore, the subject-matter of claim1l of the
patent in suit as granted was novel and involved
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an inventive step in respect of the prior art as
di scl osed i n docunents D1 and D2.

Docunent D1, which represented the cl osest prior
art, was concerned with the sanme technica
problem as the patent in suit, nanely to avoid
premature col ouration of CFB paper sheet as a
result of mgration of free chronpgenic material.
That probl em was generally significant only when
t he base paper was neutral - or al kaline-sized
with an al kyl ketene diner size and when the

col our devel oper was i norganic.

Docunent D1 suggested the use of a soy protein
pol yner to solve that problem According to the
patent in suit, however, that problemwas sol ved
in that a styrene-acrylic ester copol yner | atex
was carried by the base paper and/or was present
in the mcrocapsul e coating.

Docunent D2 mainly related to SC papers and was
primarily concerned with the prevention of
premature m crocapsul e rupture. A clear object of
docunment D2 was to provide a microcapsul e coating
| ayer having significantly inproved pressure
resistance and frictional stability w thout the
need for the use of a stilt as a protective
buffer material .

A person skilled in the art, therefore, could not
find any indication in docunent D2 of how to
solve the very specific probl emunderlying the
patent in suit. In particular, docunent D2
nei t her taught that that problem m ght be sol ved
by the use of a styrene-acrylic ester copol yner
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| at ex, which was only one of a |arge nunber of

| atices listed in docunent D2, nor that such a

| atex m ght be an alternative to the soy protein
pol ymer suggested in docunent DL.

(ii1) The subject-matter of claim1 according to the
auxi liary request also involved an inventive
step, because docunent D2 taught that it was the
m crocapsul e coati ng which should conprise a
| atex. G ven the fact that the |atex had a
cushi oning effect and thus prevented rupture of
the m crocapsules, it was therefore not obvious
to apply the latex to the base paper.

Reasons for the Deci sion

1.1

3180.D

Al | eged public prior use

According to the docunents E1 and E3, tests had been
made by the appellant and Bayer AG with pressure-
sensitive copying papers, including AKD sized papers
and various "Baysynt hol® products. In April/My 1992
Bayer AG decided to stop the production of "Baysynthol ®
products, and in May 1992 it was decided to offer to
St or a- Fel dniihl e t he product "Baysynt hol ® ANF" (cf.
docunent E2). M Fischer, an enpl oyee of Bayer AG

i nformed M Baungarten, an enpl oyee of Stora-Fel dmihl e
AG that this product should replace the fornerly used
"Baysynt hol ® products.

The appel |l ant argued that, by giving that infornmation,
it becane known to use "Baysynthol ® ANF", a styrene-
acrylic ester copolyner latex, in pressure sensitive
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paper as clained in claim1l as granted.

A question to be answered i s whether M Baungarten had
been i nfornmed about that decision before the priority
date (23 June 1992) of the patent in suit.

Anmong the docunents cited by the appellant, only the
decl arations by Messrs. Fischer (docunment E2) and
Baungarten (docunent E3) indicate a date when that
deci si on had been taken and when M Baungarten was
subsequently infornmed about it.

However, there are apparent contradictions within these
decl arati ons:

(1) From docunent E2 (declaration by M Fischer) it
follows that, in May 1992, Bayer AG decided to
of fer Baysynthol® ANF to the appell ant. However,
from docunent E2 and docunent E3 (declaration by
M Baungarten) it follows that M Baungarten had
apparently already been aware of this offer
before the decision in question was actually
taken by Bayer AG

(ii) In docunment E3 it is stated that M Baungarten
was i nformed by M Fischer in March/ April 1992.
By contrast, in docunent E2 it is stated that
M Baungarten was informed by M Fischer in
April/ May 1992.

Thus, it is not clear when M Baungarten was actually
informed by M Fischer, and whether, in view of the
statenment nade by M Fischer that the decision to offer
"Baysynt hol ® ANF' had been taken by Bayer AG only in My
1992, M Baungarten was indeed infornmed by M Fischer
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before 23 June 1992, i.e. the priority date of the
patent in suit.

In view of these contradictions and uncertainties, the
close proximty of the date of the decision in question
(May 1992) and the priority date (23 June 1992) of the
patent in suit, and in the absence of any witten

evi dence concerning the exact dates pertaining to these
facts, the Board cones to the conclusion that the

appel lant did not prove up to the hilt that it had been
known fromthe alleged public prior use to apply
"Baysynt hol ® ANF'" to pressure sensitive copying paper
before the priority date of the patent in suit.

The Board abstai ned fromtaking evidence by hearing the
wi tnesses of M Fischer and M Baungarten, because,
five years after the declarations according to
docunents E2 and E3 had been nmade, a nore precise
description of the events of the year 1992 could not be
expected, and any anmendnent of the statenents given in
docunents E2 and E3 woul d only have increased the
uncertainty about what actually happened at that tine.

Therefore, and already for that reason, the alleged
public prior use does not belong to the prior art to be
consi dered. Accordingly, there was no need to determ ne
what the subject-matter of the alleged public prior use
actual Iy consisted of and whether it had been nade
avai |l able to the public.

Mai n request

Novel ty

The subject-matter of claim1l of the patent in suit as
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granted is novel because the cited prior art does not
di scl ose an AKD-si zed pressure-sensitive CFB copying
paper conprising a styrene-acrylic ester copol yner

| at ex.

I nventive step

Cl osest prior art

The cl osest prior art is represented by docunent D1.
Thi s docunent discloses a pressure sensitive copying
paper conprising a base paper, which is neutral- or

al kal i ne-sized with an al kyl ketene di ner (AKD) si ze.

It is of the CFB type ("coated front and back") and
carries on one surface a coating of pressure-rupturable
m crocapsul es containing an oil solution of chronpbgenic
material and on the other surface a coating of an

I norgani ¢ col our devel oper conposition.

The problemarising with such papers is seen in that
any free chronogenic material in the mcrocapsule
coating has a tendency to mgrate through the paper
into contact with the col our devel oper coating, with
the result that premature col ouration occurs. The
presence of free chronogenic material is al nost

i nevi tabl e, because, anong others, a small proportion
of the m crocapsules rupture prematurely during
processi ng of the paper or on handling or storage of
t he paper, cf. docunent D1, page 1, line 34 to page 2,
l'ine 2.

Docunent Dl suggests the use of an extracted and

i sol ated soy protein polynmer conprised in the base
paper or in the mcrocapsule coating for preventing or
reduci ng prenature col ouration of such a pressure-
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sensitive paper.

The probl em of preventing or reducing the premature
col ouration of a pressure-sensitive paper of the above
mentioned type is also the probl em underlying the
patent in suit.

The patent in suit teaches that the above-descri bed
probl em of premature col ouration can al so be
significantly reduced by the use of a styrene-acrylic
ester copolyner |latex (cf. page 2, lines 35 to 38)

whi ch, according to claiml of the patent in suit as
granted, is carried by the base paper and/or is present
in the mcrocapsul e coating.

Docunment D2 al so relates to pressure-sensitive copying
paper and the problem of premature col ouration, cf.
page 4, lines 39 to 42.

In order to solve that problem a mcrocapsul e
formul ation is suggested conprising mcrocapsul es
having a wall -form ng material nade of a synthetic
resin, a high polyner latex and talc. A m crocapsule
coating having a significantly inproved pressure
resi stance and frictional stability could thus be
achi eved. On page 6 of docunment D2, suitable latices
are |isted and, anong them also acrylic acid ester-
styrene copol yner enul si ons.

A person skilled in the art seeking to reduce premature
colouration of a pressure-sensitive AKD sized copying
paper as described in docunent D1 would take into

consi deration any possibility which nay be useful and
suitable to solve that problem He also would consider
the teaching of docunent D2 which suggests to solve the
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probl em by providing a mcrocapsul e coating having a
significantly inproved pressure resistance and
frictional stability.

Therefore, it is obvious to apply a m crocapsul e
coating as described in docunent D2 conprising a
styrene-acrylic ester copolyner |latex to a pressure-
sensitive AKD sized copying paper as described in
docunment D1 in order to reduce premature col ouration by
reduci ng premature rupture of the m crocapsul es and,
thus, the proportion of free chronogenic nmaterial.

As claim1 of the patent in suit as granted includes
the alternative that a styrene-acrylic ester copol yner
|atex is present in the mcrocapsul e coating, the

subj ect-matter of that claimdoes not involve an

i nventive step

Auxi | i ary request

Novel ty

Claim1 according to the auxiliary request relates to a
pressure-sensitive AKD sized CFB copyi ng paper wherein
a styrene-acrylic ester copolyner latex is carried by

t he base paper.

The subject-matter of claim1l according to the
auxiliary request is novel, because the cited prior art
does not discl ose such a pressure-sensitive copying
paper .

I nventive step

The cl osest prior art is represented by docunent D1 as
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consi dered in paragraph 2.2.1.

According to claim1 of the auxiliary request, the
probl em of preventing or reducing the premature

col ouration of a pressure-sensitive AKD sized CFB
copyi ng paper is solved in that a styrene-acrylic ester
copolyner latex is carried by the base paper.

3.2.2 This solution is not suggested by the cited prior art:

Docunent D2 is primarily concerned with the prevention
of premature m crocapsul e rupture and suggests a

speci fic mcrocapsul e coating for preventing or
reduci ng premature col ouration of pressure sensitive
copyi ng paper. Accordingly, docunent D2 teaches that
the m crocapsul e coating should conprise a | atex.

There is no indication in the cited prior art that one
of the latices nentioned in docunent D2, in particular
a styrene-acrylic ester copolyner |atex, mght be an
alternative to the soy protein polynmer suggested in
docunent D1, nor is there any indication that such a

| atex, when carried by the base paper, nmay function as
a barrier layer between the two surfaces of a CFB
paper.

Docunent D2 nentions the problem of premature
colouration, in particular under hot and wet

condi tions, fromwhich the appellant derived that the
premature colouration is the result of mgration of
chronbgenic material and that it can be avoi ded by the
use of a |atex. However, a basis for that assunption
can be found neither in docunent D2 nor in docunment D1.

There are probably various reasons for the occurrence

3180.D Y A



3.2.3

Or der

- 15 - T 0481/ 97

of premature col ouration, also under hot and wet
condi ti ons. Docunent D2 neither nentions that mgration
of any free chronbgenic material may be the cause of
premat ure col ourati on under hot and wet conditions nor
that this problem may be solved by treating the base
paper with a latex, in particular, a styrene-acrylic
ester copol yner | atex.

To sum up, the available prior art does not suggest
that the problem of premature col ouration due to

m gration of any free chronogenic material through CFB
copyi ng paper, conprising AKD sized base paper and an
anor gani ¢ col our devel oper, can be solved in that
styrene-acrylic ester copolyner latex is carried by the
base paper.

The subject-matter of claim 1l according to the
auxiliary request, therefore, involves an inventive
step. The subject matter of clains 2 to 8 which are
appendant to this claim1l simlarly involves an

i nventive step

For these reasons it is decided that:

1

3180.D

The deci si on under appeal is set aside.
The case is remtted to the first instance with the
order to maintain the patent on the basis of the

follow ng docunents filed during oral proceedings:

(a) Clainmns 1 to 8; and
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(b) description, pages 2 to 6, and 7, lines 1 to 9.

The Regi strar: The Chai r man:

M Dai nese W Moser
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