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Summary of Facts and Submn ssions

1590.D

Eur opean patent application No. 92 906 649.6

(I nternational publication No. WO 92/16864) was refused
by deci sion of the exam ning division on the ground
that it did not disclose the invention set out in
claim1 - in as nuch as the latter conprised the
feature "that a T.V. canmera is incorporated by using a
smal |l aperture fornmed in the side of the objective
lens” - in a manner sufficiently clear and conplete for
it to be carried out by a person skilled in the art, in
contravention of the requirenent of Article 83 EPC

The exam ning division held that the probl em of
incorporating a TV canera into the clainmed optica
arrangenent inter alia involved optical, electrical and
nmounti ng aspects. The original application was however
conpletely silent as to which of these aspects was
solved by the "small aperture formed in the side of the
obj ective lens", and neither the description nor the
figures contained any detailed information as to the

i ncorporation of a TV canera.

The appel lant (applicant) filed an appeal against the
deci sion, submtting in substance that the contested
feature of claiml was neant to express that the
objective lens conprised a hole at its periphery

t hrough which visible light was transmtted to a TV
canera | ocated at the sanme side of the lens as the

I magi ng system and t he source.

In a comruni cation pursuant to Article 11(2) of the
Rul es of Procedure of the Boards of Appeal, dated

15 March 2001, the board expressed its provisiona
doubts that the expressions "incorporated by using a
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smal | aperture” or "formed in the side of the objective
lens” in claiml clearly defined the arrangenent
suggested by the appellant, or any alternative
arrangenment, in contravention of the requirenment of
Article 84 EPC. Carifying claim11, which appeared
necessary before any neani ngful assessnent of the
sufficiency of the disclosure mght be nmade, m ght
however prove difficult, in consideration of the
content of the application as originally filed

(Article 123(2) EPC).

Oral proceedings were held on 26 June 2001, at the end
of which the appellant requested that the case be
remtted to the first instance for further prosecution
on the basis of a main request filed as first auxiliary
request with its fax letter dated 13 June 2001 or of
any of auxiliary requests 1 to 7, filed at the sane
date as auxiliary requests 2 to 8.

Reasons for the Decision

1

1590.D

The appeal is adm ssible.

The feature relating to a TV canera bei ng incorporated
in the clainmed optical arrangenent, on which the
exam ni ng di vision based its objection under Article 83
EPC, no | onger appears in any of the clains of the
appel l ant’ s present requests.

The grounds for the refusal of the patent application
thus no | onger apply to these requests, neither do the
doubts expressed by the board under Article 84 in its
conmuni cati on of 15 March 2001
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The i ndependent clainms 1 of the respective requests
recite various conbinations of the features of claim1l
as originally filed with those defined in different
dependent cl ai ns as appended t hereto.

Al t hough the exam ning division had indicated in its
comruni cation of 27 April 1995 that it considered
certain of these conmbinations to |l ack an inventive
step, this issue was not debated further, the case
havi ng thereafter been concentrated on the sole
guestion of the sufficiency of the disclosure. The
appel l ant's detail ed argunents in support of the
patentability of the clainmed subject-nmatter as
presented with its fax letter of 13 June 2001 have not
yet been considered by the exam ning division.

For these reasons, and in accordance with the

appel lant’s main request, the board deens it
appropriate in the circunstances to nmake use of the
possibility given to it by Article 111(1) EPC to remt
the case to the first instance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the main request, filed as
first auxiliary request with the fax letter dated
13 June 2001, or on the basis of auxiliary requests 1
to 7, corresponding to auxiliary requests 2 to 8 as

1590.D Y A



- 4 - T 0512/ 97

filed with the fax letter of 13 June 2001.

The Regi strar: The Chai r man:

P. Muartorana E. Turrini

1590.D



