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Summary of Facts and Subm ssi ons

2679.D

The appeal concerns European patent application

No. 92 901 376.1 The exam ning division refused the
appl i cation which was based on a nmain request and an
auxiliary request, the main request claimng protection
for a selective call receiver (claim1l) and for a

met hod for use, in a selective call receiver, for
presenting information including at |least first and
second nessages in at least first and second formats
(claim 11).

Wth respect to these clains, the reason given for the
refusal was |ack of inventive step in view of prior art
docunent US- A-4849750 (docunent D2). According to the
exam ni ng division, docunent D2 disclosed a paging
systemusing a signalling format which, in addition to
t he pager address and the nessage, included speci al
characters encoding a command transnmtted to the pager
and i nform ng the pager about the type of nessage to be
recei ved.

The docunent did not explicitly disclose to include two
or nore of such commands or nessages into a single

i nformati on packet. However, since each nessage was
preceded by a particular command and this command was
encoded i ndependently fromthe pager address, such a
feature would be inplicitly disclosed in docunent D2.
In view of this prior art, adding one or nore comuands
corresponding to one or nore type of nessages woul d be
self-evident to a person skilled in the art who had set
hi nsel f the objective of accommbdating two or nore data
types in a single signalling format.
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The deci sion of refusal was posted on 27 January 1997.

Wth the request to reverse the decision, the appell ant
filed a notice of appeal, together with a statenent of

grounds, on 27 March 1997 and paid the appeal fee on

t he sane day.

In a comruni cation the Board rai sed the objection of

| ack of novelty in view of special End-O-Page conmands
descri bed in docunment D2 which informthe pager on the
type of toner alert to be produced. In oral proceedi ngs
hel d before the Board on 11 June 1999, the decision on
t he appeal was announced on the basis of the follow ng
requests.

The appel | ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of the main request or the auxiliary request as
submtted at the oral proceedi ngs before the Board. The
i ndependent cl ains according to these requests read as
fol | ows:

Mai n request:

"1. A selective call receiver (11) conprising:

recei ver neans (13) for receiving a signhal, the signa
conpri si ng:

an address identifying the selective call receiver and
an information packet, characterized in that:

the information packet associated with the address
conprises a first nessage transmtted to the sel ective
call receiver in a first information format, a second
nmessage also transmtted to the selective call receiver
in a second information format, and a control character
wherein the first nessage and the second nessage do not
i nclude an alert tone, and
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presentation neans (17) for presenting the first
nmessage transmtted in the first information format in
a first output node in response to receiving and
decodi ng the address, and further for presenting the
second nessage transmtted in the second information
format in a second output nobde in response to further
recei ving and decodi ng the control character."”

"10. A nmethod for use in a selective call receiver, for
presenting i nformation

including at least first and second nessages in at

| east first and second formats conprising the steps of:
receiving a signal having a single address for
identifying a selective call receiver, characterised by
t he steps of:

recei ving the signal having a control character, an

i nformati on packet associated with the address
conprising a first nessage having a first information
format and a second nessage having a second information
format wherein the first nessage and the second nessage
do not include an alert tone; and presenting the first
nessage in the first information format encoded from
the information packet in a first output node in
response to the address and the second nessage encoded
in the second information format fromthe information
packet in a second output node in response to the
control character.™

Auxi |l i ary request:

"1l. A selective call receiver (11) conprising:

recei ver neans (13) for receiving a signal, the signa
conpri si ng:

an address identifying the selective call receiver and
an information packet, characterized in that:
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the informati on packet associated with the address
conprises a first nessage transmtted to the sel ective
call receiver in a first information format, a second
nessage also transmtted to the selective call receiver
in a second information format, a third nessage al so
transmtted to the selective call receiver in an
information format, a first control character, and a
second control character; and

presentation neans (17) for presenting the first
nmessage transmtted in the first information format a
first output node in response to receiving and decodi ng
the address, further for presenting the second nessage
transmtted in second information format in a second
out put node in response to further receiving and
decodi ng the first control character, and further for
presenting the third nessage transmtted in the
information format in an output node in response to
further receiving and decodi ng the second contro
character.”

"10. A nmethod for use in a selective call receiver, for
presenting information including at |east first, second
and third nmessages in at |east first and second formats
conprising the steps of: receiving a signhal having a
single address for identifying a selective cal

recei ver, characterised by the steps of:

receiving the signal having a first control character
an information packet associated with the address
conprising a first nessage having a first information
format, a second nessage having a second information
format, a third nmessage having an information format
and a second control character; and

presenting the first nmessage in the first informtion
format encoded fromthe information packet in a first
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out put node in response to the address, the second
nessage encoded in the second information format from
the informati on packet in a second output node in
response to the control character, and the third
nmessage encoded in the information format in response
to the second control character."

The appel |l ant argued that the prior art did not give
any hint to include nore than one nessage into a

uni quel y addressed infornmation packet. On the contrary,
addi ng such a second nessage woul d be a novel and

I nventive feature. Docunent D2 would rather |ead the
skilled person into a different direction since
according to this docunent the nessage was al ways
preceded by a special control character.

Reasons for the Deci sion

2679.D

The appeal conplies with the requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC and is
t hus adm ssi bl e.

Wth its main request, the appellant anended the

i ndependent clains by introducing the negative feature
that "the first nessage and the second nessage do not
include an alert tone". Although this feature is not
explicitly disclosed, the application as originally
filed clearly distingui shes between nessages presented
in visual or audible nbde on an output device 17 and
alerts produced by an alert device 16 for inform ng the
user that a nessage is to be presented on output device
17. The description, therefore, clearly distinguishes
bet ween al ert and nessage. Therefore, adding the
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negative feature to the clains has the effect to bring
the term nol ogy into conpliance with the description
and does thus not add any subject-matter to the
appl i cation.

The further anmendnents have prina facie either the
character of rephrasing and clarifying the clainms or of
limtations which seemto have a basis in the exanples
of the description. In view of the decision to be

t aken, however, the Board refrains fromgiving a fina
opi ni on about the question whether the clains as
anended actually fulfil the requirenents of

Article 123(2) EPC

Regardi ng novelty and inventive step, it is to be noted
that docunent D2 is the only prior art docunent which
has been cited by the exam ning division.

Docunent D2 di scl oses a paging protocol which allows to
transmt nessages of varying data type. The pagi ng
protocol defines a signal structure including a unique
address, a nessage for exanple of nuneric or

al phanuneric type and two or nore control characters
whi ch according to the data type of the nessage encode
a command for controlling the output node of the pager.
The pagi ng signal, according to all enbodi nents

descri bed in docunent D2, includes only one (non-alert
type) nessage per page transmtted.

Therefore, in the terns of the present clains, docunent
D2 di scl oses a signal which conprises, within an

i nformati on packet, an address, a "second nessage" in a
second information format and a control character,

wher eby said second nessage is to be presented in a
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second out put node in response to (further) receiving
and decodi ng the control character. Al though not
explicitly said so in claim1, the exanples given in
the description nmake clear that the control character
i ndicates the data type of the nessage.

The essential difference between claim1l of the main
request and docunent D2 is that according to claiml
the information packet additionally conprises a "first
nmessage" in a first information format which is to be
presented in a first output node in response to

recei ving and decodi ng the address. This inplies that
the receiver nust also be infornmed about the data type
of this further nessage, either by preset or by
transmtting a corresponding control information to the
receiver; claim1l includes both possibilities.

Regardi ng the techni cal problem objectively solved by
the invention on the basis of this difference, it is
first to be noted that the present description itself

i ndicates that the object of the invention is to
provide a selective call receiver signalling fornat
having a single address and accommobdati ng two or nore
data types. The deci sion under appeal apparently refers
to this statenent by defining the accommobdati on of two
or nore data types in a single signalling format as the
"obj ective" which the skilled person sets to achieve.

However, the accommopdati on of two or nore data types in
a uni quely addressed information packet is at least to
an inmportant extent already part of the solution as
defined for exanple in claim1 of the main request and,
therefore, is not an adm ssible fornulation of the
techni cal probl em
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A nore general definition of the technical problem

m ght refer to the functionality of the pagi ng system
all owi ng the transm ssion of nessages having
potentially different data types. However, such a
result is already provided by the pagi ng protocol of
docunent D2. Any further considerations concerning

ot her technical effects or advantages which m ght be
achi eved for exanple by the accomobdati on of a
plurality of nessages in a single uniquely addressed

i nformati on packet do not appear on the file, nor have
such type of argunents been submtted by the appell ant
in the course of the appeal procedure. Therefore, the
Board is of the opinion that, on the basis of the facts
and evidence on file, the technical problem objectively
solved with regard to the closest prior art is nerely
to find an alternative to the paging system di scl osed

i n docunent D2, an alternative which nust preserve the
functionality of the prior art system

Evidently there are nmany possible alternatives to
transmt signals of different data type to a pager;
maj or technical difficulties are not expected to arise
in finding such alternatives. Nevertheless, on the
basi s of docunent D2 and the general technica

know edge, the Board sees no reason why the person
skilled in the art would take a signalling format as
clainmed into closer consideration.

Even if docunent D2 describes that the information
packet should additionally encode the type of alert
tone to be produced on the pager, this information is
cl osely coupled to the End- O - Page conmand so that the
skilled person would be hindered to apply this concept
out si de of the End-O-Page command to a non-alert type
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of signal.

The reasons given in the appeal ed deci sion explain why
a signalling format as clainmed would be evident, if the
skill ed person sets as an objective the accommopdati on
of two or nore data types in a single signalling
format. However, the crucial question whether such an
objective is known or at |east evident in view of the
prior art is not addressed in the decision under

appeal .

It has to be concluded, therefore, that in view of the
present requests docunent D2 and the general technica
know edge are not a sound and sufficient basis for
refusing the application.

Neverthel ess, the Board has serious doubts whether this
positive result could be confirnmed when the pertinent
prior art is taken in full consideration. In fact, the
conbi nation of several data types in a single

i nformati on packet is known in other paging systens,

for exanple, from docunent US-A-4959644, a docunent
which is cited in the international search report but
whi ch has not yet been introduced by the exam ning
division. Furthernore, the Board considers it highly
probable that, even fromthe appellant's firm paging
systens have becone known where data nessages and voice
nessages are conbined in a conposite paging signa

under a uni que address. In particular for the Chinese

| anguage, paging formats have been proposed allowing to
encode, in a radio nessage, al phanuneric characters and
graphi cal imges. Before arriving at a final decision,
such prior art has to be taken into account in
assessing novelty and inventive step; possibly after an
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addi ti onal search has been carried out for producing
t he necessary docunentary evi dence.

As stated in the decision G 10/93 of the Enlarged Board
(QJ 1995, 172, see points 4 f.), a board of appeal,

al t hough havi ng the power, should not carry out a ful
exam nation of an application even if it considers
necessary to introduce new grounds (or facts or

evi dence) in ex parte proceedings since this is the
task of the exam ning division.

Under the present circunstances the Board considers it
appropriate to remt the application to the exam ning
division for further prosecution on the basis of the
present requests. It should be noted that the Board did
not finally decide on the allowability of the
amendnments or on the patentability of any of the
subject-matter to which the clains according to the
present requests relate; the application has to be
fully examned as to the requirenents of the EPC

O der

For these reasons it Is decided that:

The deci sion under appeal is set aside.

The case is remtted to the first instance for further
exam nation on the basis of the appellant's requests.

The Regi strar: The Chai r man:

2679.D
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M Ki ehl P. K J. van den Berg
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