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- 1- T 0539/ 97

Summary of Facts and Subm ssi ons

Wth the decision of 27 Decenber 1996 the exam ning
di vi sion refused European patent application
No. 93 306 104.6 in the Ilight of

(D1) US-A-5 032 185 and
(D2) FR-A-2 343 979

for reasons of Article 56 EPC

. The appel |l ant (applicant) | odged an appeal against the
above deci sion on 26 February 1997 and paid the appeal
fee on the sane day. The statenent of grounds of appeal
was received on 23 April 1997. The appell ant requested
to set aside the inpugned decision and to grant the
patent with the clains 1 to 6 filed wth the statenent
of grounds.

L1l Fol | owi ng the board's conmuni cati on pursuant to
Article 11(2) RPBA dated 22 Septenber 1997 oral
proceedi ngs were held on 11 March 1998 in which the
appel lant nodified his request to grant a patent by
subm tting new docunents, nanely:
cl ai ns: 1to6
description: pages 2 to 6

dr aw ngs: two pages with Figures 1 to 5.

| V. Claim1l thereof reads as foll ows:
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"1. A process for renoving liquid froma gas-
conducting pipeline, conprising driving along the inner
surface of the pipeline, by neans of gas pressure, a

pi ston introduced through an inlet opening and renoved
t hrough an outl et opening, wherein said piston (1) is
formed as a cylindrical body nmade of a flexible,
polyneric foammaterial with a density no greater than
40 kg/ mi without any kind of inpervious resin coating
and having a ratio of from1.5:1 to 2:1 between its

l ength and outer dianeter."

Appel l ant's argunents to grant a patent on the above
basis can essentially be summari sed as foll ows:

- the feature "uncoated" of fornmer claim1l has been
clarified in newclaiml by the wording "w thout
any kind of inpervious resin coating”;

- the requirenents of Article 123(2) EPC are net
since this wording can be found in the originally
filed docunents, see page 6, lines 31/32 or
page 3, lines 23/ 24,

- the effect of this feature in conbination with a
gas-conducting pipeline is the possibility of gas
passi ng through the pores of the polyneric foam
mat eri al of the piston;

- the teaching of claim1l cannot be seen fromthe

prior art to be considered, nanely (Dl1), (D2) and

(D3) SU-988 390 and its English Abstract
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(D4) GB-A-1 270 378
(D5) US-A-3 148 689 and
(D6) US-A-2 906 650;

- from(Dl) to (D6) only (D5) relates to a process
for renoving liquid froma gas-conducting pipeline
whereas (D2) is restricted to a coated piston and
to a drying gas and (D1) relates to a nethod for
cl eaning a pipeline which has an accunul at ed
coating of paraffin in the |ine; above prior art
docunents (D2) to (D6) are, however, based on
i nper neabl e pistons allow ng no gas to pass
t hrough the piston so that a skilled person is not
directed to the nmethod of claim1 without the
exerci se of an inadm ssibl e hindsight;

- summari sing, a better pushing effect by allow ng
gas to pass through the piston is novel and
inventive in conbination with the remaining
features of claim1, nanely the provision of a
i ght weight polyneric foamas the piston materi al
and t he di nensional piston characteristics in
conbination with a process for renoving |liquid
froma gas-conducting pipeline so that the patent
shoul d be granted on the basis of docunents

submtted in the oral proceedings.

Reasons for the Decision

1. The appeal is adm ssible.
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Amendments

Claim1l conprises the features of originally filed
claims 1, 9, 5, 7 and 4, nanely inter alia the features
relating to a gas - conducting pipeline, to a gas
pressure as the neans for driving the piston through

t he pipeline and to an uncoated piston i.e. a piston

wi t hout any kind of inpervious resin coating.

The above wording for defining an uncoated piston can

be found literally on originally pages 6, |ines 31/32,
and 3, lines 23/24, so that "uncoated" can be repl aced
by the above wording "w thout any kind of..." wthout

infringing the provisions of Article 123(2) EPC

Present clains 2 to 6 correspond to originally filed
claims 2 to 6 and are also in line with Article 123(2)
EPC

Novelty

Novelty was not disputed by the exam ning division in
t he i npugned decision or by the board inits

comuni cation pursuant to Article 11(2) RPBA so that
the clarified claiml is clearly based on a nethod
which is novel within the neaning of Article 54 EPC

Inventive step
Novelty not being disputed the crucial issue to be

decided is inventive step. The follow ng has to be

observed in this respect:
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Claim1lis cast in a one-part formwhich appears to be
appropriate in the present case, firstly since claiml
is a nethod claimand secondly since (D2) seen as the
closest prior art in the board' s conmmunication pursuant
to Article 11(2) RPBA uses an additional drying gas
which is not contenplated in the teaching of claim1.

A delimtation of claiml1l over (D2) would therefore
lead to an artificial independent claimgiving rise to

m sunder st andi ngs.

The prior art pistons whether consisting of a polyneric
foam or using inflatable bodies cause problens with
respect to the required elasticity or deformation
capacity of the pistons ("pig") and with respect to
their application in gas-conducting pipelines of great

| engths, or in those with significant changes in

di aneter, see EP-Al1-0 581 616, page 2, lines 22 to 43.

The problemto be solved by the invention is seen in

elimnating the above problens in the prior art.

The object to be solved by the invention is solved with
the features of claim1l, nanely by the provision of a
"I't ghtwei ght" piston with a density no greater than

40 kg/ mi without any kind of inpervious resin coating

("uncoated piston").

The clained piston is very cheap in its production
conpared with known pistons or inflatable bodies and
al l ows noreover gas to pass through the piston since
the piston is conpletely free fromany inpervious resin
coating, see EP-A1-0 581 616, page 3, lines 43 to 45,
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and page 4, lines 15 to 19.

Under these circunstances only a small pressure
difference is needed to propel the piston along the
internal surfaces of the pipeline, see EP-Al1-0 581 616,
page 4, lines 20 to 22, which effect is very inportant
when the pistons have to be punped through risers of

t he pipeline having a | ength of 1000 nmetres or so. The
gas passing through the piston into the head of liquid
in the riser reduces its resistance to the piston.

As pointed out by the appellant in the oral proceedi ngs
before the board the crucial features of claim1l are
the Iightweight piston and its ability to allow gas to
pass through the pores.

The prior art to be considered in this context points

away fromthis teaching for the foll ow ng reasons:

(D1) relates to a nethod of pipeline cleaning, nanely
removing paraffin froma pipeline in which oil is
punped so that (Dl1) has nothing to do with the process
according to claim1l. Wat has, however, to be
considered is the lightweight polyneric foam known from
(D1).

In (D1) the |low density polyneric foam overcones the
high friction and wear problens of higher density foans
w t hout, however, solving the renoval efficiency, see
EP- A1-0 581 619, page 2, lines 26 to 34; this neans
that the known |ightweight pistons could only be used
for the entrainnment of solid residue (e.g. paraffin) in

a liquid over a short distance.

0826. D
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W thout the exercise of an unall owabl e hindsight a
skilled person would therefore not rely upon the
teaching of (Dl) to solve the problens in a gas-
conducting pi peline when renoving the |iquid contained

init.

4.8 From (D3), see second paragraph, a further cleaning

mechani smis known which relies on a piston with a
"seal ed flexible casing” not allowng gas to flow
through it. Barrier layers are used in the pistons of
(D4), see colum 2, lines 66 to 72, so that simlar
conditions are realized as in (D2), see reference sign
"5" inits single figure, which seal the pistons

agai nst the possibility of fluid passing through the

pi stons and see also (D6) and its reference sign "2" in
Figure 1 and the corresponding text of colum 2,

lines 45/46. The known pistons do therefore not fulfil
the feature of claim1l that the piston is free from any
ki nd of inpervious coating.

.9 From (D5), see colum 1, first paragraph, a nethod for
removing liquid froma gas-conducting pipeline is
known, however, "squeegees" are not found helpful in
this context, see colum 1, lines 46 to 71, and

colum 2, lines 50 to 54; the skilled person is taught
that the above pistons are subject to wear, do not work
and have to be adjusted in dianmeter according to
varying and different dianmeters of the pipeline so that
(D5) has to be seen as teaching against the application

of foam pi stons.

.10 Under these circunstances the prior art formof (Dl) to
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(D6) either is contradictory to the teaching of claim1
by relying on inpervious pistons, see (D2) to (D6), or
is related to a cleaning nethod for renmoving a paraffin
coating froman oil flow ng pipeline, see (Dl), and not
as claimed for renoving a liquid froma gas-conducting
pi peline so that a skilled person not know ng the
invention is not directed towards the teaching of
claiml1 if the teaching against "squeegees" derivable
from (D5) is duly considered.

4.11 Claim1l is therefore based on novel and non-obvi ous
subject-matter and is allowable, Articles 54 and 56
EPC.

4.12 Clains 2 to 6 are also all owabl e as dependent cl ai ns.

5. Summari zi ng, the inpugned decision cannot be uphel d.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant the patent with the follow ng docunents
subm tted during the oral proceedings:

cl ai ms: 1to6

description: pages 2 to 6
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Fi gures: 1 to 5.

The Regi strar: The Chai r man:

N. Maslin C. T. WIson
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