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Summary of Facts and Submn ssions

1652.D

The Appellant (Proprietor of the patent) |odged an
appeal against the interlocutory decision of the
Qpposition Division to maintain the European patent
No. 0 452 509 (European patent application

No. 90 916 360.2) in amended form pursuant to
Article 102(3)(a) EPC

The patent was granted with six clainms, independent
Cainms 1 and 5 reading:

"1l. Use of a polyester synthetic |ubricating oil which
conprises, as an essential conponent, an aliphatic

pol yester derivative having a nol ecul ar weight in the
range of 300 to 2000 and having at |east one repeating
unit represented by the general formnula:

(-0 (=0 -R- (=0 - O-R-)-

wherein R is an al kyl ene group having 1 to 10 carbon
atons and R? is an al kyl ene group having 2 to 10 carbon
atons or an oxaal kyl ene group having 4 to 20 carbon
atons and wherein the term nal groups are hydroxy
groups, carboxyl groups or esterified carboxy groups
and has a kinematic viscosity at 40°C of 10 to 1000
mt/s (10 to 1000 cSt), as a lubricant for conpression
type refrigerators in which hydrofluorocarbon is used

as refrigerant." (enphasis added by the Board).

"5. A conpression-type refrigerator which conprises at
| east one conpressor, a refrigerant consisting
essentially of a hydrogen-containing fluorocarbon and
sai d polyester synthetic lubricating oil which
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conpri ses, as an essential conponent, an aliphatic

pol yester derivative having a nol ecul ar weight in the
range of 300 to 2000 and having at | east one repeating
unit represented by the general fornula:

-(-0(=0-R-Q(=0 - O R-)-

wherein R is an al kyl ene group having 1 to 10 carbon
atoms and R is an al kyl ene group having 2 to 10 carbon
atons or an oxaal kyl ene group having 4 to 20 carbon
atons and wherein the term nal groups are hydroxy
groups, carboxyl groups or esterified carboxy groups
and has a kinematic viscosity at 40°C of 10 to 1000
cSt, as a lubricant for conpression type refrigerators
i n whi ch hydrofluorocarbon is used as refrigerant.”
(enphasi s added by the Board).

L1l The opposition was based on the grounds for opposition
under Article 100(a) and (c) EPC, non conpliance with

Articles 56 and 123(2) EPC respectively.

| V. The foll ow ng docunents were inter alia opposed to the
patent in suit:

(1) US-A-2 926 139
(4) US-A-4 155 861
(5) GB-A-2 216 541

V. The Opposition Division held that the feature that the
termnal groups are esterified carboxy groups coul d not
be derived fromthe application as originally filed

and, therefore, the patent did not neet the
requirenents of Article 123(2) EPC

1652.D Y A
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The Opposition Division held, furthernore, that the
auxiliary request wherein Clains 1 and 5 as granted
wer e anended by deletion of the feature "esterified
car boxy groups"” could be nuaintai ned pursuant to
Article 102(3) EPC

The Respondent (Qpponent) was originally Henkel KG&A,
Germany. The Board was infornmed on 13 August 1999 t hat
Henkel KGaA had transferred its entire chem ca

busi ness to Cogni s Deutschland GrbH. A copy of the

rel evant parts of the agreenent between Henkel KGaA and
Cogni s Deutschl and GrbH was fil ed.

The Appellant filed in the course of the appea

proceedi ngs, as a request of correction according to
Rul e 88 EPC, an anended page 8 of the application as
filed wherein at |line 18, the expression "to a dibasic
carboxylic acid each as raw material" was anended to
read "to a diester of a dibasic carboxylic acid each as
a raw material" (enphasis added by the Board).

Moreover, he filed with letter of 11 May 2001 sets of
clains according to the first to fourth auxiliary
request .

Oral proceedi ngs took place on 12 June 2001.

The Appellant's argunments in support of the

adm ssibility of the correction pursuant to Rule 88 EPC
on the one hand and the conpliance of the clains as
granted with Article 123(2) EPC and Article 56 EPC

i nsofar as aliphatic polyester derivatives having
esterified carboxy term nal groups are concerned on the
ot her hand may be summari sed as fol | ows:
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It was obvious that an error had crept into the
statenent related to the nolar ratio of a dihydric

al cohol to a dibasic carboxylic acid (cf. page 8,

lines 17 to 18) since the said statenent clearly
referred to the second nethod for preparing aliphatic
pol yester derivative, i.e. "ester exchange process". It
was i ndeed obvious for the person skilled in the art
that an ester exchange process could not take place by
reaction of a dihydric al cohol and a dibasic carboxylic
aci d.

Furthernore, the correction was obvious as said ester
exchange process involved the condensation of a

di hydric al cohol and a diester of a dibasic carboxylic
acid as set out on page 7, lines 24 to 26. The

obvi ousness of the correction was confirmed by all the
exanpl es which were related to the ester exchange
process involving a dihydric alcohol and a diester of a
di basi ¢ carboxylic acid.

The Cains 1 and 5, insofar as they related to

al i phatic pol yester derivatives having esterified
carboxy term nal groups did not contravene the

requi renents of Article 123(2) EPC. The application as
filed properly corrected disclosed a nolar ratio of a
di hydric al cohol to a diester of a dibasic carboxylic
acid between 0.5 and 2. Therefore, a nolar ratio | ower
than 1, resulting in polyester derivatives having
esterified carboxy term nal groups, was directly and
unanbi guously derivable fromthat. Furthernore, all the
exanples related to such an enbodi nent.

Starting fromdocunent (5) as the closest prior art, it
woul d not have been obvious to conbine the teaching of
this docunent with that of docunent (4) since
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docunment (4) did not relate to lubricants to be used
wi t h hydr of | uorocarbon as refrigerant.

The Respondent's argunents against the adm ssibility of
the correction pursuant to Rule 88 EPC on the one hand
and the non conpliance of the clains as granted with
Article 123(2) EPC and Article 56 EPC i nsofar as

al i phatic polyester derivative having esterified
carboxy term nal groups are concerned on the other hand
may be sunmari sed as foll ows:

The statement related to the nolar ratio of a dihydric
al cohol to a dibasic carboxylic acid (cf. page 8,
lines 17 to 20) contained an error. However, the
correction was not obvious. The person skilled in the
art m ght have i ndeed understood that said statenent
was in direct relationship with the previous one
reading "a diester as raw material can be exanplified
by a diester prepared by dehydrati on-condensation of a
di basi c carboxylic acid and an arbitrary nonohydric

al cohol in addition to the above-nentioned dibasic
carboxylic acid". It derived therefromthat the
correction m ght have been to replace, at page 8,
lines 17 to 20, the term"di hydric al cohol" by
"monohydric al cohol”. As there was doubt about the
correction to be made, the anendnent submitted by the
Appel lant did not fulfill the requirenments of Rule 88
EPC. It followed that Clains 1 and 5 as granted

ext ended beyond the content of the application as
filed.

The cl ai ned i nvention was obvious in view of

docunents (4) and (5). Docunent (5), the closest state
of the art, disclosed a working fluid/lubricant

conbi nation for use in a nechani cal vapour
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reconpressi on type heat transfer device wherein working
fluid conprised a hydrofluorocarbon, in particular the
1,1,1,2-tetrafl uorethane, and the lubricant conprised a
nmononeri c ester having a nol ecul ar wei ght greater than
250. Suitable esters included, in particular, conmpounds
containing fromone to three or even nore ester groups.
Among them the al kylesters of aliphatic carboxylic
acids, for exanple di(2-ethyl hexyl) adipate or the

al koxyal kyl and al koxyal koxyal kyl esters of aliphatic
carboxylic acid, for exanple di(nmethoxyethoxyethyl)

adi pate were nentioned (cf. Cains 1, 2, description
pages 3 and 4). It was true that those polyesters were
structurally different fromthe pol yesters derivatives
as defined in the patent in suit and that the kinematic
viscosity of the exanplified di(2-ethyl hexyl) adipate
and di (et hoxyet hoxyet hyl ) adi pate is | ower than

10 mt/s at 40°C. However, the person skilled in the art
woul d have found the relevant information to repl ace
the nononeric esters of docunent (5) by the pol yester
derivatives as defined in the patent in suit in

consi dering docunent (4). Docunent (4) related to the
sane technical field (ester lubricant for the

| ubrication of refrigeration nmachi nes as stated

colum 1, lines 24 to 29) and disclosed the sanme kind
of polyesters as those defined in the patent in suit.
In particular the conplex esters Il, IV and Vi

exhi bited a kinematic viscosity higher than 10 cSt at
37.7°C for a nol ecular weight conprised between 300 and
2000. It woul d have been obvious for the person skilled
in the art seeking an alternative to the enbodi nents

di scl osed in docunent (5) to replace the disclosed
nmononeric esters by those having the required viscosity
di scl osed in docunent (4). The fact that the pol yesters
of docunent (4) were conbined with a nononeric diester
was of no relevance as the patent in suit did not



Xl .

Xl

- 7 - T 0565/ 97

excl ude the presence of other conpounds.

The Appel l ant requested that the text of the
application as filed on 13 June 1991 on page 8, line 18
reading "to a dibasic carboxylic each as raw material"
and the correspondi ng text on page 4, line 32 of the
patent as granted be corrected under Rule 88 EPC to
read "to a diester of a dibasic carboxylic each as a
raw material"”, that the decision under appeal be set
aside and that the patent be maintained as nai n request
as granted or on the basis of the set of clains filed
as first, second, third or fourth auxiliary request on
11 May 2001.

The Respondent requested that the appeal be dism ssed.

At the end of the Oral proceedi ngs the decision was
announced oral ly.

Reasons for the Decision

1

1652.D

The appeal is adm ssible.

Identity of the Respondent/ Opponent

In view of the docunents submtted by the Respondent
(cf. point VI above), the Board is satisfied that the
present opposition was validly transferred to Cognis
Deut schl and GvbH (cf: decision G 4/88, QJ EPO 1989,
480). The Respondent is therefore Cognis Deutschl and
GrbH. This finding was not contested by the Appell ant.

Mai n request
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Scope of the Appea

The clains of this request, as far as aliphatic

pol yester derivatives having hydroxy or carboxy

term nal groups are concerned, correspond to the
request as maintai ned by the Qoposition Division.
According to the principle of prohibiting reformatio in
pei us, the Board is not enpowered to decide on this
matter (G 9/92, QJ EPO 1994, 875, point 1 of the answer
set out in the Order), since no appeal was filed by the
only Respondent (Opponent).

The scope of this appeal is, therefore, limted to the
clainms of this request, as far as aliphatic polyester
derivatives having esterified carboxy term nal groups
are concer ned.

Request for correction under Rule 88 EPC

The Opposition Division held that the feature that the
termnal groups are esterified carboxy groups coul d not
be derived fromthe application as originally filed.
The Appellant filed in the course of the appea

proceedi ngs, as a request for correction according to
Rul e 88 EPC, an anended page 8 of the application as

originally filed wherein at line 18, the expression "to
a di basic carboxylic acid each as raw material"” was
anmended to read "to a diester of a dibasic carboxylic

acid each as a raw materi al ".

The parts of a European patent application or of a
Eur opean patent relating to the disclosure (the
description, clainms and drawi ngs) nay be corrected
under Rule 88, second sentence, EPC only within the
limts of what a skilled person would derive directly
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and unanbi guously, using conmon general know edge, and
seen objectively and relative to the date of filing,
fromthe whole of these docunents as filed. Such a
correction is of a strictly declaratory nature and thus
does not infringe the prohibition of extension under
Article 123(2) EPC (see Orders of G 3/89 and G 11/91,
Q) EPO 1993, 117 and 125).

The Appell ant and the Respondent had di vergent views on
the matter whether or not that anendnent represented
the correction of an obvious error within the neaning
of Rule 88 EPC

In order for a correction under Rule 88, second
sentence, EPC to be allowable, it nust be established
(a) that an error is in fact present in the

docunent filed at the EPO, and (b) that the correction
of the error is obvious in the sense that it is

I medi ately evident that nothing el se woul d have been
i ntended than what is offered as the correction (see
T 493/90 of 10 Decenber 1991, point 2 of the reasons).

Wth respect to the above requirenent (a), the
description as originally filed contains two nethods of
preparation of the aliphatic polyester derivatives,
nanmely (i) direct esterification process and (ii) ester
exchange process (see page 6, lines 23-24 of the
application as originally filed). The paragraph for
which a correction is requested (see page 8, lines 17
to 20 of the application as originally filed) bel ongs
clearly to the ester exchange process. This nethod is
generally defined as a process wherein a dihydric

al cohol and a diester of a dibasic carboxylic acid is
subj ected to condensation in the absence or presence of
a catalyst (see page 7, lines 24 to 27 of the
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application as originally filed). In the Board's
judgnent, it is clear that an error crept into the
par agraph of page 8, lines 17 to 20 because an ester
exchange cannot be perforned by the condensation of a
di hydric al cohol wth a dibasic carboxylic acid. This
finding was not contested by the Respondent.

Wth respect of the above requirenent (b), the question
to decide is whether or not the anmendnent is obvious in
view of the description as a whole. The Respondent
argued that there was doubt about the correction to be
made since the incorrect statenment mght refer to the
previous one relating to the synthesis of diester by
condensati on of dicarboxylic acid wth nonohydric

al cohol .

However, the Board cannot share this opinion since it
Is in contradiction with the end of the contested
sentence which indicates that a nolar ratio

al cohol / di basi ¢ carboxylic acid is usually in the range
of 0.5 to 2.0. Actually a nolar ratio of
nmonohydri cal cohol to dibasic carboxylic acid | ower than
2 cannot lead to diester and it is, therefore, clear
that the incorrect statenent on page 8, lines 18 to 20
does not refer to the synthesis of diester by
condensati on of dicarboxylic acid wth nonohydric

al cohol .

In other respects, the Board observes that the ester
exchange process is defined as a process wherein a

di hydric al cohol and a diester of a dibasic carboxylic
acid is subjected to condensation in the absence or
presence of a catalyst (see page 7, lines 24 to 27 of
the application as originally filed).
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Moreover, all the exanples (Exanples Nos. 1 to 16) are
related to the condensation of a dihydric alcohol and a
di ester of a dibasic carboxylic acid (see page 13,

line 8 to page 16, line 15).

Fromthe application as originally filed as a whole, it
Is, therefore, the conclusion of the Board that the
only possibility to correct the error is to replace the
expression "the proportions in terns of nolar ratio of
by
the expression "the proportions in terns of nolar ratio

a di hydric al cohol to a dibasic carboxylic acid ..

of a dihydric alcohol to a diester of a dibasic

carboxylic acid ... The insertion of the term"a"
before the expression "raw material” is a linguistic
error the correction of which is obvious. This | ast

finding was not contested by the Respondent.

The Board concl udes that the anendnents nade on page 8
of the application as originally filed may be all owed
as an adm ssi bl e correction under Rule 88 EPC.

Amendnents of the Clains 1 and 5 - Article 123 (2)

In view of the application as originally filed (after
correction), the question to decide is now whet her or
not the feature related to the use of an aliphatic

pol yester derivative having esterified carboxy term na
groups and including the other paraneters nentioned in
Clains 1 and 5 extends beyond the application as
originally filed.

The Board observes that the application as originally
filed (after correction) nentions on page 8, lines 17
to 20 that "the proportions in terns of nolar ratio of
a dihydric alcohol to a diester of a dibasic carboxylic
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acid each as a raw material is usually in the range of
0.5to 2.0, preferably 0.8 to 1.5 and particularly
preferably 0.9 to 1.2".

Those enbodi nents include, when the nolar ratio of a
di hydric al cohol to a diester of a dibasic carboxylic
acid is < 1, aliphatic polyester derivatives having
esterified carboxy term nal groups. Mreover all the
exanpl es (Exanples Nos. 1 to 16) relate to this

enbodi nent (the nolar ratio of a dihydric alcohol to a
di basic carboxylic acid is always < 1).

Therefore, Cains 1 and 5 of this request, as far as

al i phati c pol yester derivatives having esterified
carboxy term nal groups are concerned, directly and
unanbi guously derive fromthe application as originally
filed (after correction) and therefore, neet the

requi renents of Article 123(2). This was not contested
by the Respondent

I nventive step - Article 56 EPC

Al t hough the set of clains at issue conprises two

I ndependent clains, i.e. Clains 1 and 5, those

clains relate actually to the sane clai med subj ect
matter. It is, therefore, proper to exam ne the
conpliance of said clains wwth Article 56 EPC toget her.
The argunents of both Appellant and Respondent address,
in fact, that issue without differentiating one
claimfromthe other.

I n accordance with the "probl emsol ution approach”
consistently applied by the Boards of Appeal to assess
i nventive step on an objective basis, it is necessary
to establish the closest state of the art being the
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starting point, to determne in the light thereof the
techni cal probl em which the invention addresses and
sol ves, and to exam ne the obvi ousness of the clained
solution to this problemin view of the state of the
art. In this context, the Boards of Appeal have

devel oped certain criteria that should be adhered to in
order to identify the closest state of the art being
the starting point. One such criterion is that the
"closest prior art" is normally a prior art

docunent di scl osing subject-nmatter aimng at the sane
obj ective as the clained invention and havi ng the nost
rel evant technical features in common.

The patent in suit relates to the use of a polyester
synthetic lubricating oil suitable for a refrigerating
machi ne i n which hydrofluorocarbon is used as
refrigerant. The objectives to be achi eved, as
indicated in the patent in suit, consist in offering a
| ubricating oil having excellent |ubricating
performances as well as favourable miscibility over the
entire working tenperature range with hydrofl uorocarbon
conpounds (cf. patent specification page 2, lines 3 to
11 and 55 to 58). In relation to these objectives and
to the relevant technical features in comon, a

sel ection anong the docunents cited in the proceedi ngs
must be nmade as to which is to be considered as the
"“closest prior art".

Docunent (5) relates to a working fluid/lubricant
conbi nation for use in a nechani cal vapour
reconpression type heat transfer device wherein the
wor ki ng fluid conprises a hydrofl uorocarbon or

hydr ochl or of I uor ocar bon or chl orof | uorocarbon and the
| ubricant conprises an ester having a nol ecul ar wei ght
greater than 250 (cf. page 2, lines 26 to 32).
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It is not disputed by the parties that this docunent is
the sole one aimng at the sane objective as the
claimed invention. The docunents (1) to (4) do not
relate to lubricants for a refrigerating nmachine in

whi ch hydrof | uorocarbon is used as refrigerant.

In view of the closest state of the art, i.e.

docunent (5), the technical problemunderlying the
patent in suit consists in the provision of a

| ubricating oil having excellent |ubricating
performances as well as favourable miscibility over the
entire working tenperature range with hydrofl uorocarbon
conpounds (cf. patent specification page 2, line 55 to
page 3, line 2) for use in conpression type
refrigerators in which hydrofluorocarbon is used as
refrigerant.

The clains as far as this appeal is concerned propose
as the solution to this problem to use an aliphatic
pol yester derivative having a nol ecul ar weight in the
range of 300 to 2000 and having at | east one repeating
unit represented by the general formnula:

(-0 Q=0 -R-Q(=0 - O R-)-

wherein R is an al kyl ene group having 1 to 10 carbon
atoms and R is an al kyl ene group having 2 to 10 carbon
atons or an oxaal kyl ene group having 4 to 20 carbon
atons and wherein the term nal groups are esterified
car boxy groups and having a kinematic viscosity at 40°C
of 10 to 1000 mm¥/s (10 to 1000 cSt).

The specification of the patent in suit denonstrates in
Tables 1 and 2 on pages 8 and 9 that the problemis
i ndeed solved within the entire scope of the clains.



6.8

6.9

6. 10

1652.D

- 15 - T 0565/ 97

This finding was not contested by the Respondent.

It remains to be decided whether the clainmed solution
is obvious in view of the prior art. In particular, the
question to decide is whether the person skilled in the
art woul d have used a pol yester as defined in point 6.7
above to get a favourable mscibility with

hydr of | uor ocar bon conpounds over the entire worKking
tenperature range for use in conpression type
refrigerators in which hydrofluorocarbon is used as
refrigerant.

Docunent (5) describes a working fluid/lubricant

conmbi nation for use in a nechanical vapour
reconpressi on type heat transfer device wherein the
wor king fluid conprises a hydrofl uorocarbon or

hydr ochl or of | uor ocarbon or chl orof | uorocarbon and the

| ubri cant conprises an ester having a nol ecul ar wei ght
greater than 250 (cf. page 2, lines 8 to 13 and

lines 26 to 32). Suitable esters include conpounds
containing fromone to three or even nore ester groups.
Anong them the al koxyal kyl and al koxyal koxyal kyl
esters of aliphatic carboxylic acid, for exanple

di (nmet hoxyet hoxyet hyl ) adi pate are nenti oned. The
solubility of di(nethoxyethoxyethyl) adipate in
1,1,1,2-tetrafl uoroethane is shown in the Table at
three tenperatures, respectively roomtenperature, 0°C
and 55°C for different proportions of lubricant with
respect of the hydrofl uorocarbon conpound.

The Respondent argued that the person skilled in the
art woul d have been directed to replace the aliphatic
esters of docunent (5) by the polyesters of

docunent (4), arriving, therefore at the clained

sol ution.
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However, the Board does not share this opinion for the
foll ow ng reasons:

Docunent (4) relates to ester lubricants suitable for
sonme inportant applications of |ubrication technol ogy,
in particular, for the lubrication of refrigeration
machi nes and transm ssions (cf. colum 1, lines 37 to
40 and 28 to 29). Moreover, docunent (4) discloses the
sanme kind of polyesters as those defined in the patent
in suit. In particular, the polyesters Il, IV and VI
have term nal esterified carboxy groups and exhibit a
ki nematic viscosity higher than 10 cSt at 37.7°C for a
nol ecul ar wei ght conpri sed between 300 and 2000. This
finding was not contested by the Appellant. The Board
observes, however, that this docunent does not nention
the use of those polyesters with a hydrofl uorocarbon as
refrigerant.

It is true that the person skilled in the art could
fairly expect that the partial problemof providing an
appropriate lubricant for refrigeration nachines coul d
in principle be solved by using such pol yesters.
However, it is necessary in order to denonstrate

obvi ousness to show that the person skilled in the art
woul d have applied such polyesters with the viewto
solving the properly defined technical problem(cf.

T 2/ 83, QJ EPO 1984, 265, point 7 of the reasons and

T 686/ 91, point 4, page 13, second paragraph, of the
reasons). Since the technical problemto be considered
here, i.e. that of a favourable mscibility of the

| ubricants with hydrofl uorocarbons over the entire
wor ki ng tenperature range i s not addressed in

docunent (4), the person skilled in the art woul d not
have derived any suggestion fromthat docunent which
could assist himin the attenpt to solve this technica
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probl em

Nor can docunent (1) provide any suggestion. The
Respondent, during oral proceedings, rightly abandoned
his previous argunment based on this docunent, as the
di scl osed refrigerant is of a different kind and the

| ubri cant too.

It follows fromthe above that the subject-matter of
Caiml is not rendered obvious by the prior art cited
taken as a whole. The sane applies to the dependent
Clainms 2 to 4 relating to specific enbodi nents of said
Claim1. Independent Claim5 relating to a conpression-
type refrigerator conprising a refrigerant consisting
essentially of a hydrofluorocarbon and a pol yester
derivative as defined in CCaim1 is based on the sane
i nventive concept and derives its patentability on the
sane basis as does Claiml. This also applies to
dependent C ai m 6.

The requirenents of Article 56 EPC are net.
Auxi liary requests

The Board is satisfied that the clains of the main
request, as far as the appeal is concerned, neet the

requi renents of the EPC. No need arises to consider the
auxi |l iary requests.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The request for correction under Rule 88 EPC is
al | oned.

3. Subj ect to the correction the patent is naintained as
gr ant ed.

The Regi strar: The Chai r man:

N. Maslin P. P. Bracke

1652.D



