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Cat chword

1. When an essential ingredient conprised in a chem cal
conposition is open to be labelled arbitrarily "active
i ngredient” or not depending exclusively on the nental
| abel the user wi shes to apply, thereby rendering the
nmeani ng of that feature protean, then the public is left
in doubts as to the distinction which conpositions are
covered by the claimand which are not, which is at
variance with the principle of |egal certainty. Because
of that lack of legal certainty, the claimfails to neet
the requirenment of clarity inposed by Article 84 EPC.
(reasons point 4.1.2.2)

2. The absence fromthe independent claimof any upper limt
on the anmount of a particular conponent in the chem ca
conposition clained, is at variance with the aimof the
invention as set out in the description; hence that claim
is so broad that it goes beyond the scope of the
invention as disclosed in the description. Therefore, the
requirenment of Article 84, second sentence, EPC, that the
cl aims nmust be supported by the description is not neet.
(reasons point 4.2)
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Summary of Facts and Subm ssi ons
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The appeal |odged on 12 February 1997 lies fromthe
deci sion of the Exam ning Division posted on 3 Decenber
1996 refusing European patent application

No. 91 915 675.2 (European publication No. 591 195),
which was filed as international application published
as WD 92/ 044109.

The decision of the Exam ning Division was based on
claims 1, 3, 4, 7 to 10, 13, 17 to 23 and 26 to 29
submtted at the oral proceedings before that Division
on 7 Novenber 1996 according to the then pending
request .

The Exam ning Division held that the clains contained
many defaults as to clarity pursuant to Article 84 EPC.
As to the term"active ingredient”, which was an
essential technical feature of the invention, the
meani ng thereof needed interpretation. For the person
skilled in the art, that termreferred to the pure
agent which was not in line with the description of the
present application, in particular the exanples,

speci fying the active agent to contain solvents. Thus,
the clains were al so not supported by the description.
Furthernore the object of the invention consisted in
provi di ng highly concentrated aerosol conpositions
cont ai ni ng a honogenous m xture of active ingredi ent
and propellant. Due to its unclear definition, the term
"active ingredient" conprised the presence of a solvent
in high anbunts which was in contradiction with the

obj ect of the invention.
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The Appel lant (Applicant) submtted fresh clains 1 to 7
together with the Statement of G ounds of Appeal filed
on 14 April 1997, arguing that those clains were
restricted to subject-matter satisfying the
requirenments of Article 84 EPC. Independent claim1l
read as foll ows:

"1l. An aerosol conposition for use in a space spray
aerosol dispenser, conprising an active ingredient and
a propellant, characterized in that the conposition is
a substantially single phase honbgeneous sol ution of
the propellant in the active ingredient."”

At the oral proceedings before the Board held on

14 Septenber 2000 the Appellant filed an alternative
set of anended clainms 1 to 5 claim1 according to that
auxi liary request reading as foll ows:

"1l. An aerosol conposition for use in a space spray
aerosol dispenser, conprising an active ingredient, at

| east 15 weight % of a suitable propellant and,
optionally, up to 25 weight % sol vent, characterized in
that the conposition is a single phase honbgeneous
solution of the propellant/solvent in the active

i ngredient.”

The Appellant submtted that the term"active
ingredient” used in the clainms, though not being
defined in the description of the present application,
was clear to the person skilled in the art which is in
keeping wth the requirenents of Article 84 EPC. The
aerosol conposition clainmed had a function and the
"active ingredient” was there to satisfy that function.
Thus, by way of exanple, a perfune addressed in the
present description could count as an "active
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ingredient” or not, depending on the function of the
aerosol conposition conprising that perfune.

Furthernore, he supported the statenent in the decision
under appeal that the term"active ingredient” referred
in general to the pure ingredient. In case the "active
ingredient” was a particular perfunme, that term

conpri sed nonet hel ess the perfume material per se and
the solubilising material, and in case of a particular

i nsecticide, the insecticide ingredient and a
synergi st .

The invention ainmed at reducing the amount of volatile
organi ¢ conpounds in the aerosol conpositions. Wile
claim1 according to the main request conprised all the
features essential for achieving that aim in
particular requiring the "active ingredient" and the
propellant to forma single phase honbgenous m xture,
claim1l1 according to the auxiliary request specified
additionally the m ni rum anount of propellant to be
present and the maxi mum anount of solvent if present.
Moreover, the latter claim1 omtted the term
"substantially" thereby overcom ng the | ack of

di sclosure of that termin the application as filed.

The Appel |l ant requested that the decision under appeal
be set aside and the case be remtted to the Exam ning
Division for further prosecution on the basis of

claims 1 to 7 submitted on 14 April 1997 (main request)
or of clains 1 to 5 submtted at the oral proceedings
on 14 Septenber 2000 (auxiliary request).

At the end of the oral proceedings the decision of the
Board was given orally.
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Reasons for the Decision

The appeal is adm ssible.

Mai n Request

0003.D

Amendnents (Article 123(2) EPC)

In order to determ ne whether or not an anmendnent
of fends against Article 123(2) EPC it has to be
exam ned whet her technical information has been

i ntroduced which a skilled person would not have
obj ectively and unanbi guously derived fromthe
application as filed (see decisions T 288/92,

point 3.1 of the reasons; T 680/93, point 2 of the
reasons; neither published in Q3 EPO) .

In the present case, the Appellant has introduced
into claiml as anended the fresh feature that the
aerosol conposition is a "substantially single phase
honmogenous sol ution” (enphasis added). Wiile the
characterisation of the conposition as being a single
phase honpbgeneous solution is based on page 5,

lines 25, 26 and 32 of the application as filed, the
feature "substantially" inposing restrictions on that
characterisation | acks any support in the original
application. Therefore, the result of this anmendnent
is that the skilled man is presented with information
which is not directly and unanbi guously derivable
fromthe application as filed. The Appellant did not
di spute that finding at the oral proceedings before

t he Board.
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Hence, that anendnment to claim 1 introduces subject-
mat t er whi ch extends beyond the content of the
application as filed, contrary to the requirenents of
Article 123(2) EPC. In these circunstances, the

Appel lant's main request is not allowable and nust be
rej ect ed.

Auxi | i ary Request

0003.D

Amendnents (Article 123(2) EPC)

The subject-matter of claiml1, which is directed to
an aerosol conposition for use in a space spray
aerosol dispenser conprising an active ingredi ent and
a propellant in the formof a single phase
honogeneous sol ution, is based on page 5, lines 11 to
13, 25, 26 and 32 of the application as originally
filed and with respect to the term"aerosol" on
claim7 as filed. The optional presence of up to 25
wei ght % sol vent finds support in original claim8.
The m ni num amount of a suitable propellant is backed
up by page 7, lines 22 to 24 in conbination with

page 3, lines 27 and 28 of the application as filed.
The feature "substantially" having been omtted, the
above objection raised against the main request no

| onger applies.

For these reasons, the Board concludes that claim1l
neets the requirements of Article 123(2) EPC.

Article 84 EPC
Article 84 and Rule 29(1) EPC in conbination require

that the clains shall be clear and define the matter
for which protection is sought in ternms of the
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technical features of the invention. This serves the
pur pose of ensuring that the public is not left in
any doubt as to which subject-matter is covered by a
particular claimand which is not. Fromthis
principle of legal certainty, in the Board's
judgenent, it follows that a claimis not clear in
the sense of Article 84 EPCif it does not

unamnbi guously allow this distinction to be made (see
decisions G 2/88, Q) EPO 1990, 93, point 2.5 of the
reasons; T 337/95, QJ EPO 1996, 628, points 2.2 to
2.5 of the reasons). A claimconprising an unclear
technical feature entails doubts as to the subject-
matter covered by that claim all the nore if this
feature is essential with respect to the invention.
Thus, for the reason of lack of |egal certainty, that
claimis not clear in the sense of Article 84 EPC

In the present case, claim1l according to the
auxiliary request is directed to an aerosol
conposition conprising an ingredient which is
specified as being "active". Therefore the principle
of legal certainty requires identification of the
meani ng of the technical feature "active ingredient”
in order to establish w thout any doubt the subject-
matter covered by that claimall the nore since this
technical feature is essential with respect to the
invention as it defines one of the essential
conponents of the clainmed aerosol conposition. That
feature, hence, needs cl oser exam nation.

In the context of Article 84 EPC, the nmeaning of a
termor expression used in a feature of a claim
depends in particular on the definition thereof
general ly accepted by those skilled in the rel evant
art, as established in Rule 35(12) EPC, | ast
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sentence, requiring in general that use should be
made of the technical terns generally accepted in the
field in question.

The Appellant has neither alleged, |et alone provided
any evidence of, any generally applicable qualitative
definition for the expression "active ingredient" as
such nor is the Board aware of any. Thus, that
feature cannot be accorded any qualitative definition
havi ng general validity.

However, the Appellant argued that the meani ng of the
term"active", in the present case, was clear to the
person skillerd in the art since the aerosol
conposition clained had a function and the "active
ingredient” was there to satisfy that function. For
exanple, a perfune conprised in that conposition
counted as an "active ingredient"” or not depending on
whet her or not the intended function of the aerosol
conposition clained was to provide a pleasant snell.

Claiml1l is a product claimdirected to an aerosol
conposi tion. The clai mcontains nothing concerning

t he intended function of that composition in the
Appel l ant's sense, so that this function is not a
technical feature within the neaning of Rule 29(1)
EPC characterizing that conposition or any ingredient
thereof; there are the untraceabl e thoughts of the

i ndi vi dual user determ ning that function which does
not allow the skilled person on the objective basis
of conmon general know edge to establish

unanbi guously whether to qualify or to disqualify any
i ngredi ent as being "active". As a consequence of the
| ack of definition, an ingredient conprised in the
aerosol conposition is open to be | abelled
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arbitrarily "active ingredient"” or not depending
exclusively on the nental |abel the user wi shes to
apply, thereby rendering the neaning of that feature
protean. The ingredient perfunme exenplifies this
anbiguity since the present application |abels
perfune as both, "active ingredient"” (page 3, line 29
and 30) and "adjuvant" (page 4, line 18), though its
function in the Appellant's sense remains the sane,
nanmely to provide a pleasant snell.

Since the technical feature "active ingredient”
remai ns unclear for the reasons given above
preventing the skilled person fromidentifying the
exact neaning thereof, the public is left in doubts
as to the distinction which aerosol conpositions are
covered by claim1 and which are not, which is at
variance with the principle of legal certainty. Thus,
t he Appel lant's argunents cannot convince the Board.

The Appellant is unable to rely on the description of
the present application to clarify the unclear term
"active" defining an ingredient of the clained
aerosol conpositions since the description is indeed
silent about any qualitative definition of that
feature, nmerely two individual exanples having been
listed (page 3, lines 29 and 30). Therefore the
description does not provide any indication for
identifying the neaning of that unclear term For
that reason there is no need for the Board to
consider in the present case whether or not in the
context of Article 84 EPC the person skilled in the
art could overconme the lack of clarity of a claim by
referring to the description.

To summarize, for the skilled person, there does not
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exi st any unequi vocal definition generally accepted
inthe art for the feature "active ingredient”, with
t he consequence that this feature | eaves the actua
subj ect-matter covered by the claimin doubt. On the
ground of that lack of legal certainty, in the
Board's judgenent, claim1l1l according to the auxiliary
request fails to neet the requirenment of clarity

i nposed by Article 84 EPC.

Wth respect to the further requirenent of Article 84
EPC, nanely that the clainms nust be supported by the
description, it is the established jurisprudence of

t he Board of Appeals that a European patent may only
be granted on the basis of a claimspecifying all the
essential features of the invention which are
necessary to solve the probl em underlying the
application. This requirenent reflects the general

l egal principle that the extent of the patent
nmonopoly as defined in the clains should correspond
to the technical contribution to the art nmade by the
i nvention w thout nonopolising a technical area
beyond it. Thus, a claimis not "supported” within

t he meaning of Article 84 EPC if its extent exceeds
the scope of the invention as disclosed in the
description (see decisions T 409/91, QJ EPO 1994,

653, point 3.3 of the reasons; T 1055/92, QJ EPO
1995, 214, point 5 of the reasons; T 825/94,

point 4.6 of the reasons, not published in QI EPO).

In the present case, the invention ains at overcom ng
t he deficiencies of conventional space spray aerosol
conpositions conprising 80 to 90% w w of propell ant
which is a volatile organi c conpound (VOC)
undesirably rel eased to the atnosphere during use
(page 3 lines 7 and 8 in conbination with page 1
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lines 10 to 22). The problemto be sol ved as
indicated in the application (page 3, lines 22 and
23), which the Appellant al so enphasized in appeal
proceedi ngs, consists in |ooking for an inproved
space spray aerosol conposition which rel eases |ess
undesirable VOC s into the environnment (page 3,
l[ines 9 and 10). Therefore, the present invention
ainms at providing ultra high concentrated aerosol
conpositions wherein "the percentage of undesirable
VOC s required as propellant and solvents is
dramatically decreased, resulting in | ess VOC rel ease
to the atnosphere” (page 1, lines 2 and 3, and

page 3, lines 16 to 18).

Thus, an essential feature of the invention which is
necessary to solve the probl em underlying the
application of releasing | ess undesirable VOC s into
t he at nosphere consists in quantifying the percentage
of VOC s present in the aerosol conposition. Wile
claim1l1 specifies the mninmum (!) anmount of at | east
15 wei ght % of propellant, which is a VOC, to be
present in the aerosol conposition, that claimis
conpletely silent about any maxi num anmount thereof.
Due to that absence of any upper limt, claiml
covers aerosol conpositions conprising any anount of
propellant as long as it nerely equals or exceeds 15
wei ght % t hereby even including the deficient high
per cent age of propellant present in conventional
aerosol conpositions (see above paragraph). In that
case, hence, the percentage of undesirable VOC s in
t he cl ai ned aerosol conpositions is not "dramatically
decreased"” which is at variance with the stated aim
of the present invention. Thus, the probl em
underlying the application of releasing | ess VOC s
into the environnent is solved only, when the
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propel | ant does not exceed a particul ar maxi num
anount in the aerosol conposition, with the
consequence that this feature is indeed essential in
t he performance of the invention.

However, it is precisely this feature that is m ssing
fromindependent claim1, which, therefore, does not
nmeet the requirenent of Article 84, second sentence,
EPC, that the clains nust be supported by the
description, since claiml is so broad that it goes
beyond the scope of the invention as set out in the
descri ption.

5. Since a decision can only be taken on a request as a
whol e, none of the further clainms of that request
need to be exam ned. In these circunstances the
appeal relating to the Appellant's auxiliary request
nmust be dism ssed for lack of clarity and | ack of

support by the description which is not in keeping
with the requirenents of Article 84 EPC

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

0003.D Y A
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N. Maslin A. Nuss
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