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Summary of Facts and Submn ssions

2751.D

The European patent No. 516 246 results from European
pat ent application No. 92 202 243.9 filed as a

di vi sional application (hereinafter DA) of the earlier
Eur opean patent application No. 90 200 422.5 which
clainms the priority date of 27 February 1989 and was
publ i shed under the nunber EP-A-385 539 (hereinafter
PA, ie parent application).

Two oppositions were filed against this European
patent. The opposition of opponent | (hereinafter
Appel lant 1) was based only upon Article 100(a) EPC
whil e the opposition of opponent Il (hereinafter
Appel lant 11) was based upon Articles 100(a) and (c)
EPC.

The opposition division by its interlocutory decision
di spatched on 10 April 1997 nmaintai ned the patent in an
amended form based upon the anended and only Claiml
filed during the oral proceedings on 5 March 1997.

This anended Claim1l specified inter alia a feature
referring to "an average value of the mlk conductivity
val ues neasured over a nunber of days for the other

quarters of the relevant cow' (enphasis added).

During the opposition proceedings the parties referred
inter alia to the foll ow ng docunents:

D1: EP-A-277 396;

D4: EP-A-222 574;
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D6: H B. Puckett, S.L. Spahr and E. D. Rodda, "Real -
Ti me Measurenent of M Ik Conductivity", in
"Proceedi ngs of the Synposi um AUTOVATION I N
DAl RYI NG', Wageni ngen (NL), 20 to 22 April 1983,
pages 101 to 114,

D14: S.L. Spahr, H B. Puckett and D.E. Dill, "An
i ntegrated systemfor automatic data collection
and analysis on dairy farns", in "Agri-Mtion 1,
Proceedi ngs of the Conference", 25 to 28 February
1985, Chicago, pages 339 to 345.

Appellants | and Il each | odged an appeal against this
deci sion, on 22 May 1997 and 10 June 1997 respectively
and simultaneously paid the appeal fee. The statenents
setting out the grounds of appeal were filed on 5 and
20 August 1997 respectively.

Wth their respective statenents setting out the
grounds of appeal both Appellants raised objections
with regard to Articles 100(c) and 123(2) EPC by
argui ng that the subject-matter of Caim21 upon which

t he deci si on under appeal was based extended beyond the
content of the parent application as filed.

Appellant | also referred inter alia to the foll ow ng
docunents filed for the first tine wth the statenent
setting out the grounds of appeal:

D19: US-A-3 664 306;

D20: J.L. Linzell, M Peaker and J.G Rowel |,
"El ectrical conductivity of forem |k for detecting
subclinical mastitis in cows", in "J. agric. Sci.
Canb." (1974), 83, 309-325;
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D23: "Automatic conputerized herd managenent: heat
detection, mastitis and health nonitoring", by S
Carm, in "Proceedings of the third Synposium
AUTOVATI ON | N DAI RYI NG', organi zed by | MAG
Wageni ngen (NL), 9 to 11 Septenber 1987, pages 18
to 27.

In its statenment setting out the grounds of appea
Appellant 1l also referred to new docunents, inter alia
t o docunent

D24: "Practical experiences with real-tinme neasurenents
of m |k conductivity for detecting mastitis" by W
Rossing et al,, in "Proceedings of the third
Synposi um AUTOVATI ON | N DAI RYI NG', organi zed by
| MAG Wageningen (NL), 9 to 11 Septenber 1987,
pages 138 to 146.

Oral proceedings were held on 7 Decenber 1999.

In order to take account of the objections made, the
Respondent (proprietor of the patent) filed during the
oral proceedi ngs two anended i ndependent cl ai ns upon
which a main and a subsidiary request were based.

The i ndependent claimof the main request reads as
fol | ows:

"Met hod of m |l king cows by neans of a m |l king pl ant
conprising teat cups (2), wherein the mlk obtained
froma quarter of an udder is collected through a
separate line (3) into a mlk neasuring device (4)
including four mlk neters (7), each mlk neter (7)
including a mlk receptacle (10) and a neasuri ng
chanmber (11), in which connection the mlk flows under
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a vacuumfromthe mlk receptacle (10) into the
nmeasuring chanber (11) and is punped in defined
guantities by neans of conpressed air fromthe
nmeasuri ng chanber (11) into a relevant, separate

di scharge line (8) coupled to a common di scharge

line (9) termnating in a cooling tank (6) and the mlk
conductivity of a respective udder quarter is neasured
by a m |k conductivity sensor (27) provided in a
respective mlk neter (7) whereupon a control signa
(S4) representing the neasured m |k conductivity val ue
Is supplied to a conputer and conpared therein with a
signal representing a progressive average val ue of the
m |k conductivity val ues neasured over a nunber of days
for the relevant cow, and wherein the nmeasured mlk
conductivity val ue, exceeding said average value with a
certain degree, effects the discharge of said mlk from
said quarter via a three-way valve (28) provided in
sai d separate discharge line (8) under the control of a
signal (S5) fromthe conputer to a receptacle (29) for
collecting and storing m |k unsuitable for hunman
consunption.”

The i ndependent claimof the subsidiary request reads
as foll ows:

"Met hod of m |l king cows by neans of a m |l ki ng pl ant
conprising teat cups (2), wherein the ml k obtained
froma quarter of an udder is collected through a
separate line (3) into a m |k neasuring device (4)
including four mlk neters (7), each mlk neter (7)
including a mlk receptacle (10) and a neasuri ng
chanmber (11), in which connection the mlk flows under
a vacuumfromthe mlk receptacle (10) into the
measuri ng chanber (11) and is punped in defined
guantities by neans of conpressed air fromthe
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nmeasuri ng chanber (11) into a relevant, separate

di scharge line (8) coupled to a common di scharge

line (9) termnating in a cooling tank (6) and the mlKk
conductivity of the collected ml|k of a respective
udder quarter is nmeasured by a m |k conductivity

sensor (27) provided in the neasuring chanber (11) of a
respective mlk neter (7) whereupon a contro

signal (S4) representing the neasured m |k conductivity
value is supplied to a conmputer and conpared therein

Wi th a signal representing a progressive average val ue
of the mlk conductivity val ues neasured over a nunber
of days for the relevant cow, and wherein the neasured
m |k conductivity val ue, exceeding said average val ue
wth a certain degree, effects the discharge of said
mlk fromsaid quarter via a three-way val ve (28)
provided in said separate discharge line (8) under the
control of a signal (S5) fromthe conputer to a
receptacle (29) for collecting and storing mlKk

unsui tabl e for human consunption.”

At the end of the oral proceedings of 7 Decenber 1999,
t he appeal proceedi ngs were suspended until issue of
the decision of the Enlarged Board of Appeal in case

G 1/99.
V. Further oral proceedings were held on 12 Cctober 2001.
Appel lant 11, although duly sunmoned, did not appear.

According to Rule 71(2) EPC, the proceedi ngs were
continued without this party.

\Y/ The argunents of Appellant | can be sunmarized as
fol | ows:

(i) Each of the independent clains filed during the

2751.D Y A
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oral proceedings on 7 Decenber 1999 cannot form
the basis for an all owabl e request in the sense of
the decision G 1/99, because these clains were not
filed in order to either nmeet an objection put
forward by the Appellant or to delete an

I nadm ssi bl e anendnent .

(ii) The feature in the independent claimof the main
request according to which "the mlk conductivity
of a respective udder quarter is neasured" has no
basis either in the PA as filed or in the DA as
filed.

(iii1) The subject-matter of the independent cl ai m of
either the main request or the subsidiary
request does not involve an inventive step.

Bot h Appel | ants requested that the inpugned decision be
set aside and that the patent be revoked.

The Respondent requested that the inpugned decision be
set aside and that the patent be maintained on the
basis of the independent claimaccording to either the
mai n request or the subsidiary request.

Reasons for the Decision

1

2.

2.1

2751.D

The appeal is adm ssible.

The cl ai ned subj ect-matter

The singl e independent claimof the main request is
directed to
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a method of m |l king cows

by neans of a m | king plant conprising teat
cups (2),

wherein the mlk obtained froma quarter of
an udder is collected

through a separate line (3) into a mlk
nmeasuri ng device (4),

the m |k measuring device including four
mlk nmeters (7),

each mlk neter being coupled to a conmobn
di scharge line (9) termnating in a cooling
tank (6),

each mlk nmeter (7) including a mlKk
receptacle (10) and a measuri ng
chanber (11),

in which connection the mlk flows under a
vacuum fromthe mlk receptcle (10) into the
nmeasuri ng chanmber (11)

and is punped in defined quantities by neans
of conpressed air fromthe neasuring

chanmber (11) into a relevant, separate

di scharge line (8),

(C© wherein the mlIk conductivity of a respective

udder

quarter is measured

(Cl) by a mlk conductivity sensor (27) provided in a
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(E)

(F)
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respective mlk neter (7),

wher eupon a control signal (S4) representing the
measured m | k conductivity value is supplied to a
conput er

and conpared therein with a signhal representing a
progressive average value of the m |k conductivity
val ues neasured over a nunber of days for the

rel evant cow,

wherein the nmeasured m |k conductivity val ue
exceedi ng said average value with a certain
degree, effects the discharge of said mlk from
said quarter via a three-way val ve (28) provided
in said separate discharge line (8) under the
control of a signal (S5) fromthe conputer to a
receptacle (29) for collecting and storing milKk
unsui tabl e for human consunpti on.

The singl e independent claimof the subsidiary request

differs fromthat of the nmain request in that

features C and Cl1 have been replaced by the foll ow ng

f eat ures:

(C)

(C1)

wherein the mlk conductivity of the collected
mlk of a respective udder quarter is neasured

by a mlk conductivity sensor (27) provided in
t he nmeasuring chanber (11)of a respective mlk
meter (7).

Features C and C 1, read in conjunction wth

feature B1122, inply that the conductivity sensor

nmeasures the conductivity of defined quantities of mlKk
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collected in the neasuring chanber of the mlk neter.

The expression "progressive average value of the mlk
conductivity val ues neasured over a nunber of days for
the relevant cow' (in feature E) has to be interpreted
having regard to the general neaning of the term
"progressive average" and to a passage in the
description of the patent as granted which refers to
m | k conductivity values which "can easily be neasured
and stored in the nenory of the conputer” and to a
measured m | k conductivity which "is conpared in the
computer with a progressive average of the mlk
conductivity val ues neasures over a nunber of days
regarding an animal" (colum 2, lines 15 to 24).

Therefore, on the subject of feature E, the Board
under st ands

(1) that conductivity values (each value relating to a
defined quantity of mlk collected in the
nmeasuri ng chanber of one of the four mlk neters)
are neasured for the relevant ani mal,

(2) t hat these values are stored in the conputer

(3) that a nunber of days is predeterm ned so that a
certain nunber of conductivity val ues neasured
during said predeterm ned nunber of days is
defi ned,

(4) that the average value of said certain nunber of
conductivity values is cal cul ated, and

(5) that the term"progressive" indicates that the
aver age takes account of the nobst recent
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conductivity values disregarding the ol dest ones,
sai d predeterm ned nunber of days and thus said
certain nunber of conductivity val ues renaining

t he sane.

The admissibility of the amendnents in respect of
decision G 1/99 (QJ EPO 2001, 381)

The anended Caim1 of the patent as nmaintained in
anmended form by the opposition division derives from
Caimb5 of the patent as granted which contained the
expression "an average value of the mlk conductivity
val ues neasured over a nunber of days".

During the proceedi ngs before the opposition division
this expression was anended into "an average val ue of
the mlk conductivity val ues neasured over a nunber of
days for the other quarters of the relevant cow'
(enphasi s added) and this anendnent was consi dered as
bei ng al |l owabl e by the opposition divisioninits

i nterlocutory deci sion.

However, this expression was objected to with respect
to Article 100(c) EPC by Appellant Il in its statenent
setting out the grounds of appeal in so far as in both
the PA and the DA as filed there is no indication to an
average value for the other quarters of the rel evant
cow. Moreover, this expression was al so objected to by
the Board during the oral proceedings of 7 Decenber
1999 in so far as it has no clear and unequi vocal basis
either in the PA as filed or in the DA as filed.

Thus, the patent as maintained in anmended form coul d
have been revoked as a direct consequence of this
amendnent .
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The i ndependent claimof either the main request or the
subsidiary request (see particularly feature E) does
not refer any longer to "the mlk conductivity val ues
measured over a nunber of days for the other quarters
of the relevant cow' but to "the mlk conductivity

val ues neasured over a nunber of days for the rel evant
cow'. Therefore, these independent clains represent an
attenpt of the Respondent to overcone a deficiency and
to avoid the revocation of the patent on this basis.
The anmendnents made are therefore considered by the
Board as being appropri ate and necessary.

On the subject of the admssibility of the independent
claimof either the main or the subsidiary request,
Appel l ant | asserted that decision G 1/99 does not
apply in the present case and that therefore the
Respondent had not to be allowed to file requests based
on these cl ai ns.

In this respect, Appellant | argued as foll ows:

(1) According to the Oder of G 1/99, the first
condition for the adm ssibility of anmendnents
filed by the proprietor/respondent which woul d put
t he opponent/appellant in a worse situation than
if it had not appealed, is the existence of an
objection put forward by the opponent/appell ant
during the appeal proceedings. In the present
case, at the end of the oral proceedi ngs of
7 Decenber 1999, Appellant Il withdrewits
obj ection concerning the expression "... for the
ot her quarters of the relevant cow'. Thus, it has
to be assuned that there are no objections by the
opponent s/ appel l ants with respect to this issue.
Havi ng regard to the decision G 4/93
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(QJ EPO 1994, 875), the absence of objections by
the appealing parties restricts the application of
the principle of ex officio exam nation so that
the Board has no right to object to this
expression of its own notion. Thus, the first
condition for the admssibility of amendnents is
not net.

According to G 1/99, the second condition for the
adm ssibility of anmendnents is that "the patent as
mai nt ai ned i n anmended form woul d ot herwi se have to
be revoked as a direct consequence of an

i nadm ssi bl e anendnent . . . In the present case,
t he amendnent is not inadm ssible, since it
represents a nere limtation having no technical
contribution. Thus, also the second condition for

the adm ssibility of anmendnents is not net.

The Board cannot accept the interpretation of the order
of the decision G 1/99 made by Appellant | for the
foll ow ng reasons:

(i)

(i)

The feature containing the expression "... for the
ot her quarters of the relevant cow' which was
added during the opposition proceedings is a
limting feature having a clear technical neaning.
Furthernore, it nodifies the conparison nade,
since anot her reference value is taken, so that
the nodification cannot be consi dered as being
solely the addition of a technically superfl uous
feature.

The Order of G 1/99 refers to "an objection put
forward by the opponent/appellant or the Board
during the appeal proceedi ngs" (enphasis added),
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wi t hout di stinguishing between the objections
rai sed by the opponents/appellants and those
rai sed by the Board.

Moreover, the interpretation of the Order of

G 1/99 as submtted by Appellant | is not
consistent with the reasoning of the decision,
in particular with section 14, in which it is
stated the following: "In order to decide on the
request of the appellant/opponent, the Board of
Appeal has to deci de whether or not the anmended
set of clains as maintained by the Opposition
Division is patentable. This means in particul ar
that the Board has to consider whether or not a
[imting feature added during the opposition
proceedings fulfils the requirenents of the EPC'
(enmphasi s added).

Deci sion G 4/93 analyses in sections 1 to 13 of
the Reasons for the Decision the procedural
principles and the binding effect of the
Appel l ant's request and deals inter alia wth the
i ssue of how the Appellant's request restricts the
extent to which the Board may act ex officio.
However, this decision does not indicate a
restriction of the application of the principle of
ex officio examnation in respect of anmendnents
proposed during the opposition proceedings.

Decision G 4/93 clearly refers to a restricted
application of the principle of ex officio

exam nation in respect of "the extent to which the
patent is opposed in the notice of opposition”
(see section 3) and to "the extent of exam nation
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of grounds for opposition"” (see section 4). These
i ssues were dealt with in the decision G 9/91

(QJ EPO 1993, 408) and the opinion G 10/91

(A EPO 1993, 420). In this respect, it has to be
noted that the interpretation of the Order of

G 1/99 as submtted by Appellant | is inconsistent
both with the decision G 9/91 and with the opinion
G 10/91 in so far as there it is stated that "..
in case of anendnents of the clainms ... in the
course of opposition or appeal proceedings, such
amendnents are to be fully exam ned as to their
conpatibility with the requirenents of the EPC
(e.g. with regard to the provisions of

Article 123(2) and (3) EPC)".

(vi) Moreover, even if it were to be assuned that
Appellant Il withdrew its objection in respect of
this issue, although in a letter dated
27 Septenber 2001 it asked the Board to take a
deci sion on the basis of the docunments presented
by the opponents, this would not be rel evant,
because the Order of G 1/99 refers only to "an
objection put forward by the opponent/appell ant

during the appeal proceedings”. In other
words, the fact that Appellant |1 has raised an
obj ection during the appeal proceedings inplies
that the first condition of G1/99 is net. The
| ater withdrawal of the objection would not change
this situation.

3.3 Havi ng regard to the comments above, the anmendnent
resulting in the deletion of the expression "for the

ot her quarters of the relevant cow' was clearly

2751.D Y A
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proposed by the Respondent in order to overcone a
deficiency and to avoid a revocation. Since this
anmendnent does not result in the extension of the scope
of the granted patent (Article 123(3) EPC), it is

adm ssible in the sense of the G 1/99.

4. The i ndependent claimof the main request and the
ground for opposition according to Article 100(c) EPC

The i ndependent claimof the main request specifies the
feature that "the mlk conductivity of a respective
udder quarter is nmeasured" (feature C), this feature
being al so specified in CQaim1l of the patent as
granted according to which "the m |k conductivity of
the mlk obtained froma quarter of an udder is

measur ed” (see columm 10, lines 1 to 3).

It is clear fromthe PA as filed (see particularly
Clains 1, 2 and 12 to 14), that the mlk is punped in
defined quantities fromthe neasuring chanber of each
mlk meter 7 into a separate discharge line 8 and that
each mlk neter 7 is provided with a m |k conductivity
sensor 27, wherein defined quantities of mlk - with

t he neasured conductivity - are discharged via a three-
way valve 28 provided in the separate discharge line 8
either into a conmmon discharge line 9 termnating in
the cooling tank 6 or into a receptacle 29 for
collecting and storing unsuitable m|k. Thus, it is
clear fromthe PA as filed that the m |k conductivity
measurenent relates to the mlk collected in the
measuri ng chanber of the mlk neter, ie it relates to
the defined quantity of mlk collected into the mlk
nmeter which is punped by neans of conpressed air from
t he nmeasuring chanber of each mlk neter into the
separate di scharge |ine.

2751.D Y A
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However, since feature C does not make it clear that
the conductivity of the collected mlk of a respective
udder quarter is nmeasured, it could also be interpreted
as defining a through-flow conductivity neasurenent.
Havi ng regard to the above comments, this
interpretation would be inconsistent with the PA as
filed.

Thus, the subject-matter of the independent claim of
the main request extends beyond the content of the PA
as fil ed.

Therefore, since the ground for opposition according to
Article 100c) EPC prejudices the maintenance of the
patent on the basis of the independent claimof the
mai n request, the main request of the Respondent has to
be rejected.

The adm ssibility of the anendnent concerning the
subsidiary request with respect to Articles 100(c) and
123 EPC

The subject-matter of the independent claimcan be
derived fromthe conbination of features specified in
claine 1 to 9 of the DA as filed by addition of
features fromthe description of the DA as filed. In
particular: for features A, Al and B: see Claiml; for
features Bl: see Claim 7, and description, colum 3,
lines 35 to 38 and colum 4, lines 14 to 23; for
feature Bl1l, C and C 1. see CUaim8; for feature Bll1l
see Caim9; for feature D see Claim5; for feature E:
see Claim6; or feature F: see Clainms 1, 3 and 6; for
features B112, B1121 and Bl1122: see the description,
colum 3, lines 31 to 38.
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The subject-matter of the independent claimcan be
derived fromthe conbination of features specified in
Clains 1, 2 and 12 to 14 of the PA as filed by addition
of features fromthe description of the PA as filed.

In particular: for features A Al, B, Bl, Bll and B11l1:
see Caim1l and description, colum 8, lines 22 to 41;
for features B112, B1121 and B1122: see Claim?2; for
features C, C 1, D and part of feature F. see

Clainms 12 to 14; for feature E and part of feature F

see description: colum 4, lines 14 to 22 and col unm 9,
line 52 to colum 10, |ine 3.
Appellant Il inits letter dated 20 August 1997 argued

that the terns "with a certain degree” in the
expressi on "exceeding said average value with a certain
degree" (feature F) has no basis in the PA as filed.
The Board cannot accept this argunment, because these
ternms - although they are not explicitly nentioned in
the PA as filed - can be inplicitly derived fromthe
description of the PA as filed in so far as they refer
to a nmeasured conductivity val ue "which exceeds a
preset value" (colum 10, lines 2 and 3). It is clear
for the skilled reader of the PA as filed that the
nmeasured val ue has to exceed the reference value to a
certain extent in order to trigger the discharge of
mlk into the receptacle for collecting mlk unsuitable
for human consunption. Ot herw se al so insignificant
variations not indicating inferior quality of the mlKk
could result in loss of mlKk.

The anendnents to the description only represent its
adaptation to the anended cl aim

The anendnents do not contravene Articles 100(c) and
123 EPC.
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Novelty (the independent claimof the subsidiary
request)

The cl ai ned subj ect-matter, whose novelty was not
di sputed, is novel within the neaning of Article 54(2)
EPC.

I nventive step (the independent claimof the
subsi di ary request)

In a first approach, Appellant | asserted that there is
no singl e docunent anong the many docunents cited by

t he Appellants which can be said to cone closer to the
cl ai med subject-matter than the other docunents and
therefore essentially argued as foll ows:

The clained nethod is essentially based on the idea of
separating infected mlk fromgood mlk, this idea
bei ng known from many years. The m | king techni que of
separating the mlk comng fromthe different quarters
of the udder of the cow (quarter mlking) is well

known. Moreover, the information that mastitis can
concern only a quarter of the udder of the cowis also
known. The idea of using the conductivity as an

i ndicator of the mlk quality is known. In order to
arrive at the features defining the nethod of neasuring
the mlk conductivity, the skilled person has to decide
where and how to neasure. The idea of arranging the
conductivity sensor in the mlk neter is known from
docunent D23 in so far as it is stated on page 22, 3rd
par agraph that "conductivity is nmeasured each tine the
nmet er advances". The idea of neasuring the conductivity
of the collected mlk, ie of a defined quantity of mlk
can be derived fromdocunent D19, in so far as it
refers to a mlk conductivity neasuring cell "made in
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the formof a U-tube with the entry for the mlk in one
|l eg of the tube" (colum 2, lines 59 to 63). The idea
of using a progressive average of the conductivity

val ues neasured over a nunber of days as a reference
value with which the neasured conductivity value is
conpared is well known e.g. either from docunent D6
(page 107) or from docunent D14 (page 343) or from
docunent D20 or from docunent D24 (having regard to the
sentence on page 144 which refers to a running nean).
Thus, the independent claimdefines a conbination of
features without there being either any new technica
effect or an additional synergy or a contribution to
the state of the art, this conbination of features
bei ng t herefore obvious.

The Board cannot accept this argunmentation firstly
because it is not based upon the so called "problem and
sol ution approach", ie a nethod according to which a

cl osest prior art is identified and the problemto be
solved is defined having regard to the conparative

anal ysi s between the clained subject-matter and the
identified closest prior art. The appel |l ant however -
inits argunentation - sinply put together features
starting fromscratch, being guided by the wording of

t he opposed cl ai minstead of being guided by a problem
to be solved and w thout being bound to the technica
reality of a closest prior art enbodi nent. Such a

t heoretical abstract approach is considered by the
Board as being the result of an ex-post-facto anal ysis.
Even if every feature were to be known per se, this
woul d not result automatically in the obviousness of

t he conbi nati on.

In any case, the clainmed subject-matter cannot be
consi dered as consisting in the conbination of known
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features. The Board cannot accept the allegations of
Appel lant | that the ideas

(a) of nmeasuring the conductivity of a defined
quantity of mlk collected in the neasuring
chanber of each mlIk neter (see features C, Cl, B
B1, Bl1l1l and B11ll), and

(b) of using the progressive average value of the mlk
conductivity val ues neasured over a nunber of days
for the relevant cow as a reference signa
(feature E)

are disclosed in a clear and unequi vocal way in the
docunents cited.

Wth respect to item(a), the followi ng has to be
not ed:

(a,) The fact that docunent D19 refers to a
conductivity neasuring cell in formof a U tube
does not inply that the conductivity of a
collected quantity of mlk is nmeasured. The
pur pose of this neasurenent as described in
docunent D19 (see colum 2, lines 59 to 71) is
that of neasuring the conductivity in a side of
the U-tube through which the foamfree mlk is
passi ng so that inaccuracies in the conductivity
nmeasur enent can be overcone. It is however clear
from docunent D19 (see claim3; colum 2, lines 13
to 16) that the conductivity of a mlk flowis
conti nuously measur ed.

(a,) The sentence in docunent D23 according to which
"conductivity is nmeasured each tinme the neter
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advances" as well the Figure on page 21 indicating
that the mlk neter provides the controller with
data concerning the mlk yield and the mlk
conductivity do not necessarily inply either that
t he conductivity sensor is arranged in the
measuring chanber of the mlIk nmeter or that the
conductivity of a defined quantity collected in
the mlk nmeter is nmeasured.

Wth respect to item(b), the follow ng has to be

consi der ed:

(by)

(b2)

(bs)

Docunment D6 does not refer to a progressive

aver age neasured over a nunber of days as a
reference value but to "a nean of the five

hi ghest values for the quarter" (MHV-val ue:

page 107, 1s' paragraph), which is used in a
system cal cul ating rati os of MHV val ues for the
four quarters relative to the nean of the four MHV
val ues.

Docunent D14 refers to the conpari son between
"current values fromeach quarter of the udder
with a threshold which considers the |actation
nunber of the cow, conductivity of mlk from her
ot her quarters, and conductivity of the same
quarter during the immedi ate past e.g. 4 or 6
recent mlkings" (page 343, 2" paragraph) . This
docunent does not contain further information
concerning how the threshold is calculated. In any
case, it is clear that the threshold is not a
sinpl e progressive average as defined in

feature E

Docunent D20 (see particularly pages 314 to 319)
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refers to a test for parallelismbased on the fact
that m |k conductivities of uninfected udder
quarters of an animal tend to vary in parallel
fromday to day. The test refers to the so called
"interaction nean square” ("I.MS."), a paraneter
measuring in a quantitative way the departure from
parallelismand thus allowing to detect nastitis
of a quarter of the udder. The "I .MS." is
essentially a running nean square of the

di fference between successive differences between
the conductivity values of the different quarters
of the udder. In other words, the "I.MS. " test is
based upon the conparison of the m |k conductivity
fromindividual quarters with each other. This
procedure cannot be conpared with the conparison
procedure as defined by feature E

(b,) Docunment D24 contains on page 144 the foll ow ng
sentence: "Determ ning the running nean of the
conductivity of each quarter gives a stable
picture (Fig. 8 (New nmean = .8 old nean + .2
measured value)". Thus, the running nean is
defined as a wei ght nean and cannot be conpared
with the progressive average as defined in feature
E. Moreover, it is clear frompage 139 of docunent
D24 that the procedure used for detecting nmastitis
is based on the calculation of "the differences
bet ween the conductivity of the quarter with the
| onest conductivity and that of the other three
quarters". Therefore, also this procedure cannot
be conpared with the conparison procedure as
defined by feature E

7.1.3 Furthernore, there is no docunent suggesting the idea
of using conpressed air in order to punp each defined

2751.D Y A
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gquantity of mlk fromthe neasuring chanber of the
mlk nmeter to a discharge |line associated with the
relevant mlk neter (feature B1122).

In a second approach, Appellant | considered docunent
D4 as the primary source of information, ie as the
docunent disclosing the prior art which has to be
conpared with the claimed subject-matter in order to
establish the differences and define the problemto be
solved. In these respects, Appellant | essentially
argued as foll ows:

(1) The prior art described in docunent D4 by
referring to Figure 4 concerns a "m xed-m | ki ng"
system ie a systemin which the teat cups are
connected to a common bow of a mlking claw. A
conductivity sensor is arranged in the conmon
bow to sense a determ ned volunme of mlk, in
particular to differentiate the presence of
liquid mlk fromfoam This mlking systemis
al so provided with a valve (nanely the val ve 59
in Figure 4) interposed in the mlk tube to
allow the mlk fromthe individual cow to be
transferred to a separate mlk delivery line for
the waste m | k.

(i) The cl ai ned subject-matter differs fromthis
prior art substantially by the features
concerning the "quarter mlking" (ie features B
B1, B1l, B111, B112, B1121 and B1122) and by the
features concerning the control of the three-way
valve (ie features E and F). The technical
problemto be solved has two different aspects,
the first aspect being how to programthe
conputer to decide whether the mlk is
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unsui tabl e for human consunption and the second
aspect being how to adapt the m | ki ng net hod
known from docunent D4 to "quarter mlKking".

Each of docunents D6, D14 and D20 woul d give
the skilled person information about the

rel ati onshi p between conductivity and mastitis
and thus suggest to himthe idea of using the

m |k conductivity as a paraneter for deciding on
the quality of the mlk. Therefore, features E
and F do not involve any inventive step.
"Quarter mlking" is also a well known techni que
whose application to the method known from
docunent D4 woul d not involve any inventive
step. Therefore, features B, Bl, Bll, Blll

B112, B1121 and B1122 do not involve any

i nventive step.

The Board cannot accept this second argunentation of
Appel lant | for the foll ow ng reasons:

Wth respect to item7.2.(i) above, it has to be
noted that docunment D4 appears to be a rather
artificial starting point. Nanely, it is not
credible that a skilled person who knows the
"quarter mlking" concept as well as the
relationship Mastitis/Conductivity and who wants
to arrive at a device working according the
"quarter mlking" concept starts froma docunent
whi ch does not relate to "quarter m | ki ng" and
whi ch does not give any information to this

rel ationship, ie starts froma different concept
and than deci des to adapt the chosen different
concept to the "quarter mlking" concept. Such an
approach is based on ex-post facto anal ysis.
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Wth respect to item7.2. (ii) above, it has to be
noted that the argunentation of the Appellant |

di sregards feature Bl1122 as a di stingui shing
feature (see in this respect section 7.1.3 above).

Wth respect to item7.2. (iii) above, it has to
be noted that - having regard to the comments in
section 7.1.2 above (itenms 7.1.2.b; to 7.1.2.b;) -
none of docunents D6, D14 and D20 (as well as D23)
suggests feature E

In a third approach, Appellant | considered docunent

Dl as the starting point and essentially argued as

foll ows:

(i)

(i)

Docunment D1 di scloses a m|king systemin which a
mlk quality meter 40 is associated to each teat
cup 16, the mlk quality neter 40 neasuring the
conductivity of mlk or washing agent in order to
establish the difference between m |k and washi ng
agent, the quality neter being connected to a
regul ati ng nmenber which determ nes when a contro
menber nust switch a four-way val ve. According to
t he description of docunent Dl it is possible to
incorporate in the systema mlk quality nmeter

whi ch al so neasures the difference between mlk
suitabl e for human consunption and mastitis
infected m | k.

The cl ai ned subject-matter differs fromthe
prior art according to docunent D1 by the
features concerning the neasurenment of the mlKk
gquantity (features Bl, Bll, Bl111l, Bl112 and
B1121), by the features concerning the decision
of whether the mlk is unsuitable for human
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consunption (features E and F) and by the
feature concerning the use of conpressed air
(feature B1122).

(iii1) Features B1, Bl11, Bl111, B112 and B1121 are
suggested from docunent D23 which refers to a
mlk nmeter provided with a conductivity sensor
while features E and F are suggested from each
of documents D14, D6 and D20. The application of
these features to the system known from docunent
D1 woul d be obvious for a skilled person. The
use of conpressed air is a well known procedure
whi ch does not require any inventive skill.

The Board consi ders docunent D1 as representing a
realistic starting point in so far as it inplicitly
di scloses a m | king method in which the m |k obtained
fromeach quarter may be collected separately and the
conductivity of the mlk comng fromeach quarter may
be neasured and used to di stinguish between m |k
suitable for consunption and mastitis mlK.

However, the Board cannot accept the third
argunent ati on of Appellant | for the follow ng
reasons:

(i) Firstly, docunent D1 refers to a mlk quality
met er supplying a signal representing the mlKk
quality to a regulating nmenber without referring
to a conputer. Furthernore, docunent Dl refers to
t he neasurenent of the mlk conductivity but
wi t hout indicating how the difference between mlKk
suitable for consunption and mastitis mlk is
det er m ned.
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The clai ned subject-matter differs fromthe
prior art known from docunent D1 not only by
features Bl, Bl11l, B1ll, B112, B1121, B1122, E
and F but also by features C (in so far as this
feature refers to the conductivity of the
collected mlk), C1 and D (in so far as feature
Drefers to a conputer).

Starting fromdocunent D1, the technical problem
to be solved has different aspects, a first
aspect relating to the neasurenent of the mlKk
gquantity, a second aspect relating to the

deci sion of whether the mlk is unsuitable for
human consunption, and a third aspect relating
to the technique of neasurenment of the mlk
conductivity.

Features Bl, Bl1l, Bll1ll, Bl112 and B11l21
contribute to the solution of the first aspect
of the problem while features E and F
contribute to the solution of the second aspect
of the problem

Features C and C 1, which define the |ocation
of the conductivity sensor and the neasuring
techni que, contribute to the solution of the
third aspect of the problem In particular, the
fact that the conductivity of a defined quantity
of mlk collected in the neasuring chanber of
the mlk nmeter is nmeasured, may result in
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[imting the waste of mlk to the defined
quantity neasured in the mlk neter if a fal se
(positive) value of the mlk conductivity is
nmeasur ed.

The skilled person confronted with the above
menti oned aspects of the problemneeds to carry
out a plurality of steps in order to arrive at
the clainmed nmethod. In particular, when
confronted with the problem of neasuring the
quantity of mlk, he has to decide to arrange
four mlk neters in the systemdisclosed in
docunent D1. It has to be noted that it could be
possible to arrange a single mlk neter common
to all teat cups.

If the skilled person were to arrange four mlKk
meters in the system known from docunent D1, he
woul d have no reason to change the | ocation of
the conductivity sensor (ie of the mlk quality
neter). In any case - having regard to the
comments in section 7.1.2.a,above - he would
not find in docunent D23 either the suggestion
to the idea of neasuring the conductivity of a
collected quantity of mlk (see section 2.2.1
above) or the indication of the effects which
can be obtained on account of this feature (see
item7.3.1.iv above, 2" paragraph ).

Mor eover, having regard to the comments in
section 7.1.2. above (itens 7.1.2.b, to
7.1.2.b;) - none of docunents D6, D14 and D20
(as well as D23) suggests the idea of using as
reference signal the progressive average
referred to in features E and F
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(viii) Finally, there is no docunment suggesting the use
of conpressed air (see section 7.1.3 above).

7.4 The argunents devel oped in witing by Appellant I
(see letter dated 20 August 1997) relate to Claim1l as
mai nt ai ned by the opposition division and are not
rel evant for the independent claimof the subsidiary
request of the Respondent filed during the ora
proceedi ngs on 7 Decenber 1999. Although this claimwas
extensively anended, no new argunents were brought
forward by Appellant 1I1.

7.5 Therefore, the subject-matter of the independent claim

of the subsidiary request cannot be derived in an
obvi ous way fromthe prior art referred to by the

Appel | ant s.

8. The patent can therefore be nmintained on the basis of

the subsidiary request of the Respondent.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in the foll ow ng version

Caim Claim1l (single clain) of the subsidiary
request as submtted during the ora
proceedi ngs before the Board on 7 Decenber
1999,

2751.D Y A
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Description: pages 1A, 2A and 3 filed during the oral
proceedi ngs before the Qpposition D vision
on 5 March 1997, colums 5 to 8 as

gr ant ed,
Dr awi ngs: Figures 1 to 4 as granted.
The Regi strar: The Chai r man:
G Magouliotis C. Andries
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