BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF
THE EUROPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN

PATENTAMTS OFFI CE DES BREVETS
Internal distribution code:
(A) [ ] Publication in QJ
(B) [ ] To Chairnmen and Menbers
(O [X] To Chairnen

DECI SI ON

of 19 February 2001

Case Nunber: T 0629/97 - 3.2.3
Appl i cati on Nunber: 92112331.1
Publ i cati on Nunber: 0525562

| PC:

Language of the proceedi ngs:

Title of invention:

BO5C 17/ 015, BO5B 7/24, BO5B 7/12

EN

Device for dispensing fluid and/or sem -fluid products

Appl i cant/ Pat ent ee:

O ficine Meccaniche A N.I|.
Opponent :

Deut sche Tecal emt GrbH
Headwor d:

Rel evant | egal provisions:
EPC Art. 111(1)

Keywor d:

"Deci sion re-appeal -

Deci si ons cited:

Cat chword

EPA Form 3030 10.93

exerci se of discretion -

S.p. A

remttal (yes)"



9

Européisches European
Patentamt Patent Office
Beschwerdekammern Boards of Appeal

Office européen
des brevets

Chambres de recours

Case Nunber:

Appel | ant :
( Opponent)

Repr esent at i

Respondent :
(Proprietor

T 0629/97 - 3.2.3

DECI SI1 ON
of the Technical Board of Appeal 3.2.3
of 19 February 2001

Deut sche Tecal emt GrbH
Karl -d dewrtel -StralRe 40
33659 Bielefeld (DE)

ve: von Rohr, Hans WIhelm Dipl.-Phys.

Pat ent anwal t e

CGest huysen, von Rohr, Widener, Hackel

Postfach 10 13 54
45013 Essen (DE)

Oficine Meccaniche AN 1. S p.A
of the patent) Via Arzignano 132

36072 Chi anpo (Province of Vicenza)

Representati ve: Modi ano, Guido, Dr.-1ng.

Deci si on under appeal :

Conposition

Chai r man:
Menmber s:

Modi ano & Associati S.p. A
Via Meravigli, 16
20123 M1 ano (1T

Deci sion of the Qpposition Division of the

(1T

Eur opean Patent O fice dated 7 March 1997, posted
on 10 April 1997, rejecting the opposition filed
agai nst European patent No. 0 525 562 pursuant to

Article 102(2) EPC.

of the Board:

C T. WIlson
F. Brosani e
J.-P. Seitz



- 1- T 0629/ 97

Summary of Facts and Subm ssi ons
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Eur opean patent No. 0 525 562 was granted on 24 My
1995 with clains 1 to 4.

G anted claim1 reads as foll ows:

"1.

Device for dispensing fluid and/or sem -fluid
products conprising a tubular body (1) for
accomodating a cartridge (2) which contains a
product (3) to be dispensed, said tubular body (1)
bei ng provided, at the front, with a di spensing
nozzl e (10) which defines an annul ar chanmber (13)
around a product output spout (5), and, at the
rear, with a conpression chanber (78) which acts
on the bottom (6) of said cartridge, said body (1)
bei ng associated with a cutoff valve (20) to be
connected to a conpressed air supply hose (45)

whi ch is connected to said annul ar chanber (13)
and to said conpression chanber (78), wherein the
line (74) which connects said cutoff valve (20) to
sai d conpression chanber (78) is provided with a
pressure regulator (47) characterized in that it
conprises tel escopic pusher nmeans (17) which act
on the bottomof said cartridge (2), and in that
the line (70,) which connects said cutoff valve
(20) to said annular chanmber (13) is provided with
an i ndependent pressure regulator (46)."

Wth decision of 10 April 1997 the opposition decision
rejected the opposition of Deutsche Tecalemt GibH -

appellant in the following - since the subject-matter

of granted claim1 was not considered to be obvious in
the Iight of
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(D1) DE-U-8 707 725 and

(D2) DE-A-3 607 176.

| V. On 13 June 1997 the appell ant | odged an appeal agai nst
t he above decision of the opposition division paying
t he appeal fee on the sanme day and filing the statenent
of grounds of appeal on 14 August 1997.

The appel | ant requested to set aside the inpugned
deci sion and to revoke the patent inter alia on the
basi s of

(D3) DE-U-9 011 965 and a public prior use based on
Figure 2 of (D3).

V. The proprietor - respondent in the follow ng -
request ed:

(a) dismssal of the appeal (main request) i.e.
mai nt enance of the patent as granted or

(b) to maintain the patent on the basis of claiml
filed with letter of 27 February 1998 (first
auxiliary request) or

(c) to maintain the patent on the basis of claiml
filed with letter of 25 February 1998 (second
auxiliary request) and

(d) according to his letter of 25 February 1998 -
remark B2, 111, - to remt the case to the first
i nstance and for costs to be charged to the
appel lant in such a case.

0396.D Y A



VI .

VII.

0396.D

- 3 - T 0629/ 97

Fol  owi ng the board's conmuni cation of 20 May 1998 both
parties agreed with the remttal of the case to the
first instance (w thout carrying out oral proceedings
before the board).

The essential argunents of the parties can be
summari zed as foll ows:

(a) appellant:

- granted claim1 is based on an aggregati on of
features, nanely that the conpression chanber
"78" conprises a tel escopic pusher nmeans " 17"
and that the pressure changing elenent in the
line for conveying conpressed air is a pressure
regul ator "46";

- the conbination of (D1) and (D2) renders obvi ous
the use of a tel escopic pusher nmeans in
conmbination with the precharacterizing features
of granted claim1, whereas the conbination of
(D3) and the prior use - substantiated by
"Anl age 2" conprising evidence (a) to (e) and
the offer that the wi tnesses M Eckmann,
Brickner and Diener can be heard if felt
necessary - renders obvious the use of a
pressure regulator in the line for conveying
conpressed air;

(b) respondent:

- the pressure regulator "46" of granted claiml1
is a nmeans for making the pressure in the
annul ar chanber of conpressed air used for
atom zing the product to be dispensed
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i ndependent from variations and even from an
abrupt increase of the input/supply pressure of
conpressed air;

claiml as granted has to be seen as a
conbi nati on of features which is noreover not
rendered obvious by (Dl1), (D2) and (D3);

in (Dl) only a throttle valve "32" is disclosed
but not a pressure regulator as clained; (D2)

di scl oses tel escopi c pusher neans but apart
therefromis irrelevant for the device |aid down
in granted claim1; (D3) is restricted to only
one pressure reducing valve whereby a tel escopic
pusher neans is not realized so that (D1) to
(D3) do not directly lead to the subject-matter
of claim1;

the prior use - based on (D3) - was only brought
forward after the tine-limt for giving notice
of opposition so that the provisions of

Article 114(2) EPC have to be applied; even if
admtted to the proceedings it has to be

consi dered that evidence "Anlage 2(c)" is
publ i shed after the clainmed date of priority and
that the veracity of the prior use wthout

t aki ng of evidence pursuant to Article 117 EPC

i s chall enged;

"Anl age 2(c)" submitted by the appellant only

di scl oses a pressure reducing valve which in
contrast to the clained pressure regul ator
cannot automatically cope with varying or excess
i nput-pressures so that the alleged prior use
shoul d be di sregarded by the board;
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- if not it should be dealt with in two instances
of the EPO so that the case should be remtted
to the first instance whereby "in such case the
respondent will request that the accounted
expenses are charged to the appellant”.

Reasons for the Deci sion

1

The appeal is adm ssible.

Mai n request

2.2

0396.D

Nearest prior art

As set out in the board' s conmunication to the parties
t he nearest prior art docunment is (Dl) since in (D1)
two systens are di scl osed, one system "28, 23, 32", for
atom sing the product to be dispensed and anot her
system " 22, 20, 18" for conveying the product to be

di spensed (hot nelt adhesive in the particular case) to
its nozzle. In both systens valves are provided, nanely
" 32" denom nated "Drosselventil" (throttle valve) and
"20/ 18" "Reduzierventil' (reducing valve). Ganted
claiml does not make it clear that in the second
systema sort of "pressure regulator” (reference sign
"46" in the patent in suit) is provided, see throttle
valve "32" of (Dl1). Any throttle valve has to be seen
as a pressure changi ng el ement.

The two-part formof granted claim 1l does not therefore
clearly reflect correctly the contribution of the

subject-matter of claiml1l to the art.

What appears to be not known from (Dl) is therefore
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(a) that the conpression chanber "78" conprises a
tel escopi ¢ pusher neans "17" and

(b) that the pressure changing elenment in the line for
conveying conpressed air is a pressure regul ator
n 46" .

From t he above observations follows that the subject-
matter of claim1l is novel.

2.3 Starting from (Dl) the objectively remaining problemto
be sol ved appears to be

(a) to provide a device which is practical and easy-to
handl e, see EP-B1-0 525 562, colum 2, lines 4 and
5, and

(b) to nmake the pressure in the annul ar chanber of
conpressed air used for atom sing the product to
be di spensed i ndependent from variations and even
froman abrupt increase of the input/supply
pressure of conpressed air.

2.4 The Board finds that features (a) and (b) according to
above remark 2.2, and the problens according to above
remark 2.3, have no functional interrelationship with
each other so that granted claim1l is based on an
aggregation of features w thout any conbi natory effect
- contrary to the findings of the respondent.

2.5 The feature (a) of granted claim 1l appears to be
rendered obvious by a conbination of (Dl1) and (D2),
which latter docunent is based on tel escopic pusher
means "5, 6, 9", see in particular Figures 1 and 2 and
colum 1, lines 52 to 55, wherefromthe problem (a) of

0396.D Y A
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above remark 2.3 and its solution can directly be
deri ved.

Wth (D3) and an alleged prior use based on its
Figure 2 the appellant brought forward - at a late
stage - a prior art which could endanger the validity
of feature (b) of granted claim 1l according to above
remark 2. 2.

Since (D3) and its related prior use prinma facie are
rel evant they are admtted to the proceedi ngs by
applying Article 114(1) EPC.

As al ready set out by the board in the comunication to
the parties under remark 9 the case is to be remtted
to the first instance for further prosecution. This
order includes the taking of evidence pursuant to
Article 117 EPC to verify whether or not the all eged
prior use is to be seen as prior art. It has to be
added that both parties agreed with the remttal of the
case to the first instance, see appellant's letter of
30 Septenber 1998 and see respondent's letter of

24 March 1999. The legal basis for remttal is

Article 111(1) EPC which allows a board to remt a case
to the first instance to enable a new issue to be dealt
with in two instances.

Under these circunstances the board refrains from
expressing a final assessnent in respect of the issue
of the problemand its solution according to above
remarks 2.2(b) and 2.3(b) of granted claim1.

Respondent's "request"” for an apportionnment of costs
cannot be followed by the board since it is clearly
expressed as an intention ("the respondent ... wll
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request ..."), rather than an official request. Such a
request should be brought before the first instance if

this is felt to be justified. In Article 104(1) EPC the
ci rcunst ances under whi ch an apportionnment of costs

i ncurred during taking of evidence or in oral

proceedi ngs can be envi saged are set out.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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