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Summary of Facts and Submn ssions

1320.D

The appel | ant (opponent) | odged an appeal against the

i nterlocutory decision of the Opposition Division

mai ntai ning the patent No. 0 554 370 in anended form
In the decision under appeal, it was held that the
grounds of opposition submtted by the appellant under
Article 100(a) (lack of novelty and inventive step) did

not prejudice the nmai ntenance of the patent as anended.

The foll ow ng docunents were referred to in the appea
pr oceedi ngs:

Dl: US-A-4783376

D2: JP-A-58-89391

D2a: English translation of D2

D2c: JP- A-56- 80489

D2d: English translation of D2c

Oral Proceedings were held before the Board of Appea
on 8 Decenber 2000.

(i) The appellant requested that the decision under
appeal be set aside and the patent be revoked.

(ii) The respondent (patentee) requested that the
appeal be di sm ssed.
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Caim1l of the patent as naintained by the Opposition
Di vi sion reads as foll ows:

"1.A transparent article conprising a transparent
substrate bearing on at |east one najor surface thereof
a hydrophilic |iquid-absorbent, sem -interpenetrating
net wor k conpri si ng:
a) at | east one crosslinked polynmer formng a
conti nuous matri x and
b) at | east one |iquid-absorbent polyner conprising a
wat er - absor bent polyner intertwined in said
matri x,
sai d crosslinked polyner deriving froma crosslinkabl e
polyner that is crosslinked after it has been applied
to the substrate.”

The appel |l ant argued essentially as foll ows:

The term "transparent” is nerely a relative, subjective
term There is an overlap between the neanings of the
expressions "transparent”™ and "translucent" which gives
rise to anbiguity. In particular, claiml is not
restricted to transparent inageable materials and
extends to transparent articles having a nunber of
possi bl e uses.

Caiml |lacks novelty in view of the disclosure of
docunent D2. The translation of this docunent, docunent
D2a, refers at page 6, lines 21 to 24, to a non-water-
proof ed wat er-sol ubl e pol yner bei ng enbedded in a
matri x of a water-proofed water-soluble polyner. At

| east the nmethods 1 to 4 as set out at pages 9 and 10
of docunent D2a result in cross-linking of the water-
proof ed wat er-sol ubl e polyner, so that references to a
wat er - proofing agent also refer to a cross-Iinking
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agent. The pol yam de- pol yam ne-epi chl ori de resin,
referred to in Exanple 1 at page 14 is a cross-Iinking
agent .

The reference at page 4 of docunment D2a to docunent D2c
supports the contention that D2 is not restricted to
opaque materials. The references at page 12 to plastics
materials and gl ass plates make i nmedi ate reference to
transparent filns. If the support is transparent, it is
clear that the coating nust also be transparent.

Page 8, line 15 refers to O parts of pignent. Page 8,
line 8 of docunent D2a refers to the pignent providing
for ink adsorption. The passage at page 13, line 23 to
page 14, line 5 makes it clear that the ink is absorbed
by the water-sol uble polyner and not by the pignent.

If the subject-matter of claiml is regarded as being
novel, the subject-matter of claim1 does not involve
an inventive step starting fromeither docunent Dl or
docunent D2 as the closest prior art.

Starting fromdocunent D2 as the closest prior art, the
only distinguishing feature is the transparency of the
article. If the person skilled in the art wishes to
make the coating transparent, the presence of a pignent
Is not only unnecessary, but al so unsuitable.

Starting fromdocunent D1 as the closest prior art, the
object of the invention is to inprove the ink
absorption and durability of the coating. A highly
cross-linked structure is durable, but has |owink
absorption. On the other hand, a | ow degree of cross-

I i nki ng i ncreases ink absorption, but decreases
durability. The coating of docunent D2 solves this
probl em by using a conbi nation of a water-proofed
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wat er - sol ubl e pol yner and a non-wat er - proof ed wat er -
sol ubl e pol yner.

V. The respondent argued essentially as foll ows:

The term "transparent” is a clear termwhich has a well
defined neaning in the art of optical articles.

Docunent D2 does not disclose a transparent article.
The passage at page 8, lines 6 to 14 of docunent D2a
refers to the pignment providing for ink adsorption, so
that the presence of a pignent nust be regarded as
bei ng an essential feature of the conposition. It does
not necessarily follow fromthe references at page 12
to plastics and glass that the material is transparent.
It is not appropriate to refer to docunent D2c or its
transl ation D2d as a source for a disclosure of

sui tabl e support materials. Docunent D2 itself

di scl oses support materials at page 12, lines 3 to 18
of docunent D2a. Docunent D2 focuses on paper supports
(see, for exanple, page 3, line 3 to page 4, line 1 of
docunent D2a). All the exanples of docunent D2 require
a high | oading of opaque pignent.

Docunment D2 does not disclose a coating conprising a
sem -interpenetrating network (SIPN). As stated in the
patent in suit at page 3, lines 4 to 10, of the
description it is a characteristic of an SIPN that the
uncrossl i nked portion thereof cannot be | eached out. In
the conpositions disclosed in docunent D2, the presence
of fillers is necessary to achieve this result. Method
5 does not result in the formati on of coval ent bonds,
so there is no cross-linking present. In addition, the
experinmental report of M. Herbert shows that the
coating was renoved by imersion in an al kali sol ution,

1320.D Y A
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thus inplying that an SIPN was not present. The
formation of an SIPN requires a certain cross-Iinking
density, so that the nere presence of a cross-|inking
agent in a conposition does not necessarily mean that
an SIPN is forned. The sol vent systemal so plays a
role, it being necessary to select a solvent in
accordance with the paraneters set out at page 12 of
the description of the patent in suit.

Docunent D1 nust be regarded as the closest prior art
since it is concerned wwth transparent materials. It is
concerned wth the problem of providing a durable
coati ng havi ng good ink absorption, proposing either
the use of a hydrophilic cross-Ilinking agent (columm 8,
lines 35 to 48) or limting the degree of cross-

I i nki ng.

There is no notivation to | ook to docunent D2 to solve
t hese problens, since this docunent nerely discloses an
opaque coati ng.

Reasons for the Decision

1320.D

Carity

The term "transparent” as used in claim1 should be
construed as neaning sufficiently transparent for the
clainmed article to carry out its intended function, for
exanpl e as a transparent imgeable material for use in
an overhead projector. The person skilled in the art
will not have any difficulty identifying articles

t hrough which an image is intended to be viewed or

proj ected and hence regarded as being transparent.
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Novel ty

It was all eged on behal f of the appellant that the
subject-matter of claim1 is not new having regard to
the di scl osure of docunent D2. Docunent D2 does not,
however, disclose a transparent article.

Docunment D2 is concerned with coatings for paper which
i ncl ude an opaque pignent such as talc and are

t heref ore opaque. The reference at page 8, line 15 of
D2a to the use of a range of 0 to 10 parts of a pignent
with respect to 1 part of water-soluble polynmer is not
understood as constituting a teaching to provide a
transparent coating not including a pignent, since it
occurs in the context of a passage setting out the
advant ages of the presence of a pignment. The fact that
docunent D2 refers in its discussion of the prior art
to docunent D2c (see page 4, |line 21 of docunent D2a),
which in turn nmentions (see page 3, lines 8 to 12 of
docunent D2d) that the recordi ng medi um nmay be
transparent cannot be seen as inplying that docunent D2
itself relates to transparent recordi ng nedia. The
reference in docunent D2 is part of a discussion

(page 4, line 22 to page 5, line 18 of docunent D2a) of
t he di sadvantages of the use of water-soluble polyner
coating layers in terns of their lack of durability and
I's not concerned with the nature of the substrate.

The reference at page 12, lines 3 to 5 of docunent D2a
to the use of various support materials including
plastics filnms and gl ass plates does not necessarily
inply that the support materials are transparent. A
fortiori, there is no suggestion in docunent D2 that a
transparent coating should be used on a transparent
support, thus resulting in a transparent article.
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The subject-matter of claiml1l is thus novel with
respect to the disclosure of docunent D2.

2.2 The subject-matter of claiml1 is also novel having
regard to the disclosure of docunent D1, since this
docunent does not contain any disclosure of an SIPN
and, in fact, the novelty of claiml1 was only disputed
by the appellant on the basis of the disclosure of
docunent D2.

3. I nventive step

3.1 Cl osest prior art

Docunent D1 represents the closest prior art and

di scl oses a transparent article conprising a
transparent substrate bearing a coating |ayer which
contains a conpound having cross-Ilinking properties.
There is, however, no reference to the use of an SIPN

It was suggested on behalf of the appellant that
docunent D2 could equally be regarded as the cl osest
prior art. This cannot be accepted in view of the fact
that this docunment does not refer to transparent
articles, and thus does not provide a suitable starting
point for a skilled person seeking to provide an

i nproved transparent article. The object of the

i nvention would then be to render the article
transparent, requiring the replacenent of the substrate
by a transparent substrate and the coating by a
transparent coati ng.

3.2 (bj ect of the invention

The object of the invention is, as stated in the

1320.D Y A
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description of the patent in suit at page 2, lines 53
and 54, to further inprove ink absorption ability and
durability.

Sol uti on

According to claim 1, the above object is achieved by
the use of a coating of a sem -interpenetrating network
conprising at | east one crosslinked polyner formng a
continuous matri x and at | east one |iquid-absorbent

pol ynmer conprising a water-absorbent pol yner
intertwined in said matrix, said crosslinked pol yner
deriving froma crosslinkable polyner that is
crosslinked after it has been applied to the substrate.
The presence of the cross-linked matri x ensures
durability, whilst the water-absorbent polyner
neverthel ess permts good i nk absorption.

Wi | st docunent D2 discl oses nethods of producing
coatings, at |east sone of which appear to result in
the formation of SIPNs, there is nothing in the

di scl osure of docunent D2 which woul d suggest to the
person skilled in the art that such coatings would be
of benefit in inproving ink absorption ability and
durability of the transparent articles of docunent D1.
As stated above, docunment D2 is not concerned with
transparent articles. Even if it occurred to the person
skilled in the art that the opaque pignents utilised in
the coating conpositions of docunment D2 could be
omtted, there is nothing to indicate that the
resulting coatings would be suitable for use as
transparent coatings of transparent articles. The

om ssion of the large quantities of talc or cal cium
carbonate included in the conpositions of the exanples
of docunent D2 would result in coating |Iiquids having
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very different characteristics, for exanple as to ink
adsorption and stickiness (see page 8, lines 6 to 9 of
docunent D2a), so that the person skilled in the art
woul d be deterred from such an om ssion. There is,

nor eover, no incentive for the skilled person to
experinment with such an om ssion.

The subject-matter of claiml1l thus involves an

i nventive step. Caim3 is appendant to claim1l and
clains 2 and 4 are directed to nethods of preparing the
transparent article of claim1l. These clains thus
simlarly involve an inventive step.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Moser
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