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Summary of Facts and Subm ssi ons

1475.D

The appel | ant (opponent) | odged an appeal against the
interlocutory decision of the opposition division to
mai ntain the patent in anmended form (Article 102(3)
EPC). Opposition was filed agai nst the patent as a
whol e and based on Article 100(a) together with
Articles 52(1) and 56 EPC. The opposition division held
that the grounds for opposition nentioned in

Article 100(a) EPC did not prejudice the nai ntenance of
the patent as anended, having regard inter alia to the
foll ow ng docunents:

D2: EP-A-0 157 303

D6: EP-A-0 193 635

The opposition division based their decision inter alia
on the finding, at paragraph 4.3 of the decision under
appeal, that D6 taught a "1:1 rel ationshi p" between
external units and their respective dedi cated nenory
areas. They also stated that D6 was only concerned with
data and not with the execution of prograns.

On 21 Cctober 1998 the Board sent a conmunicati on and
appoi nted oral proceedings according to the auxiliary
request of both parties. In particular, the Board

poi nted out that the description was not properly
adapted to the granted clains. The respondent
(proprietor) filed a response, dated 23 Decenber 1998,
contai ni ng anended pages 3, 4, 5, and 9 to 11 of the
originally filed description, and clains being the sane
as those nmaintained by the opposition division. At the
oral proceedi ngs the appellant requested that the
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deci si on under appeal be set aside and that the patent
be revoked in full. The respondent requested that the
appeal be dism ssed and that the patent be maintained
as anended in the reply dated 23 Decenber 1998.

Caiml1l of the anended patent reads as foll ows:

“"An | C card conpri sing

an operation/processing unit (1)

storage neans (3,4) for storing data and a plurality of
processi ng prograns to be executed by the

oper ati ng/ processing unit (1), and

a terminal for communicating selection information
desi gnating execution of one of said processing
prograns with an external information processing unit,
characterised in that:

said selection information further identifies the
external information processing unit; (5),

said storage neans (3,4) conprises a nenory table for
storing identification information identifying in
respect of each one of a plurality of externa

i nformati on processing units whether or not each of the
processi ng prograns stored in said storage neans is
execut able when the IC card is inserted in the
respective external information processing unit; and
the operation/processing unit (1) is arranged to | ook
up said nenory table to conpare the sel ection

i nformation received via said termnal wth the
identification information stored in the nenory table
(33) and to execute said one of the plurality of
processi ng prograns designated by said sel ection

i nformation only when the identification informtion

i ndicates that said one processing programto be
executed is executable when the IC card is inserted in
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the external information processing unit identified by
said selection information."

Claim14 of the anended patent is directed to "An IC
card informati on processing system such system
conprising an IC card (5) as clained in any one of the
preceding clainms ..." It therefore contains all the
features of claim1.

V. The appel | ant argued as fol | ows:

D6 disclosed an I C card with exclusive data storage
areas for different termnals, such as a bank or a post
office termnal. Furthernore, the passage in D6 at

page 7, paragraph 2 suggested that each term nal could
al so have a program associated with it. Since the
invention also all owed such an excl usive associ ation of
termnals and prograns, D6 fell within the scope of
claim1.

Starting fromD6, the problemto be sol ved was how to
accommodat e the various prograns on the I C card.

The skilled person woul d have been driven by

consi derations of program space saving and program
reusability to allow a conmmon programto be run from
nore than one termnal. For exanple, the skilled person
woul d have consi dered using a conmon password program
call able fromeither the bank or the post office

t erm nal

The provision of the clainmed selection information for

specifying a programto be run was a general procedure
inthis field and the skilled person woul d have

1475.D N
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consi dered applying it to the I1C card of D6 to arrive
at the invention. The invention was therefore obvious
from D6 and common know edge.

Moreover, D2 disclosed an IC card with nore than one
program one of which could be selected by the
termnal. According to D2 at page 7, lines 17 to 25,
the status of the program was checked using a table as
in the invention. Al though D2 used techni ques, such as
a counter, to hinder unauthorised access to prograns,
this was a further step which did not affect the basic
techni que of determ ning whether a given program had a
specific property. The invention was therefore obvious
froma conbination fromD6 and D2.

Finally, starting fromD2, the problemto be solved was
to adapt the IC card to be used in different termnals,
such as the bank and shopping termnals. This would
have been obvious to try, since at the priority date of
D2, 1984, I C cards were primtive devices, whereas at
the priority date of the patent, 1987, the nenory
capacity of the IC cards had increased, allow ng the
use of many nore prograns on the card. D6, which had a
priority date of 1985, gave an exanple of this. The

I nvention was therefore obvious froma conbi nati on of
D2 and De6.

The respondent argued as foll ows:

| C cards were originally conceived as a replacenent for
magnetic cards for data storage. The invention nmade the
card nmul ti-purpose by enabling a free sel ection of
prograns, including conmon prograns, fromdifferent
term nal s.
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D6 di sclosed running different prograns on the |IC card.
However, it taught making these prograns exclusive to a
given type of termnal. The invention went further by
allowing the free selection of prograns for each
termnal. The IC card of the invention was different
fromD6 as it used two pieces of identification

i nformati on, nanmely the programand the term nal type,
whereas the IC card of D6 only used the term nal type.

Starting fromD6, it was not fair to pose the problem
of increasing the versatility of the I C card because
only with knowl edge of the invention was it apparent
that D6 was too rigid.

D6 did not suggest that the term nal could specify a
programto be run, as clainmed. Nor did it suggest
provi di ng comon prograns for different termnals,

whi ch was al so possi ble according to the invention.
Thus, according to the invention, the card manufacturer
could go to a service provider and offer to put their
programon the I1C card or to allow themto use sonebody
el se' s program

D2 was not relevant because it only suggested using
tabl es for counting the nunber of attenpts to access a
program and did not nention or suggest using an |IC
card in different termnals. Even if the skilled person
had consi dered D2 and had consi dered using nore than
one program for each termnal, he would have nmade these
prograns exclusive for each different termnal as in
D6.
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Reasons for the Deci sion

1

2.1

2.2

3.1

1475.D

The appeal is adm ssible.

The Pat ent

The invention relates to the known type of I1C card

whi ch contains a processing unit (CPU and storage for
prograns and data. In particular, it provides an IC
card containing prograns which can be called up by
different external processing units also called
termnals, each termnal being free to select any
program

Caiml (and inplicitly claim14) of the patent defines
the inplenentation. Accordingly, the term nal provides
sel ection information conprising termnal identifying

i nformati on and information designating the programto
be run. These two pieces of infornmation are used to

|l ook up in a table, such as that shown in Figure 3 of
the patent, whether the specified programis executable
in the specified term nal. According to the exanple
table in Figure 3 of the patent, the bank term nal and
t he shopping termnal can each execute two prograns,
one of which is the conmon program 30d.

State of the art

The parties essentially agreed wwth the summary of the
factual content of docunents D2 and D6 given in the
deci si on under appeal. Consequently the Board presents
only a brief summary of this common ground.
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3.2 D2 discloses an IC card for use in a specific type of
termnal, the card containing several prograns that can
be called up by the term nal when it supplies the
program nane to the 1C card. The card cannot be used in
atermnal of a different type. A table determ nes
whet her the selected programis registered as a secret
program or not. Various enbodi ments show how repeat ed
execution of the secret prograns can be prevented.

3.3 D6 discloses an IC card with exclusive data storage
areas for different termnal types. The area all ocated
to atermnal is deduced by the IC card fromthe
termnal type identification signal. This is shown in
step n43 of Figure 6. D6 al so discloses that each
term nal type has a specific branch of the program
associated with it. This is shown in the unlabelled
step "processing for termnal of other type" at the
extrenme right of Figure 6.

4. The deci si on under appea

4.1 The Board essentially agrees with the opposition
division's conclusion that in the light of the "1:1
rel ati onshi p" between term nals and prograns di scl osed
in D6 (see paragraph Il above), the invention is not
obvi ous over the conbination of D6 with D2 and/ or
common general know edge in the art. The Board woul d
however augnent the opposition division's argunents to
take into account the parties' additional argunments in
t he appeal proceedi ngs, especially concerning the above
mentioned finding that D6 does, in fact, disclose that
di fferent branches of the program can be associ at ed
with different term nal types.

1475.D N
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Novel ty

The Board sees no significance in the appellant's
observation that it is possible to arrange the prograns
on the I1C card of the invention in an exclusive
association wth the termnals, thus achieving the
functionality disclosed in D6, since the invention is
capabl e of providing further functionality. In fact, it
can be imedi ately seen that D6 does not destroy the
novelty of the cl ai mbecause, as pointed out by the
respondent, D6 does not disclose a nenory table that
uses two itens of identification informtion.

Caim1lis therefore new.

I nventive step

The appel |l ant argued that the invention was obvi ous
from various conbinations of D2, D6 and the skilled
person's conmon general know edge in the art. Starting
fromthe respective docunents, various objective

probl enms were di scussed and the subsequent actions of
the skilled person were postul at ed.

The Board considers that in the best case for the

appel lant, that is starting from D2 and posing the
probl em of increasing the versatility of the card, the
skilled person m ght well consider D6 which addresses
at page 2 lines 3 to 5 the problemof providing an IC
card with a |arge storage capacity to enable its use in
various term nals.

However, the Board considers that all of the
appel l ant's argunents fail because the conbination of
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D2 and D6 is different fromthe invention and there is
no i ndication which |eads to the invention therefrom
This follows fromthe above nentioned fact that D6 only
teaches a "1:1 rel ationshi p" between the termnals and
their associated nenory areas. This is not changed by
the fact that D6 is now considered to at | east suggest
that prograns as well as data can be associated with
the different termnal types. As a result, the Board
agrees with the respondent that conbining D2 and D6, to
provide a card with sel ectable prograns for use in nore
than one termnal, would nmean that each term nal woul d
be associated with an exclusive group of prograns. Each
group of progranms nay have a table identifying the
prograns in the group. However, the clained table,

i dentifying whether each of the progranms is executable
in each termnal, is mssing fromthe conbi nation.
Moreover, the Board is of the opinion that, in the

i ght of the exclusive association disclosed in D6, it
woul d not be obvious to provide this mssing feature.

The Board does not agree with the appellant that the
m ssing feature is derivable from consi derations of
econoni si ng program nmenory space. These consi derations
may | ead the skilled person to identify and separate
out common elenments in the application prograns as is
I ndeed the case for program 30d shown in Figure 3 of
the patent. However, as in the case of the appellant's
novelty objection, this is only a special case of the
overal |l functionality of the invention. Mreover, this
result could be achieved in ways other than by using
the inplenmentation of the invention. In other words
this situation would still not inply a table indicating
whet her each programis executable or not.
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The Board appreciates the appellant's view that an
exact specification of each elenent of the solution is
not al ways necessary to render a clai mobvious, and
that it m ght be possible to draw a general teaching
froma docunent and fromthe skilled person's common
general know edge in the art. However, in this case the
Board considers that D6 and D2 are so specifically
directed to solving the problem of increasing the
security of the progranms on the card by using exclusive
nmenory areas and hi ndering access to secret prograns,
respectively, that there is no suggestion to nodify

t hese di sclosures and provide the free selection of
prograns on a card using the clained table, even though
the skilled person would realise with hindsight that
this woul d have been possi bl e.

Caim1l accordingly involves an inventive step.

The clains may therefore be maintained as granted
together with the anmended descri pti on which has been
adapted to the clainms in view of the coments in the
Board' s communi cati on

For these reasons it is decided that:

1

1475.D

The deci si on under appeal is set aside.

The case is remtted to the first instance with the
order to maintain the patent with the clains as all owed
by the opposition division and with a description as
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anmended before the opposition division and further
anended before the Board of Appeal.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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